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IN THE 


. UNITED STATES COURT OF APPEALS 
‘ FOR THE DISTRICT OF COLUMBIA CIRCUIT 
o . 

No. 12 901 


NORTH AMERICAN AIRLINES, INC., Petitioner, 
» ‘ a Ve 


CIVIL AERONAUTICS BOARD, Respondent, 
“ AMERICAN AIRLINES, INC., Intervenor. 


ON PETITION FOR REVIEW OF ORDER OF THE CIVIL 
4 AERONAUTICS BOARD 


PETITION OF THE CIVIL AERONAUTICS BOARD FOR 
REHEARING AND MODIFICATION OF OPINION 


In its decision entered herein on July 12, 1956, the Court up-= 
held as supported by substantial evidence the Board's finding that the 
v use by petitioner of the names "North American Airlines, Inc.", "North 
American Airlines," or "North American" causes substantial public con- 
fusion which is likely to continue. Accordingly, the Court affirmed 
4 the Board's order to the extent that it: prohibits petitioner from using 
such names in air transportation. However, the Court concluded that 
the Board's erder is too broad insofar as it also directs petitioner 
? to cease and desist from e@mgaging in air transportation under any other 
name which includes the word "American," and the Court therefore set 


aside this portion of the Board's order. The Court apparently was of 











the view that the Board's prohibition of any name containing the word 
"American® rested on its finding that the term had acquired a secondary 
meaning =~ a finding which the Court held was not supported by sub= — 
stantial evidence. 

The Civil Aeronautics Board respectfully petitions the Court for 
rehearing of the Court's decision, and prays the Court upon such ree 
hearing to affirm that portion of the Board's order which has been set 
aside. The grounds for the relief requested are: 

; 1. The question of the scope of the Boardts order was 

never in issue either before the Board or the Court, nor did 

the parties brief or argue the point. Since no objection to 

the order on this ground was urged to the Board, Section 1006(e) 

of the Act (9 U.S.C. 646(e)) bars any consideration of it by 

the Court, either at the instance of petitioner or by the Court 

gua sponte. 

2. The Court erred in concluding that the propriety 

of prohibiting use of the name "American" is necessarily 

dependent on the existence of secondary meaning. The Board 

did not rest that portion of its order upon this ground. 

(J.A. 207). Moreover, the law is clear that where, in order 


to protect the public interest, an administrative agency issues 


a cease and desist order against the use of confusingly simi- 


lar trade names, the propriety of the scope of such order 
depends upon whether its provisions are reasonably necessary 
to eliminate the source of the confusion, and not upon whether 





the name involved has acquired a secondary meaning. The 


provisions of the Board's order prohibiting petitioner 
from using any trade name containing the word "American" 
were included to protect the public against clear and sub- 
stantial confusion, and similarly broad provisions custome 
arily are employed both by the Federal Trade Commission 
and by courts generally in correcting confusing name situe 
ations. 


I 


The question of the scope of the Board's order was not 
properly an issue in the case, and the Court therefore 
should not have decided the question. 


Section 1006(e) of the Civil Aeronautics Act (49 U.S.C. 66(e)) 
provides in pertinent part as follows: 

" % % # No objection to an order of the Board shall 
be considered by the court wuless such objection shall 
have been urged before the Board or, if it was not so 
urged, unless there were reasonable grounds for fail- 
ure to do so." 

Petitioner never urged before the Board that any unfair or de- 
ceptive practices found to exist could be adequately corrected without 
prohibiting use of the name "American," and there were no reasonable 
grounds for its failure to do so. True enough, petitioner argued be=- 
fore the Board that the evidence did not show the existence of public 
confusion between it and intervenor American Airlines. But that is a 
far different thing from urging that, assuming the existence of con= 
fusion, an order prohibiting the use of the term "American" is broader 


than is necessary to eliminate the evil found to exist. 





The examiner in his initial decision in the Board proceeding 
recommended a cease and desist order against petitioner's use of "the 
name North American Airlines, Inc., or any variation of the name 
tAmericant.* (J.A. 199). Petitioner, in its exceptions to the initial 
decision, did not express any objection to the scope of the proposed 
remedy (Tr. 85-890), nor did it urge the matter on brief or in oral 
argument before the Board. After the Board adopted its order en~ 
joining use of the specific names heretofore utilized by petitioner 
"Yor any other name which includes the word American" (J.A. 230), 
petitioner did not seek reconsideration or otherwise challenge before 
the Board the breadth of the order. The scope of the Board's order 
was not an issue before this Court (Prehearing Conference Stipula- 
tion, J.A. 307-308), nor was any such issue briefed or argued herein. 
Under these circumstances, the decisions of this Court make it clear 
that under Section 1006(e) this ground of objection would not be 
available to petitioner upon judicial review. Seaboard & Western 
Airlines v. Civil Aeronautics Board, 87 U.S. App. D.C. 78, 183 
F. 24 975 (1950); New England Air Express, Inc. v. Civil Aeronautics 
Board, 90 U.S. App. D. C. 215, 19h F. 24 89h (1952). See also 
Western Air Iines v. Civil Aeronautics Board, 196 F. 2d 933 (C.A. 9, 
1952), cert. den. 3h U.S. 875 (1952); Sisto v. Civil Aeronautics 

| Board, 86 U.S. App. D.C. 31, 179 F. 2d 7 (19h9). 

The rule embodied in Section 1006(e), which requires prior 

administrative consideration of an issue concerning the Board's 


action, is not one to be applied or disregarded depending upon what 
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course is deemed appropriate in any given circumstances. Rather, 
provisions such as this evidence a strong congressional intention 
that the expertise and experience of the agency on matters en=- 
trusted to its administration will be brought to bear on the prob- 
lem prior to any court action. For this reason, Section 1006(e) 
operates not only to bar untimely objections by a litigant, but 
also to prevent, as here, consideration of any supposed errors in 
the Board's order by the Court sua sponte. Federal Power Commission 
v. Colorado Interstate Gas Co.,. 348 U.S. 92 (1955); cf. United States 
ve. Tucker Truck Lines, 3h) U.S. 33, 36-37 (1952). Nor is it signifi- 
cant that the Court's apparent concern in the instant case is that 
the Board's cease and desist order may be too sweeping in its prohie 
bition. This is precisely the type of objection that courts may not 
consider unless previously urged to and considered by the Board. 
Precision Fabricators, Inc. v. National Labor Relations Board, 20) 
F. 24 567 (C.A. 2, 1953). 

Under these circumstances, we submit that the scope of the Board's 
order was not properly an issue before the Court, and that the Court 


therefore should not have considered the question. 


II 


The Board's order as drawn is proper irrespective of the 
existence of secondary meaning in the term NAmerican .* 


The law is clear that a finding of secondary meaning is not a 
prerequisite to the elimination of name confusion. Juvenile Shoe 
Corporation v. Federal Trade Commission, 289 Fed. 57, 59 (C.A. 9; 
1923), certe den, 263 U.S. 705 (1923); Galter v. Federal Trade 
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Commission, 186 F. 2d 810, 81) (C.A. 7, 1951), cert. den. 342 U.S. 
818 (1951). Here the Court has held as mech by affirming the Boardts 
order insofar as it prohibits the use by petitioner of names contain- 
ing the words "North American" because of the substantial public con- 
fasion caused thereby, while at the same time holding that no secondary 
meaning in the term "American" is shown by the record in the Board 
proceeding. 

Further, it is equally clear that the Board's prohibition 
against petitioner's use of names including the word "American" does 
not rest upon the existence of secondary meaning. The Board specifi- 
cally found that confusion exists "by reason of the similarity betwem 
North American and the word American as used by intervenor [ American 
Airlines]" and "between respondent's names and the name American Air- 
lines." (J.A. 201). Having isolated the reason for confusion, the 
Board entered its order to protect the public "from the effects of the 
confusion shown on the record by eliminating what we find to be the 
cause of such confusion” (J.A. 209), ieee, petitioner's use of the term 


2 
NAmerican." Although the Board additionally found secondary meaning, 


1/ Since our position is that the existence or absence of second- 


ary meaning is irrelevant, we do not undertake herein to deal with the 
Court's conclusion that the Board's finding of secondary meaning in the 
term "American" is not supported by the evidence. However, to the ex- 
tent that secondary meaning may be considered relevant, we respectfully 
disagree with the Court's conclusion for the reasons stated in our ini- 
tial brief [pp. 18-21] and in the petition for rehearing filed by inter- 
venor American Airlines. 

2/ Petitioner is under no misapprehension in this regard. Peti- 
tioner states that "[t]he entire case of violation of Section }11 was 
based on the alleged similarity between the names of Petitioner and 
Intervenor because of the presence in both names of the word ‘American! .*® 
Petitioner's Response to Reply of Intervenor to Answers to Interveor'ts 
a filed by Petitioner and Respondent [p.3], filed herein on June 6, 
19 ° 
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this finding was immaterial in view of the "clearly demonstrated and 
substantial public confusion" found to exist, which sprang in part from 
petitioner's adoption of "a corporate name confusingly similar to the 
earlier adopted corporate name ‘American Airlinest." (J.A. 207). 
Moreover, the Board expressly stated that secondary meaning was imma- 
terial (J.A. 207). ‘Thus, since the Board found actual and substantial 
public confusion on ith basis of direct evidence, the sufficiency f 
which is unchallenged by the Court, and on the basis of the confusing 
similarity of the names themselves irrespective of the rights of Amerie 
can in the matter, its order is plainly sustainable on either of these 
independent grounds. 

Placed in its proper perspective, the question, then,is simply 
whether the Board's order is reasonably necessary to eliminate the 
cause of the public confusion. The Board necessarily has a wide dise 
cretion in selecting the appropriate remedy. It is well established 
that in such situations, an agency may reach beyond the specific prac- 
tice at hand to effectively proscribe all phases of unlawful conduct 
and to prevent its recurreice. See e.g., Hershey Chocolate Co. Ve 
Federal Trade Commission, 121 F. 2d 968, 971-972 (C.A. 3, 191); 

P, Lorillard Co. ve Federal Trade Commission, 186 F. 2d 52 (C.A. h, 
1950). The function of the seust is to determine whether the agency 
has made an allewable choice of remedy; or, stated differently, *the 
courts will not interfere except where the remedy selected has no 
reasonable relation to the unlawful practice found to exist." Federal 


Trade Commission v. Ruberoid Corpes 343 U.S. 70, 473 (1952); 
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Jacob Siegel Co. v. Federal Trade Commission, 327 U.S. 608, 611-612 
(1986). 

| There is no basis for concluding here that the Board's order bears 
"no reasonable relation" to petitimer's unlawful conduct. The logical 
method of eradicating the confusion which exists is to eliminate petie 
tioner's use of the name "American", from which the confusion stems. 


In doing so, the Board has gone no further than does the Federal Trade 


Commission in similarity of name situations. In directing discontinu- 
3 


ance of the use of confusingly similar trade names, the Commission 
frequently not only prohibits the particular name involved but also 
Similar names which might also cause confusion. The propriety of such 
lo has been sustained. For example, in the Juvenile Shoe Co. case, 
supra, the confusion was between the "Juvenile Shoe Company" and 
"Juvenile Shoe Corporation," a previously established dealer. The com= 
pany was directed to cease and desist, inter alia, “from using as part 
of its corporate name the word ‘Juvenile? or any other word or combina- 
tion of words likely to be confused with the name of the Juvenile Shoe 
Corporation of America® (289 Fed. at p. 58). Similarly, in the Galter 
ease, supra, the court upheld an order (12 F.R. 6356) which prevented 
the petitioners from using the names "Elgin", "Remington" or "Under=- 
wood" "or any simulation thereof, either alone or in connection with 
other words, to describe or refer to respondent's products" because 

The instances in which the Commission has taken such action 
are set forth in 16 CFR 3.220, 3.225, and 16 CFR 13.220, 13.22h5 


(1956 Supp.}. For a more descriptive listing of the particular names 
involved in such orders, ses CCH Trade Regulation Reporter §5131.21. 
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of the confusion with the Elgin Watch Co. and the Underwood and Remington 


Typewriter Companies. The Commission's order carried flat prohibitions 
against use by respondents Elgin Razor Corp. and Underwood Laboratories, 
Inc. of the terms "Elgin" and "Underwood", respectively, or any simme 
lation thereof, as part of the corporate or trade names of said corpora- 
tions (ib.). | 

Similarly, the courts have q@joined use of a given name or any 
variation thereof where appropriate to eliminate confusion. See, e.g., 
Ind dent Nail and Coe, Ince ve Stronghold Screw Products, 
Ince, 215 F. 2d 3h (C.A. 7, 1954); D.C. Catering Co. v. Peking Restau- 
rant, _ U.S. App. DeC. __, 230 F. 2d 823 (1956). In the Peking 
case, this Court affirmed an order of the District Court which, in 
order to eliminate confusion between "Peking Palace" and "Peking Res- 
taurant," the prior user, enjoined the Catering Co. "from the use of 
the name 'Peking', either alone, or in combination with any other word 
_ or words, or otherwise, * * * ® to describe its restaurant (Joint 
Appendix, p. 21). Certainly an administrative agency possesses 
equal authority to determinate the appropriate breadth of its own 


orders. Indeed, the Supreme Court so held in May Stores v. Natioal 


L/ Apparently the propriety of the latter prohibitions was not 


challenged upon review. 

5/ It is also pertinent to note that the injunction entered 
against this petitioner and other components of its combine in North 
American Aviation, Inc. ve North American Aircoach tems, Inc.,et al. 
U.S.D.C. (S-D. Calif., Cent. Div.), Case No. 13,412-PH [unreported] 
restrains vetitioner from, among other things, using "the name ‘North 


American', or any name of which the name ‘North American! forms a 
vart * + * ." The injunction so issued was affirmed in its entirety. 


North American Aircoach ee et al. v. North American Aviation, Inc., 
1 Fe 2d 205 (C.A. 9, 1955), corte. dene 351 U.S. 920 (1956). 
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Labor Relations Board, 326 U.S. 376 (1945), where the Court stated 
(pe 392): 
"We think the Board [NLRB] has the same power 
to determine the needed scope of cease and desist 
orders under the National Labor Relations Act that 
courts have, when authorized to issue injunctions, 
in other litigation." 

We recognize that there is nothing in the Court's opinion that 
precludes the Board from recasting its order to prevent the use of 
names which predominantly feature the word "American." But the 
question is whether the Board must contract the scope of the remedy 
which it selected, and we think that the Board should not be ree 


quired to do so. A cease and desist order "ought not to be so 


limited in scope that the company could evade it by merely changing 


the name of its products. The Commission is entitled to make its 
order broad enough to prevent evasion." P. Lorillard Co. v. Federal 
Trade Commission, 186 F. 2d 52, 59 (C.A. h, 1950). If the Board 
cannot fully eliminate what it finds to be the source of public con- 
fusion, the petitioner is provided with opportunities for evasion 
and continued perpetration of that confusion. As we have seen, the 
Board's order here is no broader in scope than those customarily 
issued by other agencies and by the courts in comparable situations. 
In the circumstances of this case, surely the Board was not obligated 
to employ a remedy less than that typically utilized to afford com- 
plete public protection against confusion simply because petitioner 
might in the future decide upon some use of the term "American" 


that might prove to be innocuous. Cf. Consumers Sales Corp. ve 








. Federal Trade Commission, 198 F. 2d 0h, 408-409 (C.A. 2, 1952), cert. 
den. 3hk U.S. 912 (1953). 
Petitioner cannot justifiably claim any injury or prejudice from 





the sweep of the Board's order. Apart from the fact that petitioner 

did not challenge the order's scope, it should be pointed out that the 
confusion which the Board found here originated with petitioner's know- — 
ing selection and adoption of a name, which it knew or should have known 
was likely to cause confusion with American Airlines, a long-established 
prior user. (dJeA. 207). Thus petitioner has no vested interest in any 
name including the word "American," and the confusion which exists is 
the result of petitioner's voluntary action in adopting a confusingly 
Similar name, despite the fact that petitioner had and now has the whole 
world to choose from in selecting a name that will eliminate the problem. 
Were it to be assumed that petitioner may at some future date wish to 
employ a name utilizing "American® in a context that is unlikely to 
cause confusion, it will, of course, be free to seek modification of 

the Board's order. It will-be time enough then to determine whether 


a relaxation of the order is warranted. 


PRAYER 





WHEREFORE, the Civil Aeronautics Board respectfully prays that the 
Court grant rehearing with respect to its decision of July 12, 1956, 
and that upon such rehearing it modify its decision in the manner re=- 
quested in this petition. 
It seems obvious that petitioner has no present intention of 
utilizing a name that does not predominantly feature the term "American." 
As noted in the Court's opinion, petitioner is now operating under the 


name "frans American Airlines," a name distinguished from that heretofore 
employed only by the substitution of a different one-syllable prefix. 


-ll- 





CERTIFICATION 


The foregoing petition is presented in good faith and not for 
delay. 
Respectfully submitted, 


DANIEL M. FRIEDMAN, 
Attormey, 


Department of Justice 


FRANKLIN M. STONE, 

General Counsel, 

Civil Aeronautics Board, 
Attorneys for Respondent. 


duly 27, 1956 
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No. 12041 
Statement of Questions Presented 


I. Whether the findings contained in the respondent’s 
report and Order E-7870 establish a secondary meaning 
connoting intervenor, in the words “‘ American”’ and ‘‘ Amer- 
ican Airlines’’; 

II. Whether the respondent has made a finding that 
petitioner’s use of the name ‘¢North American Airlines, 
Inc.,”’ or of the word ‘‘ American”’ in its name was fraudu- 
lent; 

IIL. Whether the findings set forth in report and Order 
E-7870, hereinafter enumerated in substance, are supported 
by substantial evidence: 


(a) That the terms ‘‘American”’ and ‘‘American Air- 
lines’’ had acquired a secondary meaning in air transporta- 
tion by virtue of prior usage by intervenor, before peti- 
tioner adopted its trade name or changed its corporate 
name, and that such secondary meaning continues to exist; 

(b) That there is a confusing similarity between petition- 
er’s corporate name and the corporate name of intervenor, 
and that substantial public confusion has existed in the past, 
is presently existing, and is likely to continue. 

(c) That petitioner’s use of a name containing the word 
‘¢ American’? was fraudulent (assuming that the respond- 
ent made such a finding). 





INDEX 
Supsect MatTrTer 


Statement of Questions Presented 

Jurisdictional Statement 

Statement of Case 

Statutes Involved 

Statement of Points 

Summary of Argument 

Argument 

I. The findings contained in the respondent’s 

opinion and Order H-7870 do not estab- 
lish a secondary meaning connoting in- 
tervenor in the words ‘‘American’’ or 
‘American Airlines”’ 

II. Respondent has made no finding that peti- 
tioner’s use of the name ‘‘North Ameri- 
can Airlines, Inc.,’’ or of the word 
<‘ American’’ in its name was fraudulent. 

III. The findings set forth in respondent’s opin- 
ion and Order E-7870, hereinafter enumer- 
ated in substance, are not supported by 
substantial evidence 

(a) The evidence does not support the 
Board’s finding that intervenor 
had acquired a secondary mean- 
ing in the word ‘‘American,’’ or 
“American Airlines” 

(b) The evidence does not support a 
finding that there is a confusing 
similarity between petitioner’s 
name and the corporate name of 
intervenor, or that confusion in 
the public mind has existed, is 
existing and is likely to con- 
tinue 

(c) The evidence does not support a 
finding that petitioner’s use of a 
name containing the word 
‘¢ American’’ was fraudulent (as- 
suming that the Board made 
such a finding) 

Conclusion 

















INDEX 


InpDEX oF CaSES 
Page 

Actiengesellschaft Vereinigte Ultramarine Fabriken, 

Vormals Leverkus, Zeltner & Consorten in Nurn- 
. berg v. Amberg, 102 Fed. 551 7, 8,10 
American Fork & Hoe Co. v. Stampit Corp., 125 F. 2d 

ET 0 5 ote. go ks Ro Na eek i ahallnteteimbofenieh areyeeteeeiiei iene 
Armour & Co. v. Louisville Provision Co., 283 Fed. 42 
Armour & Co. v. Louisville Provision Co., 275 Fed. 92 
Avrick v. Rockmont Envelope Co., 155 F. 2d 568. ... 
Best & Co. v. Miller, 167 F. 2d 374 
California Apparel Creators v. Wieder of Califorma, 

162 F. 2d 893 
Coca Cola Co. v. Snow Crest Beverages, 64 F. Supp. 

980 
Columbia Mill Co. v. Alcorn, 150 U. S. 460 
Crowell Pub. Co. v. Italian Monthly Co., 28 F. 2d 613 
Drezma, Inc. v. Revlon Products Corp., 94 F. Supp. 


1 yar 75 0 1a nea le mean Reece nh ea meme me le nh na 
Eastern Wine Corp. v. Winslow-Warren, Ltd., 137 
BO en aia ha wae cic ahs lanole mi mtwreniotesinaseybmiim ae ats 
Elgin National Watch Co. v: [limos Watch Case Co., 
MRA GICO eee 
Fawcett Publications v. Bronze Publications, 173 
F. 2d 778 ! 
F.TC.v. Gratz, 253 U.S. 421 
F. T. C. v. Klesner, 280 U. 8. 19 
F.T. C. v. Raladam Co., 283 U.S. 643 
F.T.C.v. Raymond Bros.-Clark Co., 263 U.S. 565... 
F.T.C.v. Royal Milling Co., 288 U.S. 212 
Goodyear’s Rubber Mfg. Co. v. Goodyear Rubber 
Co., 128 U. S. 598...- 
Hart Schaffner & Marx 
F. 2d 558......-. 
Haller Baking Co. v. 
Hiram Walker & Sons v. 
836 
Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 
PR SEG ciclerateintete oecenimcereimeti 
In the Matter of Radio Enterprises, 7 F.C.C. 169.... 





INDEX 


In the Matter of Wright, 3S. E. C. 190 

Kitty Kelly Shoe Corp. v. Stallings, 84 F. Supp. 816 

Kellogg Co. v. National Biscuit Co., 305 U.S.111.... 

Life Savers Corp. v. Curtiss Candy Co., 182 F. 2d 4 

Magazine Publishers v. Ziff-Davis Pub. Co., 147 F. 2d 
182 

McG 
ates, 73 U.S. App. D. 

Nebraska Consolidated 
Co., 198 F. 24.36. .......--------- 2°77: 

N. K. Fairbank Co. v. R. W. Bell Mfg. Co., 77 Fed. 869 

N. L. RB. B.v. Bell Oil & Gas Co., 98 ¥. 2d 406 

Palmer v. Gulf Pub. Co., 79 F. Supp. 731 

Pennzoil Co. v. Crown Central Petroleum Corp., 50 
F. Supp. 891........--+--> 

Pure Oil Co. v. The Pep Boys-Manny, Moe & Jack, 
76 U.S. App. D. C. 19, 128 F. 2d 34 

S. Augustein & Co. v. Austem Classics, 87 N. Y. S. 2d 
619 

Sazlehner v. Wagner, 216 U.S. 375 

¥. C. Johnson & Son v. Johnson, 28 F. Supp. 744... 

Skinner Mfg. Co. v. General Foods Sales Co., 52 
F. Supp. 482.......-..----- 

Steem-Electric Corp. v. H erzfeld-Phillipson Co., 118 
FRI gee leptons obie ne hetminde pes peeseteenie 

Sterling Products Corp. Vv. Sterling Products, 45 
F. Supp. 960.......-.---2 seer eres 

Swarthmore Classics v. Swarthmore Jumior, 81 
F. Supp. 917 

Thierfeld v. Ce 


SratuTes AND REGULATIONS CITED 


Civil Aeronautics Act of 1938, 52 Stat. 977, as 
Amended, 49 U.S.C. § 4401, et seq.: 


Sec. 
Sec. 
Sec. 
Sec. 

















vi INDEX 
Federal Trade Commission Act, 38 Stat. 717, as 
Amended, 15 U.S.C. § 1051, e¢ seq.: 


Seeoe ns ae 
Trade-Mark Act of 1946, 60 Stat. 427, 15 U.S.C. 
§ 1051, et seq 
Administrative 
Amended, 5 U.S.C. $1001, e¢ seq.: 


ConcressionaL DesaTes CITED 


83 Cong. Rec. 8843 
83 Cong. Rec. 6727 
83 Cong. Rec. 6507 
83 Cong. Rec. 6431 
83 Cong. Rec. 6405-6406 
83 Cong. Ree. 551. : 


CoNGRESSIONAL RESOLUTIONS AND REPORTS 


ConGREsSIONAL HEARINGS 


Hearings on S. 3659 
Hearings on S. 3760 
Hearings on S. 2 
Hearings on H. R. 9738 





United States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


Case No. 12041 





NORTH AMERICAN AIRLINES, INC., 
Petitioner, 
v. 
CIVIL AERONAUTICS BOARD, 
Respondent. 


AMERICAN AIRLINES, INC., 
Intervenor — 


BRIEF FOR PETITIONER 


On Petition to Review Order of the Civil Aeronautics 
Board 


Jurisdictional Statement 


Petitioner is before this Honorable Court upon a peti- 
tion for review, in which petitioner urges this Court to 
review and set aside an order of respondent. te 

Petitioner is an air carrier within the meaning of Sec- 
tion 1 of the Civil Aeronautics Act of 1938 (hereinafter re- 
ferred to as ‘‘the Act’’) 52 Stat. 977, as Amended, 49 U.S.C. 
$401, performing air transportation as a large irregular 
air carrier under of a letter of registration issued pursuant 
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to Part 291 of respondent’s economic regulations. Respond- 
ent by its Order Serial No. E-7107, adopted on January 28, 
1953, ordered that an investigation be instituted to determine 
whether petitioner has been and is violating Section 411 of 
the Act, 52 Stat. 1003, as Amended, 49 U.S.C. § 491, through 
its use of its present legal corporate name and the deriva- 
tives of that name. After a public hearing and an initial 
decision of the Examiner, Tr. 799-816, respondent issued 
the controverted final opinion and order, Order No. E-7870, 
Tr. 1036-1104. 

This Honorable Court has jurisdiction pursuant to Sec- 
tion 1006 of the Act, 52 Stat. 1024, as Amended, 49 U.S.C. 
§ 646, and Section 10 of the Administrative Procedure Act, 
60 Stat. 243, 5 U.S.C. § 1009. 


Statement of the Case 


Petitioner was originally incorporated as Twentieth Cen- 
tury Airlines, Inc., on May 4, 1946, in the State of North 
Carolina, and holds a letter of registration as a large irreg- 


ular air carrier, issued in that name by respondent. Tr. 662. 
Since April 21, 1951, petitioner has engaged in air trans- 
portation under the trade names of North American Air- 
lines, and North American, and on March 3, 1952, by an 
amendment to its certificate of incorporation, petitioner 
changed its name to North American Airlines, Inc. Tr. 662. 
By a letter dated March 11, 1952, addressed to respondent, 
petitioner advised respondent of the change of its corporate 
name and suggested a reissue of its letter of registration 
in the new name. Tr. 664. Subsequently, on August 19, 
1952, respondent adopted Regulation Serial No. ER-178, 
peing Amendment No. 7 to Part 291 of respondent’s 
economic regulations under which it is made an express 
condition upon the operating authority granted to each 
larger irregular carrier that, unless othewise authorized 
by respondent, on or after November 15, 1952, such car- 
rier shall hold out to the public and perform air transpor- 
tation services only in the name appearing in its letter of 
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registration. Tr. 1173-1179. The foreword statement pre- 
ceding the new regulation states that where good will has 
been established in the particular name, respondent will 
deny permission to use that name only where, after notice. 
and an opportunity for a hearing, there may be a violation 
of Section 411 of the Act, supra. On October 6, 1952, peti- 
tioner, in accordance with the requirements of the new regu- 
lation, applied to respondent for authorization to conduct 
its operations under its corporate name. Tr. 1-4. ; 

By its Order Serial No. E-7107, adopted on January 28, 
1953, after reiterating in its foreword statement that 
where good will is established in a particular name, respond- 
ent will deny permission to use that name only where a viola- 
tion of said section of the Act may be involved, respondent 
instituted an investigation, assigned Civil Aeronautics 
Board Docket No. 5928, to determine whether petitioner, 
in using its corporation name, and the derivatives of that 
name in air transportation, has been and is violating Sec- 
tion 411 of the Act, supra. Tyr, 81-83. The said order 
consolidated for hearing together with the investigation 
proceeding, petitioner’s application, Civil Aeronautics 
Board Docket No. 5774. Tr. 83. By Board Order No. B-7174 
on February 19, 1953, intervenor, claiming service name 
infringement and unfair competition, was granted leave to 
intervene in the above entitled proceeding. Tr. 110. In- 
tervenor and predecessor company, American Airways, 
Inc., have been continuously engaged in air transportation 
since 1930. Tr. 662. Petitioner and intervenor are in com- 
petition in air transportation. Tr. 662. 


Statutes Involved 
Section 411 of the Civil Aeronautics Act of 1938: 


<The Board may, upon its own initiative or upon 
complaint by any air carrier, foreign air carrier, Or 
ticket agent, if it considers that such action by it would 
be in the interest of the public, investigate and deter- 
mine whether any air carrier, foreign air carrier, Or 
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ticket agent has been or is engaged in unfair or decep- 
tive practices or unfair methods of competition in air 
transportation or the sale thereof. If the Board shall 
find, after notice and hearing, that such air carrier, for- 
eign air carrier, or ticket agent is engaged in such unfair 
or deceptive practices or unfair methods of competition, 
it shall order such air carrier, foreign air carrier, or 
ticket agent to cease and desist from such practices or 
methods of competition.”’ 


52 Stat. 1003, as Amended, 49 U.S.C. § 491. 


Statement of Points 


I—THE FINDINGS CONTAINED IN THE RESPONDENT'S 
' OPINION AND ORDER E-7870 DO NOT ESTABLISH A 
SECONDARY MEANING CONNOTING INTERVENOR IN 
THE WORDS “AMERICAN” OR “AMERICAN AIRLINES.” 


II—RESPONDENT HAS MADE NO FINDING THAT PETI- 

| TIONER’S USE OF THE NAME “NORTH AMERICAN AIR- 

LINES, INC.,” OR OF THE WORD “AMERICAN” IN ITS 
NAME WAS FRAUDULENT. 


III—THE FINDINGS SET FORTH IN RESPONDENT’S OPINION 
AND ORDER E-7870, HEREINAFTER ENUMERATED IN 
SUBSTANCE, ARE NOT SUPPORTED BY SUBSTANTIAL 
EVIDENCE: 


(2) THE EVIDENCE DOES NOT SUPPORT THE RE- 
SPONDENT’S FINDING THAT INTERVENOR HAD 
ACQUIRED A SECONDARY MEANING IN THE WORD 
“AMERICAN.” 


THE EVIDENCE DOES NOT SUPPORT A FINDING 
THAT THERE IS A CONFUSING SIMILARITY BE- 
TWEEN PETITIONER’S NAME AND THE CORPORATE 
NAME OF INTERVENOR, OR THAT CONFUSION IN 
THE PUBLIC MIND HAS EXISTED, IS EXISTING AND 
IS LIKELY TO CONTINUE. 


THE EVIDENCE DOES NOT SUPPORT A FINDING 
THAT PETITIONER’S USE OF A NAME CONTAINING 
THE WORD “AMERICAN” WAS FRAUDULENT (AS- 
SUMING THAT THE BOARD MADE SUCH A FIND- 
ING). 


Summary of Argument 


Respondent has found that petitioner, through the use of 
its corporate name and the derivatives of that name in air 
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transportation, has created a confusing similarity. between 
its name and intervenor’s name, thereby causing public 
confusion. There was no evidence produced for the pur- 
pose of proving that petitioner, through the design and text 
of its advertising, was creating a confusing similarity. 
Neither was there evidence that petitioner was fraudulently 
passing itself off. The only basis upon which respondent 
could arrive at its said conclusion was the fact that the 
names of both the petitioner and the intervenor have the 
word ‘‘American’’ in them. : 

In order to support a finding that petitioner through the 
use of its corporate name and the derivatives of that name 
in air transportation had created a confusing similarity 
between its name and the name of intervenor, thus causing 
confusion in the mind of the public, respondent had to prove 
either that intervenor had acquired a secondary meaning 
in the word ‘‘American,’’ and that petitioner created con- 
fusion in the mind of the public through its use of its cor- 
porate name and the derivatives of that name, or that peti- 
tioner was fraudulently passing itself off as intervenor. 

In order to prove that intervenor had a secondary mean- 
ing in the word ‘‘American’’ it must be proved that inter- 
venor was the prior and first user of that word, and that 
intervenor had been using ‘‘American’’ continuously and 
exclusively for the entire period during which intervenor 
was acquiring a secondary meaning. These facts were not 
proven. Since no secondary meaning was established, a 
fraudulent passing off by petitioner of its name in air trans- 
portation had to be proved. 

Respondent has an ambiguous paragraph in its Opinion, 
Tr. 1046-1047, from which petitioner is unable to determine 
whether respondent intended to find that petitioner had 
fraudulently attempted to pass itself off. However, there 
was no evidence introduced to prove that petitioner had 
fraudulently attempted to pass itself off as interve 
This fact was made clear by both the Examiner, Te 
and the compliance attorney. Tr. 718. 
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he evidence does not support a finding that a secondary 
meaning had been established in the word ‘¢ American,’’ 
that substantial confusion exists or is likely to exist in the 
mind of the public, or that petitioner had fraudulently used 
its name in air transportation. Therefore, respondent’s 
Opinion and Order No. B-7870, Tr. 1036-1070, is unlawful 
and should be set aside. . 


Argument 


I. THE FINDINGS CONTAINED IN THE RESPONDENT’S OPIN- 
ION AND ORDER E-7870 DO NOT ESTABLISH A SECONDARY 
MEANING CONNOTING INTERVENOR IN THE WORDS “AMERI- 
CAN” OR “AMERICAN AIRLINES.” 


Although intervenor registered its use of the words 
<< American Airlines’’ under the Lanham Act, 60 Stat. 427, 
15 U.S.C. $1051 ef seq., in 1948, approved in 1949, as de- 
picted and displayed on the Register, Tr. 562-563, this regis- 
tration does no more than provide certain procedural bene- 
fits; it does not enlarge the registrants’ substantive rights 


in the mark. Kellogg Co. v. N ational Biscuit Co., 305 U. S. 
111 (1938); Best & Co. v. Miller, 167 F. 2d 374 (2d Cir. 
1948), cert. denied, 335 U. S. 818 (1948) ; Kitty Kelly Shoe 
Corp. v. Stallings, 84 F. Supp. 816 (E. D. Mich., 1949). 
Neither does registration of ‘‘ American Airlines’’ confer 
upon intervenor an exclusive right in air transportation to 
the component words of the service mark so registered. 
Fawcett Publications v. Bronze Publications, 173 F. 2d 778 
(5th Cir. 1949), rehearing denied, 174 F. 2d 646 (5th Cir. 
1949), cert. denied, 338 U. S. 869 (1949); Pure Oil Co. v. 
The Pep Boys-Manny, Moe & Jack, 76 U. S. App. D. C. 19, 
128 F. 2d 34 (U.S. App. D. C., 1942) ; Palmer v. Gulf Pub. 
Co., 79 F. Supp. 731 (S. D. Calif., 1948). It should be 
pointed out, too, that there can be no secondary meaning 
in the word ‘‘airlines’’ which is merely descriptive of the 
type of service performed comparable to ‘‘railroad’’ or 
“Steamship”? company. The entire case must turn on the 
word ‘‘ American” as against the words ‘‘North American.”’ 
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The impossibility of acquiring any protected right in the 
word ‘‘airline’’ is specifically recognized in Intervenor ’s 
Lanham Act Registration, Tr. 562-563, in which it is stated, 
‘applicant makes no claim in the registration of the word 
‘Airlines’ apart from the mark shown . . 2? Tr. 563. 
The law is clear that before intervenor can acquire any 
right to protection in a geographic name, such as <¢ Ameri- 
ean,’’ it must have acquired a secondary meaning in the 
geographical term, Elgin National Watch Co. v. Illinois 
Watch Case Co., 179 U. S. 665 (1901) ; California Apparel 
Creators v. Wieder of California, 162 F. 2d 893 (2d Cir. 
1947), cert. denied, 332 U. S. 816 (1947) ; Hart Schaffner & 
Marx v. Empire Mfg. Co., 197 F. 2d 558 (C. C. P. A. 1952), 
which term or word identifies the claimant in the mind of 
the purchasing public in the particular market in which 
itis used. Kellogg Co. v. National Biscuit Co. supra; N. K. 
Fairbank Co. v. R. W. Bell Mfg. Co., 77 Fed. 869 (2d Cir. 
1896). 
Intervenor in order to establish that it has acquired 
a secondary meaning in the particular mark must prove 
that it has had a prior, Actiengesellschaft Vereinigte Ultra- 
marine Fabriken, Vormals Leverkus, Zeltner & Consorten 
in Nurnberg v. Amberg, 102 Fed. 551 (C. C. D. N. J. 1900), 
exclusive, McGraw-Hill Pub. Co. v. American Aviation As- 
sociates, Inc., 73 U. S. App. D. C. 181, 117 F. 2d 293 (U.S. 
App. D. C. 1940) ; Actiengesellschaft Vereimigte Ultrama- 
rine Fabriken, Vormals Leverkus, Zeltner & Consorten im 
Nurnberg v. Amberg, supra; Sterling Products Corp. V. 
Sterling Products, supra; Thierfeld v. Cerreta, 174 Misc. 
590, 21 N. Y. S. 2d 837 (1940), aff’d, 263 N. Y. App. Div. 
704, 31 N.Y.S. 2d 664 (1941). Crowell Pub. Co. v. Itahan 
Monthly Co., 28 F. 2d 613, 614 (9th Cir. 1928), and con- 
tinuous use of the mark for the full period during which the 
secondary meaning is being established. Actiengesellschaft 
Vereinigte Ultramarme Fabriken, Vormals Leverkus, Zelt- 
ner & Consorten in Nurnberg v. Amberg, supra. Experi- 
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mental use of the term for that period is not sufficient. 
Actiengesellschaft Vereinigte Ultramarine Fabriken, Vor- 
mals Leverkus, Zeltner & Consorten in Nurnberg v. Amberg, 
supra. ‘‘Prior use’? has been defined to mean that the 
intervenor must have been the first user of the controversial 
word. Columbia Mill Co. v. Alcorn, 150 U. S. 460 (1893). 

The reason for requiring prior or first use, and exclusive 
and ‘continuous use of the term during the period that a 
secondary meaning is being established is clear. Whether 
a secondary meaning exists is primarily a question of the 
state of mind of an unknown individual—the prospective 
purchaser in the particular market. For a number of wit- 
nesses to testify that in their minds they identify claimant 
by a certain word and for an equal number of opposing 
witnesses, purporting to be purchasers in the particular 
market, to testify to the contrary, would of course establish 
nothing. Therefore, of necessity the courts have been com- 
pelled to establish a fairly arbitrary rule under which 
prior continuous and exclusive use must be established. ° 

Respondent could not and did not find that intervenor 
had ' either prior, exclusive and continuous use of ‘* Amer- 
ican’? as a form of identification in air transportation dur- 
ing the period when intervenor contends it was establishing 
a secondary meaning in that word. 


Il. RESPONDENT HAS MADE NO FINDING THAT PETI- 
TIONER’S USE OF THE NAME “NORTH AMERICAN AIRLINES, 
INC.” OR OF THE WORD “AMERICAN” IN ITS NAME WAS 
FRAUDULENT. 

Respondent has a very ambiguous paragraph in its 
opinion. Tr. 1046-1047. Petitioner is unable to determine 
whether respondent intended to find that petitioner was 
fraudulently passing itself off as intervenor. This para- 
graph states that intervenor was performing air transporta- 


* That respondent had no legal authority for finding that a secondary 
meaning had been acquired in “American” before petitioner adopted 
“North American” is made clear by the dissenting opinion, Tr. 1056-1057. 





9 


tion at the time petitioner changed its name. Respondent 
next concludes that the names are confusingly similar. 
On the basis of this conclusion, in fact not supported by the 
evidence, respondent states that petitioner must be presumed. 
to have intended the reasonably foreseeable consequences 
of its acts. Petitioner, respondent concludes, is therefore, 
knowingly using a confusingly similar name. Petitioner’s 
name is in fact distinctive, and there is no evidence in this 
record to support a contrary view. Even assuming, how- 
ever, that the names were confusing, fraud cannot be es- 
tablished by simply impunging knowledge with no evidence 
to support it. That there is no evidence of said fraud is 
borne out by the fact that neither the examiner nor the com- 
pliance attorney could find that petitioner was SRS 0 
attempting to pass itself off as intervenor. Tr. 718, oS. 


III. THE FINDINGS SET FORTH IN RESPONDENT’S OPINION 
AND ORDER E-7870, HEREINAFTER ENUMERATED IN SUB- 
STANCE, ARE NOT SUPPORTED BY SUBSTANTIAL EVIDENCE: 


(a) The Evidence Does Not Support the Board’s Finding That Inter- 
venor Had Acquired A Secondary Meaning in the Word “American.” 

In 1927, three years before intervenor’s predecessor, 
American Airways, Inc. was organized, Pan American Air- 
ways, Inc. commenced airline operations under its corporate 
name. In 1941 All American Airways, Inc. commenced op- 
erating throughout a substantial section of the United 
States. Tr. 1165-1170. Since 1930 intervenor has operated 
under its corporate name, American Airlines, Inc. or that 
of its predecessor, American Airways, Inc. Tr. 662. Before 
1949 or 1950 intervenor commenced experimenting with 
various single words in identifying its service to the public. 
It advertised extensively the words ‘¢Mercury”’ and ‘‘Flag- 
ship’? and shortly thereafter concluded that it would use 
the word ‘‘American’”’ for advertising and public informa- 
tion purposes. Tr. 141, 143-144. Although intervenor had 
on occasion previously used the word ‘‘American’’ alone, 
only since 1950 has intervenor, according to testimony 














10 


of its vice president and general sales manager, continu- 
ously used the word ‘‘American”’ alone in its advertising. 
Tr. 139-144. 

Intervenor failed to prove that it had acquired a second- 
ary meaning in the word ‘‘American,’’ since to establish 
that it had acquired a secondary meaning in ‘‘American”’ 
it would have to appear from all of the evidence that in- 
tervenor was the first or prior user of the word, Actienge- 
sellschaft Vereinigte Ultramarine Fabriken, Vormals Lever- 
kus, Zeltner & Consorten in Nurnberg v. Amberg, supra, 
and that it had used the word exclusively, McGraw-Hill 
Pub. Co. v. American Aviation Associates, Inc., supra; 
Actiengesellschaft Vereinigte Ultramarme Fabriken, Vor- 
mals Leverkus, Zeltner & Consorten in Nurnberg v. Am- 
berg, supra; Sterling Products Corp. v. Sterling Products, 
supra; Thierfeld v. Cerreta, supra, and continuously for 
the period that a secondary meaning was being established 
in that term. Actiengesellschaft Vereinigte Ultramarine 
Fabriken, Vormals Leverkus, Zeltner & Consorten in Nurn- 
berg v. Amberg, supra. 

Respondent seems to indicate in its Opinion, Tr. 1046, 
that it feels that the public distinguishes in its mind be- 
tween domestic air transportation and international or 
overseas transportation and therefore the fact that Pan 
American World Airways, Inc., has been using ‘‘Amer- 
ican’ in its trade name prior to and concurrently with in- 
tervenor is of no consequence. There is no proof that the 
public, even the purchasing public, draws such a subtle 
distinction in air transportation. All of the evidence in- 
troduced clearly indicates that intervenor has never at- 
tempted to create this distinction in the minds of the pub- 
lic. The Official Airline Guide map of intervenor’s system, 
Tr! 1155, clearly depicts intervenor as an international 
carrier, serving such points as Mexico City and Monterrey, 
Mexico, as well as Toronto, Canada. In addition, inter- 
venor is a participant in a universal air travel plan, which 
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has been in existence for about eighteen years. As a part 
of the plan cards are issued, one of them being an ‘‘Interna- 
tional’? card which may be used for air travel on a credit 
basis. Tr. 154-155, 162-164. The Board’s order, of course, 
is not limited to domestic air transportation. Petitioner 
is prohibited from using its name in all air transportation. 

During the course of Mr. Speers’ testimony certain sur- 
veys were mentioned which purportedly prove that the 
word ‘‘American’’ clearly identifies intervenor. Tr. 141- 
142, 150, 164-165. Neither are the actual surveys exhibited 
nor is the method or circumstances under which they were 
conducted disclosed so that they could be examined to find 
out if these surveys could be a reliable basis for such a con- 
clusion. The only statement which discloses the nature 
of the surveys was: 

« _ . one of the checks I referred to in which we 
asked people after looking at the ad with the American 
signature on it to identify it, was designed just to do 
that, to see whether they were confused in their minds 
as between all airlines or whether they could identify 
one, and we had that clearly in mind. The response 
sndicated that the public today is pretty clear in 
‘ts mind of the individual air carriers.’? (Emphasis 
added). Tr. 165. 

From this statement it seems that an agent of intervenor 
would descend upon the public with samples of its adver- 
tising and immediately after the individual studied the ad- 
vertising ask whether this advertising identified intervenor. 
The inference from the statement by Mr. Speers as to the 
nature of the survey is clear—that it was conducted in a 
biased unobjective manner, with the question asked by the 
agent of intervenor, expounded in a leading manner, thus 
indicating the desired answer. 

The survey, on the face of the above statement, is infirm 
for other reasons. Because of the transient nature of the 
purchasing public of air transportation, the question which 
the intervenor’s agent expounds is evidently asked immedi- 
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ately after the members of the public studied the intervenor’s 
advertising. It is obviously fallacious to assume that by 
such a study the conclusion could be drawn that the eae 
chasing public identifies intervenor by ‘‘ American.’ 

When considering whether an airline has established a 
secondary meaning in a word or term, the question is not 
whether a member of the public after immediate contact 
with the advertising of that airline can identify the claim- 
ant airline by the disputed word or term, which contact is 
unencumbered by the advertising of other airlines during 
the period that the survey is being conducted. The real 
question is whether the purchasing public of air transporta- 
tion has established a mental impression that is sufficiently 
vivid to enable it to discern and discriminate between 
intervenor by its use of the word ‘‘American’’ from the 
other airlines under ordinary circumstances where such 
members of the public would naturally be under the influence 
of the advertising of other airlines in a competitive market. 
Avrick v. Rockmont Envelope Co., 155 F. 2d 568 (10th Cir. 
1946). On this basis, the conclusion reached based on the 
one! semi-disclosed survey is highly unreliable. Since this 
one survey is so inadequate, it is only fair to assume that 
all the other surveys made by intervenor, such as those 
announced on pages 141 and 142 of the certified transcript, 
are likewise inadequate. Even with respect to the survey 
about which Mr. Speers testified, he could only state that the 
public today is only ‘‘pretty clear’’ in its mind as to airline 
identity. Tr. 169. 

Mr. Speers ‘ota ed ps % certain letters received by in- 
tervenor. Tr. 145, A — These are in part form letters 
prepared by intervenor. The portion: ‘‘Dear Mr. C. R. 
Smith: I am flying with American,’’? appearing in the 
letters on pages 557 and 560 of the transcript was thus 
written not by the person sending the letter but by inter- 
venor. Tr. 166, 557,560 (AA Form T15 J). Such a letter 
so prepared by intervenor obviously does not present a true 
basis upon which one can reasonably conclude that the pur- 
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chasing public of air transportation. identifies intervenor 
by the word ‘‘American,’’ since intervenor in the form 
of the printed letter conditions the individual filling in the 
rest of the letter to use ‘‘American’’ by not only actually 
placing that word in the printed portion, but also at the end 
of a sentence at the top of a comparatively blank page, a 
position where it will create its greatest impact upon the 
individual filling in the body of the letter. As to the other 
letters reproduced, Tr. 554-556, 558-559, on their face they 
indicate that they were answers to letters of intervenor 
which solicited a response. Since copies of intervenor’s 
letters which engender these replies were not produced in 
this proceeding, the only logical inference that can be drawn 
is that those letters, as the form letters demonstrate, were 
so prepared as to stimulate the use of the word ‘‘ American”’ 
in an immediate reply. Such letters by a few members of 
the purchasing public do not realistically tend to establish 
that intervenor is identified by ‘‘American”’ by the pur- 
chasing public of air transportation as a whole. This con- 
clusion grows stronger when it is taken into consideration 
that there was not one letter produced by intervenor in 
which a member of the purchasing public of air transpor- 
tation spontaneously wrote to intervenor and in that un- 
sought letter used << American”’ alone to identify intervenor. 
In fact, the only letters by a member of the purchasing pub- 
lie produced in this proceeding which were not solicited by 
intervenor were those of a Mr. Robert Mack Light. Tr. 
566, 568, 569. In those letters intervenor is not once re- 
ferred to as ‘‘American.”’ 

In respondent’s Opinion, it seems to indicate that it bases 
its finding that intervenor has acquired a secondary mean- 
ing in the word << American’’ to a great degree on the fact 
that intervenor has advertised extensively. Tr. 1045, 1049. 
But mere proof of extensive advertising of a word or term 
by which intervenor seeks to become identified in the public 
mind does not conclusively establish that a secondary mean- 
ing has been acquired. Kellogg Co. v. National Biscuit Co., 
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supra; Du Pont Cellophane Co. v. Waxed Products Co., 85 
F. 2d 75 (2d Cir. 1936), cert. denied, 299 U. S. 601 (1938), 
304 U. S. 575 (1938). The reason for not permitting ex- 
tensive advertising alone to create a secondary meaning 
is obvious. To allow one to acquire secondary meaning in 
a word or term already in use by others simply because he 
has the financial ability to conduct such an advertising 
campaign would indeed be inequitable, for it would mean 
that a small competitor who through conscientious effort 
and prior, exclusive, and continuous use of the word or 
term involved had established himself in the minds of his 
purchasing public under a particular term could actually 
be deprived of the benefits to be acquired from that name by 
a wealthier competitor who had the financial means for 
extensively advertising that word or term. This would 
indeed be unfair coropetition. 

Apparently the only other basis for respondent’s finding 
that intervenor had acquired a secondary meaning in 
<¢ American’’ was the mere fact that certain news items used 
that term. Tr. 550-553, 1045, 1049. This fact in itself 
proves nothing. It is obvious to anyone who reads a news- 
paper, that newspapers—apparently in the interest of con- 
serving space—tend to shorten names when headlining an 
article. It is also true, without exception, in every news- 
paper article reproduced, Tr. 550-553, that intervenor 
was identified in the first paragraph by either ‘¢ American 
Airlines, Inc.”’ or ‘‘ American Airlines.’’ In the longer 
articles, generally speaking, ‘¢American Airlines’’ was 
liberally dispersed throughout the article. Not one of the 
articles used solely the word ‘¢ American’’ to identify in- 
tervenor. 

The mere fact that intervenor establishes that it has reg- 
istered ‘‘American Airlines,’’ under the Trademark Act 
of 1946, 15 U. S. C. § 1091, et seq., Tr. 562-563, does not 
give intervenor any exclusive right in air transportation to 
any of the component words of the service mark so regis- 
tered. That point is clear. Fawcett Publications v. Bronze 





15 


Publications, swpra; Pure Oil Co. v. The Pep Boys-Mamny, 
Moe & Jack, supra; Palmer v. Gulf Pub. Co., supra. Nor 
does such a registration prevent air carriers other than 
intervenor from using the same words registered as a 
dominant part of their trade name provided that the words 
are displayed by the other carriers in a distinctive manner. 
Pure Oil Co. v. The Pep Boys-Mamny, Moe & Jack, supra; 
see McGraw-Hill Pub. Co. v. American Aviation Assocuates, 
Inc., supra. Therefore, intervenor by registering <¢ Ameri- 
ean Airlines,’’ on the Principal Register does not acquire @ 
secondary meaning in <¢ American.”’ 

The only other evidence produced by intervenor to estab- 
lish that it had aequired a secondary meaning in the word 
<< American’? was the testimony n official and employee 
of intervenor. Tr. 141-144, 146, ie. It is, of course, quite 
natural for officials and employees of intervenor to asso- 
ciate the company by which they are employed with the 
disputed term. Steem-Electric Corp. V- Herzfeld-Phillap- 
son Co., 118 F. 2d 122 (7th Cir. 1940). This opinion testi- 
mony does not, even prima facte, satisfy the burden of proof 
required to establish that a secondary meaning has been 
acquired in ‘‘ American.’? Hiram Walker & Sons v. Penn- 
Maryland, 79 F. 2d 836 (2d Cir. 1935). 

The legal requirements and the facts are such that inter- 
venor cannot successfully contend that it has established a 
secondary meaning in <¢ American.”’ 

(b) The Evidence Does Not Support a Finding That There Is a Con- 
fusing Similarity Between Petitioners Name and the Corporate Name 


of Intervenor, or That Confusion in the Public Mind Has Existed, Is 
Existing and Is Likely to Continue. 


In deciding whether a confusing similarity exists be- 
tween the names of intervenor and petitioner, or between 
the word ‘‘American’’ and the words ‘‘North American”’ 
+t is not entirely sufficient to look at the names of inter- 
venor and petitioner as if in a vacuum unencumbered by 
any circumstances other than their own individual existence. 
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All of the surrounding words, the particular market, the 
habits of the prospective purchasers in that market, and the 
other circumstances existing when the names of the air 
carriers are displayed in advertising must be taken into 
consideration in forming a decision as to whether petitioner 
violated Section 411 of the Act, supra. Kellogg Co. v. Na- 
tional Biscuit Co., supra; Best & Co. v. Miller, supra; 
Magazine Publishers v. Ziff-Davis Pub. Co., 147 F. 2d 182 
(2d Cir. 1945) ; Pure Oil Co. v. The Pep Boys-Manny, Moe 
& Jack, supra; McGraw-Hill Pub. Co. v. American Avia- 
tion Associates, Inc., supra; Haller Baking Co. v. Ward 
Baking Co., 295 Fed. 681 (3d Cir. 1924); N. K. Fairbank 
Co. v. R. W. Bell Mfg. Co., supra; Palmer v. Gulf Pub. Co., 
supra; Crowell Pub. Co. v. Italian Monthly Co., supra. 
However, respondent apparently did not consider tke cir- 
cumstances in which the names were used or the conditions 
prevailing in the air transportation market. That there is 
a confusing similarity between names of petitioner and 
intervenor was apparently assumed. This point is made 
clear by respondent’s statement: ‘‘That there is in fact a 
similarity between the names of [petitioner] and intervenor 
is obvious .. .”? Tr. 1042. There is of course a similarity 
in the sense that two of the words in intervenor’s name 
are also in petitioner’s name. But this alone is of no sig- 
nificance. Practically every air carrier has the word ‘‘ Air- 
lines’’ in its name, and to this extent the names of all air 
carriers are ‘‘similar’’. The question is really whether 
‘North American”’ is ‘‘similar’’ to ‘‘ American”’ and here 
again there is obviously some similarity in that ‘“‘Amer- 
ican’’ is used in both. There would be the same similarity 
between any name containing the word ‘‘American’’ and 
the word ‘‘American’’ used alone. ‘‘Great American,’’ 
‘© Ay] American,’? ‘‘Pan American,’’ ‘‘South American,”’ 
or ‘any combination containing the word ‘‘American”’ 
would be equally ‘‘similar.”” The instant question is not 
whether the word ‘“‘American’’ is ‘‘similar’’ to the words 
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‘‘North American,’? but whether they are confusingly 
similar to the public. It is clear and undisputed that peti- 
tioner has not created a confusing similarity between in- 
tervenor and petitioner in the air transportation market 
through its advertising. It was proven that prospective 
purchasers of air transportation—a service which at its 
lowest is expensive—are discriminating. Tr. 458. Mr. 
Speers, vice president of and witness for intervenor, did 
not know of any advertising by petitioner which because 
of its color, format and the type of advertising, was confus- 
ing. Tr. 157-160. The only advertising felt by witness to 
be confusing was the advertisement appearing at Tr. 660, 
Tr. 157-160, 660. This advertisement was not petitioner’s. 
Petitioner, according to the stipulated and undisputed facts, 
did not adopt the name ‘‘North American”’ until on or 
about April 21, 1951, but the advertisement appearing at 
Tr. 660 was circulated in February, 1951, Tr. 374-375, 662, 
by another company, all evidence with respect to which was 
excluded by the Examiner. Tr. 376. Mr. Burg, a witness 
and employee of intervenor, testified that he could notice no 
subordination of ‘‘North”’ in petitioner’s radio spots. Tr. 
172, 194-195. Petitioner’s television spots are, of course, 
distinctive. Exhibit NAA-1, although a part of the record, 
was not made a part of the record certified to this Court 
since the television spots are presently in use. This ex- 
hibit is, however, available upon request. The sole reason 
for intervenor’s contention that petitioner is violating Sec- 
tion 411 of the Act, supra, is because the words ‘‘ American”’ 
and ‘‘American Airlines’? appear in petitioner’s name, Tr. 
158, 201, and that no combination of equally dominant words 
would prevent confusion, except possibly a very long name 
which uses many words. Tr. 148. 

Since it is undisputed that petitioner’s advertising is 
distinctive in format, the only factor, as already indicated, 
upon which respondent could have relied in concluding 
that there was confusing similarity between the names of 
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petitioner and intervenor was that both petitioner and in- 
tervenor have a word in their service marks which is com- 
mon to each. In order to determine whether such confusion 
was shown, it is necessary to review the evidence on this 
point. All of respondent’s findings and conclusions in this 
proceeding are based only upon evidence given by persons 
appearing as witnesses and available for cross-examination. 
Tr. 1039, and III of the stipulation entered into and ap- 
proved by this Honorable Court. Therefore, only that 
evidence will be considered in this Brief. No evidence of 
any kind was introduced by respondent. All evidence pur- 
porting to establish confusion was given by intervenor’s 
employees. 


Miss Newkirk was an assistant ticket office manager in 
charge of intervenor’s Burbank airport ticket counter for 
approximately three years. Tr. 233. Intervenor’s ticket 
counter was in the center of the terminal building facing 
the entrance during the period of time that Miss Newkirk 


was employed there. Tr. 234-235. While Miss Newkirk 
was managing this ticket counter she states that persons 
would attempt to check in at the intervenor’s ticket counter 
with petitioner’s tickets in their hands. Tr. 236-237, 573, 
681. However, it is a usual occurrence for persons with 
tickets for transportation on one airline to attempt to 
check in at the ticket counter of another airline when there 
is no similarity in the names of the individual airline. Tr. 
296, 433-434, 480. Therefore, these facts in themselves do 
not indicate confusion in the public mind due to any 
similarity of service names. The location of intervenor’s 
Burbank ticket counter, highly advantageous from a sales 
standpoint, of course invites inquiry. 

Daily morning inquiries concerning the arrival of flights 
into Burbank, other than those of intervenor, Miss Newkirk 
attributes to confusion due to similarity between petition- 
er’s and intervenor’s names, Tr. 239, 573, even though all in- 
dependent airlines, including petitioner, serving the Los 
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Angeles area arrive in Burbank airport in the morning. 
Tr. 250, 420. Therefore, witness’s conclusion, unsupported 
by reliable facts and being a conclusion, is not competent 
and is inadmissible as evidence to prove that confusion 
existed in the minds of the public due to petitioner’s use of 
its name in air transportation. 

Miss Newkirk does not state that petitioner’s name was 
even mentioned by the inquirers. In fact, in her testi- 
mony on these incidents of inquiry, witness more clearly 
suggests the real reason for the inquiries—the easy ac- 
cessibility of intervenor’s ticket counter for such informa- 
tion. Tr. 239. It is a practice of the general public to 
use the facilities of one airline as a source of flight informa- 
tion concerning the flight or service of another airline in 
situations where there could be no question of name simi- 
larity. Tr. 323-324, 340-341, 353, 424, 482-483, 519-520. 
This is particularly true as to intervenor, the largest and 
probably best known of all airlines. Tr. 176, 268. 

The conclusion that the inquirers were confused due to 
assumed name similarity was based on two facts: that in- 
tervenor did not have regular flights at Burbank, Tr. 196, 
218, 239, and that at times an occasional inquirer would 
state a particular flight number which Miss Newkirk ap- 
parently assumed was petitioner’s flight number. Tr. 239. 
Witness presumably reasoned either: since intervenor had 
no flights arriving at Burbank, these individuals could not 
be inquiring about intervenor’s flight, they must be inquir- 
ing about the flight of another airline with the word «¢ Amer- 
ican’? in it, and therefore, they must mean petitioner’s ; 
or, witness would assume that she could identify a par- 
ticular airline by its flight number. The unreliability of 
the latter assumption will be fully appraised during the 
analysis of the testimony by Miss Perry, infra. 

In view of the disposition of the public to ask for informa- 
tion without regard to the name of the air carrier inter- 
rogated, plus the fact that a terminal ticket counter in full 
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view of the terminal entrance will naturally carry the bur- 
den of such inquiries, it seems probable that such inquiries 
by the public are not acts tending to show confusion in 
the mind of the prospective purchaser. Even less would 
they tend to show confusion as to any particular air car- 
riers. The request for baggage may be treated in the 
same manner. Tr. 239. 

On ‘several occasions, Miss Newkirk testified, persons 
have come to intervenor’s Burbank ticket counter with 
Buyers League Script Books stating that the coupons are 
good for a discount on the cost of their transportation. Tr. 
238-239, 573. Witness in her testimony asserts no fact upon 
which’ there could be a reasonable conclusion that there 
exists any confusion in the minds of prospective pur- 
chasers of air transportation due to a confusing similarity 
of petitioner’s and intervenor’s names and this is so even 
in the one instance mentioned by Miss Newkirk where the 
individual asking for a discount on intervenor later as- 
certained that he could receive the service from petitioner. 
Tr. 238, 573. Although intervenor does not, other air car- 
riers, other than petitioner, provide the stated service to 
holders of Buyers League Script Books. Tr. 238, 431-432. 
It is also clear and uncontested that the services provided 
the public by the airlines have few, or at the most, merely 
subtle distinguishing characteristics. Tr. 154. The trade 
practice established by one airline is usually taken over by 
the other airlines. Tr. 154. Therefore, it is obviously quite 
natural for an individual to expect the service he gets from 
one airline to be extended to him by another airline. These 
Buyers League occurrences manifest confusion in the minds 
of prospective purchasers of air transportation because of 
similarity in services offered by air carriers, not confusion 
due to a purported similarity of trade names. 

Misdirected or misaddressed mail Miss Newkirk attests 
to be further incidents of confusion due to supposed name 
similarity. Tr. 240-243. It should be noted that within 
the entire three year period witness was at intervenor’s 
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Burbank ticket counter she handled a total of six to twelve 
misaddressed mail envelopes. Tr. 240. Further, during the 
whole duration of witness’s employment at the Burbank 
ticket counter there was only one instance of intervenor’s 
mail being misdelivered to petitioner which witness could: 
positively recall. Tr. 242-243, 252-253. Direct examination " 
showed that this one misdelivered letter was addressed to 
intervenor with Miss Newkirk’s name beneath its name. 
It was three or four weeks before the letter was delivered 
to intervenor. Tr. 243. It was also brought out on direct 
that petitioner has a chief pilot by the name of Newkirk, 
and that the reason for the delay before the letter was cor- 
rectly delivered was that the letter had been left on chief 
pilot Newkirk’s desk during his absence. Tr. 243. It is 
quite evident that the confusion that existed in this instance 
was due to a similarity in personal names, not trade names. 

Miss Perry, intervenor’s Burbank airport ticket counter 
employee, prepared one affidavit and two reports which were 
submitted as evidence in this proceeding. Tr. 260, 261, 582, 
592, 597. 

Witness made a series of statements in her afidavit, Tr. 
582, and drew a conclusion which is unsubstantiated by 
the facts as stated in that document. It is stated in wit- 
ness’s affidavit that people inquire as to the arrival time of 
intervenor’s flights at Burbank; she ‘‘fmally [has] to direct 
them to’’ petitioner’s ticket counter. Miss Perry declared: 
that airlines have all their flight numbers in a certain hun- 
dred series and that she is familiar with and knows the 
flight number series used by the various air carriers. Tr. 
988-990, Witness testified that when an inquiry is made 
as to a flight in the.one hundred series she would know 
that it is that of another carrier known as North Star. Tr. 
989. Witness further asserted that her reason for direct- 
ing the ‘“passengers”’ to petitioner was because they asked 
for a specific flight in the 200 series and that witness knew 
that petitioner’s flight numbers are in the two hundred 
series. Therefore, all those inquirers as to flights in the 
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two hundred series were referred to North American. Tr. 
288-290, 582. The Official Airline Guide reveals, however, 
that. intervenor and Trans World Airlines have flights 
arriving and departing from the Los Angeles area with 
flight numbers in the one hundred series and these flights 
‘existed during the period that witness was employed by in- 
tervenor at Burbank, and that United Air Lines have 
flights arriving and departing in this same area with flight 
numbers in the two hundred series which were also in exist- 
ence during witness’s employment at Burbank. Tr. 1110- 
1164. Therefore, in this instance, Miss Perry assumed 
confusion in the minds of inquirers without the slightest 
basis to support such a conclusion. Such conclusions are 
not ‘competent and are clearly inadmissible as evidence to 
prove confusion existed due to petitioner’s use of its name 
in air transportation. 

The third paragraph of witness’s affidavit concerns per- 
sons holding A. F. of L. Buyers League Script Books. Tr. 
582. These people are ‘‘informed’’ by Miss Perry that 
the ‘script book is good on petitioner’s airline. There is 
nothing in the affidavit to show confusion in the minds of 
these prospective purchasers because of similarity in the 
names of applicant and intervenor. There is no fact stated 
which either links the passenger holding the Script Book 
with petitioner, or shows why Miss Perry finally directed 
those passengers to petitioner. Upon cross-examination, 
however, some very important details are revealed which 
are’ omitted in the affidavit pertaining to this particular in- 
cident. Miss Perry testified that the only reason she refers 
the people who come to her counter with the A. F. of L. 
Buyers League Script Books to petitioner is because to her 
knowledge, petitioner is the only air carrier, scheduled or 
non-scheduled, which honors the Script Books. Tr. 292-295, 
582. Subsequent testimony proved, contrary to Miss Perry’s 
belief, that North Star uses the plan and was using it be- 
fore petitioner. Tr. 431-432. 

Witness states in the fourth paragraph of her affidavit 
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that persons come to intervenor’s Burbank ticket counter 
to check in for petitioner’s flight. Tr. 582. In her direct 
testimony concerning that statement the witness states she 
knew that the passengers were petitioner’s because they 
presented her with their North American tickets. Tr. 260- 
261, 582, 681. The witness, on eross-examination, however, 
testified that she has experienced others attempting to check 
in coming to her counter with a ticket of an airline other 
than intervenor or petitioner. Tr. 996. The general testi- 
mony proves that often persons holding a ticket on one 
airline will try to check in for a flight on another airline 
regardless of the earrier’s name. ‘Tr. 296, 433-434, 480. 
There is nothing in this testimony which can be a basis for 
determining that confusion exists due to the use by peti- 
tioner of its name in air transportation. 

Again, in her report, Tr. 597, Miss Perry states no facts 
upon which there could be a reasonable conclusion that 
the inquirer should be referred to petitioner. It was 
brought out during witness’s testimony that the only facts 
upon which witness concluded that the caller was confused 
due to any similarity in the names of intervenor and peti- 
tioner was because she thought petitioner had an office in 
Santa Monica; she knew that intervenor did not have an 
office in Santa Monica; and that to witness’s knowledge 
there is no other air carrier in Santa Monica with the word 
<¢ American”’ in its name, although there are ticket agen- 
cies there which sell tickets for many airlines. Tr. 261- 
962, 281-283. The only other fact that the caller told wit- 
ness was merely that the telephone number had an Exbrook 
exchange. The Exbrook exchange is the exchange for the 
Santa Monica area. The inquirer gave Miss Perry no direct 
indication that because of the similarity in their names she 
was confused between the two air transportation companies. 
Tr, 283-284. Clearly this testimony as to the facts of this 
inquiry does not support a conclusion that confusion exists 
due to the use by petitioner of its name in air transporta- 


tion. 
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On direct testimony, Miss Perry testified that she re- 
ceived inquiries concerning a ‘‘Fly Now—Pay Later”’ plan. 
Even though intervenor did not have such a plan, in- 
quirers claimed that they had read intervenor’s advertise- 
ment of that plan. Witness ‘‘determined’’ that the ad- 
vertisement which the inquirers had read was petitioner’s. 
Tr. 262-264, 679. The persons making the inquiries did 
not at any time tell witness that they had read petitioner’s 
advertisement; they never mentioned the word ‘¢North.”’ 
Tr. 277-278. Miss Perry’s reason for referring members 
of the public to petitioner when they inquire about the ‘*F ly 
Now—Pay Later”’’ plan is because, as far as she knows, that 
company is the only air carrier which has such a plan. Tr. 
976. Therefore, witness, for at least the past year, has 
been felling these people that they had read petitioner’s 
advertisement. Tr. 278-279. Actually, petitioner is not 
the only air carrier which advertises such a plan; all in- 
dependent air carriers have a ‘‘Fly Now—Pay Later’’ plan. 
Tr. 430. 

Miss Perry testified that she has had conversation with 
Mr. McAndrews, an official of petitioner who checks in 
passengers for petitioner’s flights. Witness stated that 
on one occasion on December 3, 1952, Mr. McAndrews made 
the remark that he has had persons coming up to petition- 
er’s ticket counter to purchase tickets and when they men- 
tioned Dallas, Oklahoma City, or Tulsa, he would realize 
that they were intervenor’s passengers. According to Miss 
Perry, Mr. McAndrews stated further that if persons were 
going to Chicago or New York, he would do everything he 
could to “‘steal’’ them. Tr. 265-267. Even assuming that 
this conversation took place, the conversation has no rele- 
vancy to the issue before respondent below or in this 
proceeding. There is nothing in the conversation which 
would tend to prove that petitioner was violating Section 
411 of the Civil Aeronautics Act of 1938, as Amended, 
through the use of petitioner’s legal corporate name. It 
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would be obvious to anyone in the air transportation in- 
dustry that when an individual in the Los Angeles area 
asks for air transportation to Dallas, Oklahoma City or 
Tulsa, that individual requires the services of intervenor 
because intervenor is the only air carrier which provides 
passenger service to those cities. Tr. 663, 1171-1172. It is 
equally clear that petitioner and intervenor are in com- 
petition between Los Angeles and Chicago, and Los Angeles 
and New York City. Tr. 662. Therefore, presumably, Mr. 
McAndrews through his salesmanship ability will attempt 
to sell passage on petitioner’s facilities to an individual if 
that individual wants to go to New York or Chicago. If 
the inquirer states that he wants to travel on a particular 
airline, certainly Mr. McAndrews is not going to misrep- 
resent the airline he represents. He will presumably state 
what airline he is representing, that that airline provides 
transportation to the particular city and then attempt to 
convince the traveler to travel on petitioner’s facilities. 
The use of the word ‘‘steal’’ to display his competitive 
spirit was indeed inappropriate, assuming Mr. McAndrews 
used it, but there is nothing in the conversation which would 
lead one to conclude that Mr. McAndrews meant anything 
wrongful. Indeed, the conversation, together with the poor 
use of words, would have probably gone unnoticed if the 
proceeding below had not been pending at the time. Tr. 


Through cross-examination, it was possible to determine 
the unreliability of Miss Perry’s testimony. Although it 
was apparent that witness was not informed as to what air 
earriers recognized the Buyers League Script Books or 
provided the ‘‘Fly Now—Pay Later’’ plan; that she made 
little or no attempt to ascertain whether any other air 
carriers besides petitioner provided these services; that 
there is not one fact upon which the inquiries pertaining 
to the above services were the result of confusion because 
of a purported similarity of names, still Miss Perry insists 
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that she knows that the persons are confused because of a 
supposed similarity in the names of petitioner and inter- 
venor. Tr. 276-280, 292-295, 431-432, 437-438. Witness tes- 
tified that she has never had anyone seeking space or res- 
ervations on some airline other than petitioner and inter- 
venor when that airline was represented in the terminal. 
Tr. 273-274. Then witness made the contradictory state- 
ment that she has sold transportation on probably most 
of the scheduled airlines, including Trans World Airlines, 
United Air Lines, and Western Airlines. Tr. 273-274. Trans 
World Airlines, United Air Lines, and Western Airlines are 
represented and operate from the Burbank airport. Tr. 
934, 250. Miss Perry further contradicts herself by stating 
first that she has never had anyone besides persons with 
petitioner’s tickets attempt to check in at intervenor’s 
ticket counter, and then recalls upon being prompted of 
at least one instance where a person with a ticket on an 
airline other than petitioner and intervenor, attempted to 
check in at intervenor’s ticket counter. Tr. 296. In the 
air transportation industry, it is a generally recognized 
practice on the part of the public to request information 
from an airline other than the airline which provides the 
requested service when there could be no question of con- 
fusion due to similarity of names of the air carriers, Tr. 
393-324, 340-341, 353, 420-421, 424, 482-483, 519-520, and 
some persons, regardless of the air carrier’s name, will 
attempt to check in at an airline ticket counter other than 
the one on which they have booked passage. Tr. 433-434, 
480. On the basis of Miss Perry’s testimony, it is clear 
that the witness based her conclusions on incomplete and 
often erroneous facts and in fact on her own belief that 
people ought to be confused. Her testimony reveals ex- 
treme bias. This bias has warped her conception of actual 
facts to the point where her testimony cannot be relied 
upon; her credibility has been completely discredited. 
Neither the witness’s testimony, nor her reports or affidavits 
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have sufficient factual basis to justify a reasonable conclu- 
sion that there is confusion in the minds of prospective pur- 
chasers of air transportation due to a purported similarity 
of service marks. 

Miss Rowley, one of sntervenor’s Los Angeles area tele- 
phone reservationists, prepared one affidavit and one re- 
port. Tr. 300-301, 574, 594. On the face of witness’s af- 
fidavit which involves an inquiry concerning a particular 
flight, the inquirer not mentioning the name of any carrier, 
Tr. 574, there is no fact on which to base a conclusion that 
there is confusion in the minds of prospective purchasers 
due to a similarity in trade names. Even though witness 
admittedly was not familiar with petitioner’s flight num- 
bers, Tr. 308-309, she referred callers to petitioner for the 
sole reason that intervenor’s flights did not come into Bur- 
bank. Tr. 308. The inquirer, after speaking to Miss Row- 
ley, evidently called petitioner, inquired as to a flight num- 
ber 628, was told by petitioner that they have no such flight, 
a fact which was proven and uncontradicted in the proceed- 
ing below, then apparently, even though there are many 
airlines serving the Los Angeles area, the ealler decided 
to again call petitioner. By some strange coincidence the 
passenger in question and ealler met. But the caller at no 
time stated that the passenger she wanted to meet had ar- 
rived by petitioner. Convinced, however, that it was peti- 
tioner, witness So states. Tr. 308-309, 311, 483. A conclu- 
sion which seems more logical is that the telegram was in- 
correct either as to the flight number, the airport, even the 
airline or some combination of the three, and that the caller 
either found that the passenger actually arrived via inter- 
yenor or some airline other than petitioner. 

The report reproduced at Tr. 594, involving an inquiry 
concerning the cost of a transcontinental trip purportedly 
advertised by intervenor on television states no fact upon 
which to conclude that the airline which the caller was 
seeking was petitioner. Witness’s testimony underlines this 
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point. Witness testified that she has never seen petition- 
er’s television broadcast; that she does not know if anyone 
else advertises air transportation through television; and 
although she does know that petitioner has an $80 fare, the 
witness is not familiar with other non-scheduled airlines’ 
fares. Tr. 306-307. Then witness testified that the reason 
she assumed that the caller was confused and did not really 
want intervenor, but rather petitioner, was because the 
ealler ‘‘had ‘American Airlines’ written down. She also had 
an $80 fare, which I know North American has.”’ Tr. 306- 
307. Although it is true that petitioner has an $80 fare, it 
is also true that other airlines televise their advertisements, 
and have an $80 fare, Tr. 429; therefore, there is no basis 
in fact for assuming that the caller was confused due to a 
name similarity between intervenor and petitioner. 


In her work, witness has never had persons call who 
were asking for petitioner, or any other airline by name 
other than intervenor. At the most, all she has is people 


calling requesting cheaper fares than intervenor offers. Tr. 
310-311. Other airlines, both scheduled and non-scheduled, 
had cheaper fares than intervenor. Tr. 429, 482. There- 
fore, these facts cannot support a finding that there exists 
a confusing similarity through the use by petitioner of its 
corporate name. 

Miss Rowley’s propensity to draw conclusions unfounded 
in fact might be exceeded only by her ability at self- 
contradiction. On direct testimony, witness testified that she 
received an average of three or four cases of confusion daily 
due to the similarity in the names, and that the other res- 
ervationists have a similar amount of cases of confusion. 
Tr. 301-302. In reference to this statement on cross- 
examination, petitioner’s counsel went into some detail try- 
ing to find out the total number of daily cases of alleged 
confusion due to the supposed similarity in petitioner’s 
name with that of intervenor. Upon being confronted 
with the incredible sum of between 213 and 284 cases of 
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confusion experienced in intervenor’s Los Angeles res- 
ervation office daily, an arithmetical computation based on 
her own testimony, the witness insisted that this was an 
average number. Witness was given ample opportunity 
to change her testimony, but she did not. Tr. 303-306. After 
the passage of many hours and after three other witnesses 
had testified, Miss Rowley was recalled to the stand by in- 
tervenor’s counsel, and in answer to a question by inter- 
venor as to whether witness remembered what she stated 
on direct testimony concerning the frequency of calls in- 
volving confusion between intervenor and petitioner re- 
ceived by witness, Miss Rowley stated: ‘‘Yes, Ido. I said, 
on the average, of three or four. I meant to say weekly. 
Evidently I said daily.”’ (Emphasis added). Tr. 349. The 
words ‘‘day”’ and ‘‘daily’’ had been mentioned seven times 
in her cross-examination. The reliability of witness’s testi- 
mony is more to be doubted since she seems positive that 
certain calls are persons confused by the similarity of the 
names of intervenor and petitioner, although she previously 
testified that she does not get calls by people asking for 
reservations on petitioner. Tr. 310-311. 

Since both of the witness’s statements, Tr. 574, 594, 
are purportedly representative of the type of confusion 
with which this witness has come in contact, it is clear 
that Miss Rowley has experienced no instances in which a 
person has been confused arising from a similarity in the 
names of petitioner and intervenor. Tr. 301-302, 349. 

Miss Avery, one of intervenor’s reservationists in the 
New York area, wrote one affidavit and three reports. Tr. 
334, 336, 601, 613, 614, 625. In witness’s report concerning 
an advertisement of Miami air transportation, Tr. 625, 
there are no facts upon which one would conclude that the 
ealler was inquiring about petitioner. In fact, the report 
states quite the contrary; it states that the caller ‘‘in- 
sisted’? American Airlines advertised flights to Miami. Tr. 
625. On direct examination this witness admits that she 
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does not know why she concluded in this particular in- 
stance that there was confusion because of similarity in 
names. Tr. 338. 

It is clear from her written statement that witness con- 
cludes that there is confusion in the minds of callers be- 
cause of similarity in names of petitioner and intervenor 
if the caller first requests transportation on intervenor 
to a'point which intervenor does not serve but petitioner 
does serve, even if the caller does not mention petitioner ; 
when neither party serves the point requested witness con- 
eludes that there is no confusion. Tr. 341-344, 601, 613, 614, 
625. In other words, witness merely assumes that there is 
confusion, without knowing any specific facts, other than 
that’ petitioner flies to the point requested and intervenor 
does not and the caller called intervenor. These facts 
establish at most only that the caller did not know what 
points intervenor served. 

Witness testified that petitioner gets a reasonable num- 
per of telephone calls where the person calling is simply 
seeking airline transportation information, Tr. 341, or 
service to a point intervenor does not serve. Tr. 340. It 
is a'common occurrence for people to call one airline for in- 
formation concerning the services of another airline, Tr. 
323-324, 351, 519, or for service to a point not served by the 
particular airline. Tr. 427, 478-479, 519. Therefore, mere 
requests for information about petitioner’s service do not 
prove confusing. 

In witness’s one specific example, given in her testimony, 
an individual called intervenor claiming to have read inter- 
venor’s advertisement. Upon being questioned by Miss 
Avery, the caller looked again at the advertisement and 
found it was petitioner’s and then requested petitioner’s 
telephone number. This example is highly improbable. A 
cursory glance at petitioner’s advertising will indicate that 
one of the dominant points advertised is its telephone num- 
per for the area. Tr. 464, 684. It is unbelievable that a 
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person can have in his hand petitioner’s advertisement 
which is dominated by its name ‘‘North American’’ as well 
as its telephone number, proceed to look up intervenor’s 
number in a phone book, call intervenor, and then, upon 
realizing his mistake after referring to the advertisement, 
ask the operator for petitioner’s telephone number. The 
question arises ‘‘how did the caller get intervenor’s phone 
number?”’ This is certainly an example of something other 
than confusion on the part of a purchaser. 

Another specific instance about which Miss Avery tes- 
tified was an instance where an inquirer insisted that inter- 
venor flew to Miami because the inquirer was of the opinion 
that she heard it on Barry Gray’s radio program. Al- 
though intervenor does not advertise on that program and 
assuming petitioner does, there is no indication that the 
advertisement which was heard was petitioner’s. It was 
not proven that the advertisement heard by the inquirer 
was not the advertisement of some other airline. Tr. 354- 
355. Airlines other than petitioner advertise by radio. 
Tr. 482. 

It is apparent from Miss Avery’s testimony that the in- 
stances of alleged confusion on the part of the public due 
to a supposed similarity in names was not based upon facts 
from which an objective mind could reasonably conclude 
that such confusion exists. Witness’s conclusion that such 
confusion exists is arrived at by the fact that witness real- 
izes that both petitioner and intervenor have in their re- 
spective names a word which is common to each—‘‘ Amer- 
ican.”? Miss Avery would assume that confusion existed, 
apparently, in those situations where petitioner provided 
service to a point which was not provided by intervenor or 
because an inquirer mistakenly thought intervenor served 
a point from a particular airport but petitioner did. Tr. 
334-345, 601, 613, 614, 6269. Since witness’s purported 
cases of confusion in the mind of the public due to a pur- 
ported similarity in names of petitioner and intervenor 
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are unsubstantiated Miss Avery’s opinion that intervenor 
suffers from five or six calls a week due to a confusing 
similarity in names of the two carriers is totally unreliable. 
Tr, 339-340. Such an opinion by this witness cannot be a 
basis for determining whether confusion exists due to peti- 
tioner’s use of its name in air transportation. 


Miss Heide, one of intervenor’s New York reservationists, 
was a witness who prepared six reports. Tr. 340-346, 607, 
609, 623, 628, 633, 636. Her report, Tr. 623, is only another 
example where an individual knows the specific airline about 
which information is sought, but uses the facilities of an- 
other airline to get that information. This is a general 
practice engaged in by members of the public without re- 
gard to the names of the individual air carriers. Tr. 239, 
323, 324, 351, 422, 478. The inquirer obviously was not 
confused due to the use by petitioner of its name in air 
transportation. 


The reports at Tr. 607 and Tr. 609, representing sub- 
stantially the whole conversation, indicate no more than 
that the caller wanted to do business with petitioner only, 
but got a wrong number. Tr. 346, 352-353. Although the 
caller knew the difference between the two airlines, the wit- 
ness during her testimony on the report appearing at d bee 
609, concluded that the caller was ‘‘very definitely’’ con- 
fused between petitioner and intervenor. Tr. 352-353. This 
conclusion is wholly unsubstantiated, incompetent and not 
admissible as evidence to prove said confusion. 

There is no fact in the report by Miss Heide found at Tr. 
628 which tends to prove that the inquirer was confused 
due to similarity of names. All that that report shows is 
that the person in question wanted information concerning 
petitioner. There is no fact stated in the report which 
shows that the inquirer mistook petitioner for intervenor. 
This report is another example of a member of the public 
using the facilities of one airline to get information about 
air transportation generally and the services rendered by 
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another airline specifically. Tr. 269, 323-324, 340-341, 353, 
424, 482-483, 519-520. 

On their face, the reports at Tr. 633 and Tr. 636 do not 
state facts upon which one could conclude that there was 
any confusion because of similarity in names of intervenor 
and petitioner. In fact, in both reports the caller said 
he was looking specifically for intervenor. As far as the 
witness can recollect, the caller did not mention petitioner. 
Tr. 347, 633, 636. On ecross-examination, Miss Heide tes- 
tified that these reports might have been instances where 
callers were first requesting information on non-scheduled 
airlines and witness did not bother to find out in what 
specific carrier the caller was interested. Tr. 353. Hven 
though there are other carriers serving the points the callers 
are interested in at cheaper fares than intervenor provides, 
Tr. 429, 482, again, as in previous testimony, it seems that 
an intervenor’s employee just assumes that the caller 
wants petitioner although petitioner’s name is not men- 
tioned, when the inquirer requests information about in- 
tervenor specifically, either because intervenor does not 
serve the point by a particular airport and the agent knows 
that petitioner does, or because the fare is lower than that 
of intervenor. 

Miss Houck, intervenor’s New York reservation agent and 
witness, testified that she received an inquiry for the pur- 
pose of settling a wager as to whether petitioner and in- 
tervenor were affiliated. Tr. 356, 357-358. However, wit- 
ness admitted that was not a typical inquiry. Tr. 358. 

Witness also testified that intervenor gets calls by per- 
sons inquiring about non-scheduled carriers other than 
petitioner. Tr. 358-359. It also gets inquiries as to sched- 
uled airlines. Tr. 270. Intervenor gets calls requesting 
service to points it does not serve, Tr. 340, 427, 478-479, 
519, as well as for lower fares than it offers. Tr. 310. 

Miss Houck, as the other witnesses who submitted ex 
parte statements, Tr. 606, 634, engages in the practice of 
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drawing conclusions that confusion exists in the public 
mind due to a similarity of names between petitioner and 
intervenor, without any facts to support such a consid- 
eration. Witness merely assumes that the particular in- 
quirer is confused due to name similarity, either because the 
inquirer says, without stating the name of any other air- 
line, that intervenor charges a rate less than it actually does 
to go to a particular point and the witness believes that 
petitioner charges the rate quoted by the inquirer, there- 
fore, assumes witness, since petitioner has the word ‘‘ Amer- 
ican’’ in its name, the inquirer must mean petitioner; or 
else Miss Houck apparently theorizes that since the in- 
quirer is calling with reference to a point not served by 
intervenor, but served by petitioner and since petitioner has 
‘¢ American”’ among other words in its name, the inquirer 
must be confused due to the names of petitioner and in- 
tervenor. Tr. 356-360, 606, 634. This type of reasoning 
engaged in renders unreliable not only her conclusion that 
there were several calls as to whether petitioner and inter- 
venor were affiliated, but also her conclusion that witness 
experiences two or three cases of confusion a week. Tr. 
358, 360. These conclusions are not competent and are 
inadmissible on the question of confusion. 

Miss Reynolds, another of intervenor’s New York area 
reservation agents and witnesses, prepared one report. Tr 
364, 615. This report and witness’s testimony explaining 
the report do no more than indicate that the inquirer in 
speaking to her son during their long-distance telephone 
conversation probably got a bad connection. Tr. 364-365, 
615. 

" ‘Witness’s testimony concerning the conversation between 
the serviceman and herself might legitimately be con- 
strued as a circumstance where the inquirer was not clear 
as to the relationship between petitioner and intervenor. 
Tr. 365. 

The testimony as to the number of calls which witness 
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receives a week involving similar situations enunciated in 
her testimony cannot be relied upon to determine whether 
confusion exists in the minds of prospective purchasers of 
transportation because not only does such a determination 
necessitate a conclusion which is not properly admissible but 
also petitioner is effectively denied its right to cross-ex- 
amine as to this number since witness claims that she cannot 
recollect any instances other than the ones described. Tr. 
365-366. 

Mr. Lewis, manager of intervenor’s Washington, D. C. 
ticket office, was a witness. Tr. 382. In connection with 
witness’s duties as said manager, a position he has held 
since 1947, he approves and authorizes the payment of bills 
for items that have been purchased by or for intervenor in 
Washington. Tr. 382. Witness testified to two instances, 
in one of which he received a telephone call for the payment 
of petitioner’s bill, and in the other of which intervenor re- 
ceived a bill for petitioner with intervenor’s name but peti- 
tioner’s address. Tr. 382-386, 682. However, in all of that 
time witness has experienced only two such instances. Tr. 
386. 

Asa basis for its finding that there is a similarity between 
the names of petitioner and intervenor and that that similar- 
ity has created confusion, that it presently exists and that 
it is probable that such confusion will continue, respondent 
relies upon the testimony by Miss Newkirk and Mr. Lewis 
concerning the incredibly few instances in which mail was 
misaddressed or misdirected and intervenor was billed 
for petitioner’s debts. Tr. 240-243, 382-386, 682, 1039-1040, 
1042-1043. This Court, as well as courts generally, realizes 
that such circumstances are due usually to mere clerical 
errors and are often made in connection with even the old- 
est, most well established concerns and are not sufficient 
to support a finding that prospective purchasers were con- 
fused. McGraw-Hill Pub. Co. v. American Aviation Asso- 
ciates, supra; Swarthmore Classics v. Swarthmore Jumor, 
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81 F. Supp. 917 (S.D. N.Y. 1949); S. Augustem & Co. v. 
Austein Classics, 87 N.Y. S. 2d 619 (1949). 


Respondent also attributes two telephone calls by persons 
getting a wrong number, Tr. 346, 352-353, 607, 609, and 
general inquiries as instances which prove that the public 
is confused. ‘Tr. 1041. Respondent admits quite un- 
abashedly that intervenor gets information requests, Tr. 
1041, and the record unequivocally proves that the public 
will use the air transportation facilities of one airline for 
information concerning another airline, even when the 
inquirer has the ticket of the other airline in his hand. 
Tr. 296, 433-434, 480. An example of such an inquiry is the 
daily occurrence in which persons with tickets for United 
Air Lines, Inc., and Trans World Airlines, Ine., will come 
to petitioner’s Burbank ticket counter and attempt to check 
in. Tr. 433-434; see also, Tr. 323-324, 340-341, 353, 424, 
482-483, 519-520. It is obvious, then, that what respondent 
has done is to look at these general inquiries concerning 
petitioner disregarding the fact that the public freely en- 
gages in such inquiries with respect to air transportation, 
even at times when there could be no question of confusion 
in the public’s mind because of a similarity in names. Tr. 
433-434, 480. Respondent cannot treat the facts in this 
manner to arrive at a finding of confusion. Kellogg Co. v. 
National Biscuit Co., supra; Best & Co. v. Miller, supra; 
Magazine Publishers v. Ziff-Davis Pub. Co., supra; Pure 
Oil Co. v. The Pep Boys—Manny, Moe & Jack, supra; 
McGraw-Hill Pub. Co. v. American Aviation Associates, 
Inc., supra; Haller Baking Co. v. Ward Baking Co., supra; 
N. K. Fairbank Co. v. R. W. Bell Mfg. Co., supra; Palmer v. 
Gulf Pub. Co., supra; Crowell Pub. Co. v. Italian Monthly 
Co., supra. 

Although it may seem difficult to believe, apparently an- 
other basis for respondent’s findings is the testimony by 
Miss Avery in which witness testified that an inquirer said 
that she heard on a radio entertainer’s program that in- 
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tervenor flew to Miami. Tr. 354-355, 1042. Petitioner’s 
name was not mentioned by the inquirer in this instance and 
it was not proven that the advertisement heard was not that 
of some other airline, Tr. 354-355, since airlines other 
than petitioner advertise by radio. Tr. 482. These facts 
cannot support any finding as to confusion. 

Apparently, the only other specific instance which is 
stated by respondent in its opinion as a basis for determin- 
ing that confusion exists was the fact that Miss Perry stated 
that when flight numbers in the two hundred series are men- 
tioned to her by an inquirer, she knows that the inquirer is 
referring to petitioner, even when petitioner is not men- 
tioned by the inquirer. Tr. 288-290, 1042. The Official Air- 
line Guide proves that other airlines operating in the Los 
Angeles area have a two hundred series for their flights. 
Tr. 1110-1164. 

This proceeding involves an extremely important prob- 
lem, the answer to which could have disastrous economic 
effects upon petitioner. The findings and conclusions which 
form a basis for the answer to that problem should be based 
on a substantial basis in fact. The only evidence which 
was produced in an attempt to prove that petitioner was 
violating Section 411 of the Act, supra, was prepared by 
employees of intervenor at intervenor’s request during a 
time when the proceeding below was pending. Tr. 192-193, 
219-221. The only admissible evidence by intervenor’s 
employees in this proceeding is the testimony by the em- 
ployee as to the facts about which he has personal knowl- 
edge—the inquiries or orders themselves. S.C. Johnson & 
Son v. Johnson, 28 F. Supp. 744 (W. D. N. Y., 1939). These 
employees of intervenor who had actual contact with the 
public were not requested to accumulate facts about which 
they had personal knowledge pertaining to orders and in- 
quiries involving petitioner, but rather were told to obtain 
instances where the public was confused between intervenor 
and petitioner. Tr. 183, 186, 216-218, 221, 223, 225, 316, 
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389, The testimony is abundant, however, that intervenor’s 
employees, although requested to secure evidence of con- 
fusion, and although in the best possible position to do so, 
were unable in the course of their employment to 
produce any such evidence. Their only explanation was 
that they were too busy. Tr. 217-218, 298, 336, 353, 365. 
Any opinion testimony by intervenor’s employees not sup- 
ported by facts cannot be a basis to support a decision. 
N.L.R.B. v. Bell Oil & Gas Co., 98 F. 2d 406 (5th Cir. 1938) ; 
In the Matter of Radio Enterprises, 7 F.C.C. 169 (1939) ; 
In the Matter of Wright, 3 S.E.C. 190 (1938). 

Section 5 of the Federal Trade Commission Act, 38 Stat. 
719, as Amended, 15 U.S.C. ¢ 49, introduced a new expres- 
sion into the law, ‘‘unfair methods of competition.’’ In 
F.T.C. v. Raladam Co., 283 U.S. 648 (1931), the Supreme 
Court so construed the words ‘‘unfair methods of competi- 
tion’? in Section 5 of the Federal Trade Commission Act, 
supra, as to leave the Commission without jurisdiction to 
issue cease and desist orders if the F.T.C. failed to establish 
the existence of competition. Because of the Court’s restric- 
tive interpretation of Section 5 of the Federal Trade Com- 
mission Act, supra, Congress by the Wheeler-Lea Amend- 
ment, 52 Stat. 111, 16 U.S.C. § 45, on March 21, 1938, 
amended the substantive portion of Section 5 by adding 
‘unfair or deceptive acts or practices.”’ This amendment 
modified the Federal Trade Commission’s jurisdiction and 
powers only to the extent that a finding of the existence of 


competition was no longer requisite to the Commission’s 
jurisdiction. Sen. Rep. No. 221, 75th Cong., Ist Sess. 
(1937); H. Rep. No. 1613, 75th Cong., 1st Sess. (1937) ; 
83 Cong. Rec. 551 (1938). 

The Congressional debates and hearings and reports 
and resolutions on the air transportation legislation 
strongly indicate that the originators of the aviation legisla- 
tion were framing the unfair competition section after and 
with the purpose of following the precedents that have 
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grown from Section 5 of the Federal Trade Commission 
Act, supra, 83 Cong. Ree. 6726 (1938) ; 83 Cong. Rec. 6431 
(1938) ; 83 Cong. Rec. 6431, 8843 (1938) ; 83 Cong. Rec. 6507 
(1938) ; 83 Cong. Rec. 6405-6406 (1938) ; S. Res. No. 1661, 
75th Cong., 3d Sess. (1938) ; R. Rept. No. 2254, 75th Cong., 
3d Sess. 9 (1938) ; H. Rept. No. 2635, 75th Cong., 3d Sess. 
(1938), Senator McCarran, Hearings before a Subcommittee 
of the Committee on Interstate Commerce on S. 3659, 75th 
Cong., 3d Sess. 157 (1938) ; Senator Truman, H earings on S. 
3659, supra at 5; Hester, Hearings before the Committee 
on Commerce on S. 3760, 75th Cong., 3d Sess. 9 (1938) ; 
Gorrell, Hearings before a Subcommittee of the Committee 
on Interstate Commerce on S. 2, 75th Cong., Ist Sess. 514 
(1937) ; Gorrell, Hearings before Committee on Interstate 
& Foreign Commerce on H. R. 9738, T5th Cong., 3d Sess. 
311 (1938). 

The Supreme Court has held that the words ‘“onfair 
methods of competition,’’ appearing in Section 5 of the 
Federal Trade Commission Act, supra, are words clearly 
inapplicable to practices never heretofore regarded as op- 
posed to good morals because characterized by deception, 
bad faith, fraud or oppression, or as against public policy 
because of their dangerous tendency unduly to hinder com- 
petition or create monopoly. F. T. C. v. Raymond Bros.- 
Clark Co., 263 U. S. 565 (1924) ; F. T. C. v. Gratz, 253 U. S. 
421 (1920). What are ‘‘unfair methods of competition’”’ 
in commerce, is to be determined with reference to a spe- 
cific and substantial public interest, and this ‘‘require- 
ment is not satisfied by proof that there has been misap- 
prehension and confusion on the part of purchasers, or 
even that they have been deceived—the evidence commonly 
adduced by the plaintiff in ‘passing off’ cases in order to 
establish the alleged private wrong.”’ F. T. C. v. Klesner, 
280 U. S. 19 (1929); see F. T. C. v. Royal Milling Co., 288 
U.S. 212 (1933). 
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Respondent has held that the only violation of Section 
411 of the Act, supra, by petitioner through the use of its 
corporate name was a confusing similarity between its 
name and intervenor’s name and that such confusing simi- 
larity has created public confusion which is likely to con- 
tinue. Tr. 1049. Respondent’s compliance attorney and in- 
tervenor had the burden of proving this confusing simi- 
larity and public confusion. See. 7(¢), Administrative Pro- 
cedure Act, 60 Stat. 241, 5 U. S. C. $1006. To make such a 
showing, one of two things had to be proved: either that in- 
tervenor had acquired a secondary meaning in the word 
‘¢ American,’’ and that petitioner’s name was confusingly 
similar, resulting in confusion in the mind of the purchas- 
ing public, Pure Oil Co. v. The Pep Boys—Mamny, Moe & 
Jack, supra; Steem-Electric Corp. Vv. Herzfeld-Phillipson 
Co., supra; Hiram Walker & Sons, Inc. v. Penn-Maryland 
Corp., supra; Skinner Mfg. Co. v. General Foods Co., 52 F. 
Supp. 432 (D. Nebraska 1943), aff’d. 143 F. (2d) 895 (8th 
Cir. 1944), cert. den. 323 U. S. 766 (1944) ; or, that petitioner 
was guilty of deceptive and fraudulent passing off of itself 
as intervenor, resulting in confusion in the minds of pro- 
spective purchasers. Kellogg Co. v. National Biscuit Co., 
supra; Saalehner v. Wagner, 216 U.S. 375 (1910) ; Howe 
Scale Co. v. Wyckoff, Seamans & Benedict, 198 U. S. 118 
(1905) ; Goodyear’s Rubber Mfg. Co. v. Goodyear Rubber 
Co., 128 U. S. 598 (1888) ; Nebraska Consolidated Mills Co. 
v. Shawnee Milling Co., 198 F. 2d 36 (10th Cir. 1952), af- 
firming, 99 F. Supp. 70 (W.D. Okla. 1951) ; Fawcett Publica- 
tions v. Bronze Publications, supra; American Fork & Hoe 
Co. v. Stampi Corp., 125 F. 2d 472 (6th Cir. 1942) ; Armour 
&Co.v. Louisville Provision Co., 283 Fed. 42 (6th Cir. 1922), 
cert. denied, 260 U. S. 744 (1922) ; Crowell Pub. Co. v. Italian 
Monthly Co., supra. In addition, the Klesner case, supra, 
requires that a specific and substantial public interest be 
indicated before a cease and desist order will issue. Such a 
public interest showing requires more than the proof neces- 
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sary in private litigation concerning unfair competition, 
F.T.C.v. Klesner, supra. 

The chart attached as Appendix A, the material in which 
is a part of the record by stipulation, Tr. 663, showing inter- 
venor’s gross ticket sales in the Chicago, Los Angeles, and 
the New York areas, reveals that for the quarters during 
the period involved in this proceeding intervenor’s gross 
ticket sales ranged from nearly three million to well over 
seven million. These figures, of course, do not include all 
those individuals who merely made inquiries. Out of the 
tremendous number of purchasers represented by these 
sales of air transportation: letters from only a single pur- 
chaser who claimed that he was confused were produeed, 
Tr. 566, 569; evidence was submitted as to only a few mis- 
directed or misaddressed letters and a few misdirected bills, 
Tr. 108, 110-111; and possibly one or two cases of confusion 
were cited. Tr. 365. Considering the tremendous business 
intervenor does, the courts would view it as extraordinary 
if some confusion did not result, no matter what air 
carrier names were involved. Kellogg Co. v. National 
Biscuit Co., supra; Infe Savers Corp. v. Curtiss Candy 
Co., 182 F. 2d 4 (7th Cir. 1950); McGraw-Hill Pub. Co. 
v. American Aviation Associates, Inc., supra. The 
courts uniformly hold that evidence, even in private 
suits, such as was produced in this case, is not a sufficient 
basis upon which to reach a conclusion that there 
is a probability that prospective purchasers will be 
confused because of petitioner’s use of its name. Kellogg 
Co. v. National Biscuit Co., supra; Life Savers Corp. v. 
Curtiss Candy Co., supra; Eastern Wine Corp. v. Wumslow- 
Warren, Ltd., 137 F. 2d 955, 959 (2d Cir. 1943), cert. dened, 
320 U. S. 758 (1948); McGraw-Hill Pub. Co. v. American 
Aviation Assocwates, Inc., supra; Drezma, Inc. v. Revlon 
Products Corp., 94 F. Supp. 929 (S.D. N.Y. 1950); Coca 
‘Cola Co. v. Snow Crest Beverages, 64 F. Supp. 980 (D. 
Mass. 1946), affirmed, 162 F. 2d 280 (ist Cir. 1947), cert. © 
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denied, 332 U. S. 809 (1947) ; Pennzoil Co. v. Crown Central 


Petroleum Corp., 50 F. Supp. $91 (D. Md. 1943), affirmed, 
140 F. 2d 387 (4th Cir. 1944), cert. demied, 322 U. S. 750 
(1944) ; Armour & Co. v. Louisville Provision Co., 275 
Fed. 92 (W.D. Ky. 1921), affirmed, 283 Fed. 42 (6th Cir. 
1922), cert. denied, 260 U. S. 744 (1922). 

Intervenor’s witnesses testified that there had been no 
confusion due to the format of petitioner’s advertising, 
Tr. 157-160, or to subordination of words on the radio 
spots, Tr. 194195. The entire case of alleged confusion 
must rest on whether the words ‘‘North American’’ are 
confusingly similar to the word ‘¢ American.’? That inter- 
venor does not have a secondary meaning in the word 
‘¢ American’’ has been shown. The testimony and evidence 
does not support a finding that confusion exists or is 
probable, or that petitioner’s trade name is confusingly 
similar to that of intervenor. 

Both the Examiner and the compliance attorney found 
that there is no evidence that petitioner was, fraudulently 
passing itself off as intervenor. Tr. 718, $e3- Therefore, 
since intervenor did not establish that it had a secondary 
meaning in ‘‘American’’ and since no fraudulent passing 
off by petitioner as intervenor was proven, it follows that 
petitioner neither created a confusing similarity through 
the use of its name in air transportation, nor created public 
confusion by said use. 


| (e) The Evidence Does Not Support A Finding That Petitioner's Use 
Of A Name Containing the Word “American” Was Fraudulent (Assum- 
ing That the Board Made Such A Finding). 


Respondent’s opinion contains a paragraph which is am- 
biguous, Tr. 1046-1047, from which petitioner is unable to 
determine whether it represents a finding that petitioner 
was fraudulently attempting to pass itself off as inter- 
venor. To the extent that said paragraph represents such 
a ing it is wholly unsupported by the evidence. Tr. 


718, 
4 
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Conclusion 


The evidence does not support a finding: that a second- 
ary meaning had been established in ‘‘American’’ prior 
to petitioner’s use of that term, that substantial confusion 
exists or is likely to exist in the mind of the public, or that 
petitioner had fraudulently used its name in air transporta- 
tion. Therefore, respondent’s Opinion and Order No. E- 
7870, Tr. 1036-1070, is unlawful and should be set aside. 


Respectfully submitted, 


Harpy K. Macuay, 

Water D. Hansen, 

1317 F. Street, N. W.., 
Washington 4, D. C., 
Attorneys for Petitioner. 
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Appendix A 


C. A. B. Form 41 


On-Line Station Operating Data—Domestic 
(American Airlines’ Gross Ticket-Sales) 


Quarter Ended i Los Angeles 


June 30, 1952 

Sept. 30, 1952 

Dec. 31, 1952 , 484, 
Mar. 31, 1953 3,240,817 
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COUNTERSTATEMENT OF QUESTIONS PRESENTED 


Section 411 of the Civil Aeronautics Act empowers the 
Board, if it finds that any air carrier has been or is engaged 
in unfair or deceptive practices or unfair methods of com- 
petition in air transportation, to order such carrier to cease 
and desist from such practices or methods of competition. 
The Board, on the basis of findings (1) that petitioner’s 
use of the name ‘‘North American Airlines, Inc.,’’? or any 
name containing ‘‘American”’ constitutes such a practice 
and method of competition because it would be likely to 
produce substantial public confusion as between petitioner 
and intervenor American Airlines, Inc., and (2) that there 
is a strong public interest in eliminating such confusion 
between air carriers, ordered petitioner to cease and desist 
from using the name ‘‘North American Airlines, Ine.’’ or 
any other name containing the word ‘¢American.’’ The 
foregoing finding (1), in turn, was based upon subsidiary 
findings that (a) the similarity of names of the two air 
carriers would be likely to produce substantial public confu- 
sion; (b) there has been substantial public confusion between 
the two carriers in the past; and (c) prior to petitioner’s 
adoption or use of the name ‘‘North American Airlines,”’ 
the name ‘‘American Airlines,’’ and the word ‘‘American”’ 
had acquired a secondary meaning in domestic air trans- 
portation denoting intervenor. The questions presented 
are: 


1. Whether, on the basis of the foregoing findings, the 
~ Board properly concluded that petitioner’s use of the name 
‘‘North American Airlines, Inc.”’ or any name containing 
“the word ‘‘American”’ constitutes an unfair or deceptive 
© practice and an unfair method of competition in violation 
= - of Section 411 of the Act, and properly directed petitioner 
= to cease and desist from such practice and method of com- 
“petition. 
<2. Whether the Board’s findings are supported by sub- 
Sstantial evidence. 
os (1) 
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IN THE 


Gnited States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


Case No. 12,041 
Norra American Areuines, INc., PETITIONER 


Vv. 


Crvr, AERONAUTICS BoaRD, RESPONDENT 


American ArgLines, Inc., INTERVENOB 


ON PETITION TO REVIEW AN ORDER OF THE CIVIL 
AERONAUTICS BOARD 


BRIEF FOR RESPONDENT 


COUNTERSTATEMENT OF THE CASE 


Petitioner’s statement of the case is substantially accu- 
rate. However, respondent believes that there are certain 
additional facts which would be helpful to a full under- 
standing by the Court of the Board’s action and the issues 
involved. 

Petitioner is the holder of Letter of Registration No. 528 
issued to Twentieth Century Airlines, Inc. on July 22, 1947, 
pursuant to Part 291 of the Board’s Economic Regulations 
(14 CFR 291), which authorizes irregular air carriers hold- 
ing such letters to operate without a certificate of public 
convenience and necessity. On March 3, 1952, petitioner 
changed its corporate name to North American Airlines, 
Inc. (Tr, 662). The air carrier’s reports filed with the 


(1) 
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Board show that it is engaged in air transportation pri- 
marily between New York, Chicago, Kansas City, and Los 
Angeles. 

The Board order under review in this case’? was issued 
in the North American Airlines Section 411 Proceeding, 
which included (1) an application by petitioner (Docket 
No. 5774) for authority to conduct its operations under 
the name of ‘‘North American Airlines’’ rather than as 
Twentieth Century Airlines (Tr. 2),? and (2) an investi- 
gation instituted by the Board (Docket No. 5928) to deter- 
mine whether petitioner had been violating section 411 of 
the Civil Aeronautics Act (49 U.S.C. 491) by engaging in 
air transportation under the name ‘‘North American Air- 
lines,’? and whether the Board should issue an order direct- 
ing the air carrier to cease and desist from such violations 
(Tr. 81). 

American Airlines, Inc., the holder of certificates of 
public convenience and necessity authorizing it to engage in 
scheduled air transportation over transcontinental routes, 
was granted permission by the Board to intervene in the 
proceedings (Tr. 110). American Airlines and its prede- 
cessor company, American Airways, Inc., have been con- 
tinuously engaged in air transportation since 1930. Its 
name was registered in 1948 as a service mark on the Prin- 
cipal Register under the Federal Trade Mark Act (Tr. 662, 
562, 563). 

After a public hearing, the Examiner issued an initial 
decision on June 19, 1953, in which he concluded that peti- 
tioner’s use of the name ‘‘North American,’’ or any com- 


27. 1036. Pursuant to the Stipulation of the parties as approved 
by the Court, record references in the briefs are to pages of the 
certified record filed by respondent. This pagination is set forth 
in the Joint Appendix to the briefs. 

2This application was filed pursuant to section 291.28 of the 
Board’s Economic Regulations (14 CFR 291.28), which requires 
that on and after November 15, 1952, a large irregular air carrier 
hold out service to the public and perform transportation services 
only in the name in which its Letter of Registration is issued and 
outstanding or obtain permission from the Board to use a different 
name. This Regulation is set forth as Appendix A hereto, page 22. 
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bination of the word ‘‘American,’’ constituted an unfair 
or deceptive practice and an unfair method of competition 
in air transportation within the meaning of section 411 of 
the Civil Aeronautics Act, and that a cease and desist order 
should issue to prevent such use. The Examiner also con- 
cluded that the public interest required that petitioner’s 
application for authority to engage in air transportation 
under the name ‘‘North American Airlines’’ should be 
denied (Tr. 799). Exceptions to the Examiner’s deci- 
sion with supporting briefs were filed and oral argument 
heard thereon. The Board thereafter on November 4, 1953 
issued its order and opinion accepting the Examiner’s ulti- 
mate conclusions (Tr. 1036-1969). 

The Board found in substance that when petitioner com- 
menced the use of the name ‘‘North American Airlines”’ in 
domestic air transportation in 1951, it did so in competi- 
tion with American Airlines between cities theretofore 
served by American (Tr. 1047, 1061, 662); that the trade 
and corporate name thus newly adopted by petitioner 
was confusingly similar to the preexisting corporate name 
of American Airlines (Tr. 1042-3, 1046); and that, by the 
time petitioner started using its new name of ‘‘North 
American,”’ the terms ‘‘American Airlines”’ and ‘‘Amer- 
ican”? had acquired a secondary meaning in domestic air 
transportation, being understood by the public as de- 
noting intervenor ‘‘ American Airlines, Inc.,’’ which sec- 
ondary meaning still persists (Tr. 1066-8, 1045-1046, 1049). 
Such similarity of corporate names and the use by peti- 
tioner of the words ‘‘American’’ and ‘‘ American Airlines’’ 
as part of its trade name in air transportation were held 
likely to cause substantial public confusion (Tr. 1038, 
1049, 1042, 1068), as they had in the past (Tr. 1038, 1042, 
1049, 1067). The Board further found that there is a strong 
public interest in the elimination of public confusion be- 
tween air carriers (Tr. 1068, 1047-8). Therefore, the Board 
concluded, the use by petitioner of the name ‘‘North 
American Airlines”’ or abbreviations thereof or any com- 
bination of the word ‘‘American’’ constitutes a violation 
of section 411 of the Act (Tr. 1050), requiring denial of 











4 


petitioner’s application for authority to engage in air 
transportation under its new corporate name, and the 
issuance of an appropriate cease and desist order (Tr. 
1050-1). 

The petition for review of the Board’s order was filed on 
December 30, 1953. American Airlines was granted leave 
to intervene by order of the Court filed on February 9, 1954. 
By order filed on February 19, 1954, the Court stayed the 
Board’s order pending judicial review of the validity 
thereof. 


STATUTES AND REGULATIONS INVOLVED 


Section 411 of the Civil Aeronautics Act (49 U.S.C. 491) 
is set forth in full at p. 7, infra. Other pertinent statutory 
provisions are cited or quoted in their appropriate place 
in the text of this brief. 

Pursuant to the stipulation of the parties approved by 
the Court no issue relating to the Board’s ‘‘ Business Name 
Regulation”? (14 CFR 291.28) is before the Court. How- 
ever, since petitioner’s application in Docket No. 5774 was 
filed pursuant thereto, supra, p. 2, the regulation is set 
forth in full in Appendix A hereto. 


SUMMARY OF ARGUMENT 


I 


Section 411 of the Civil Aeronautics Act (49 U.S.C. 491) 
forbids unfair or deceptive practices or unfair methods of 
competition in air transportation. The Board found that 
use by petitioner of the name ‘North American Airlines, 
Inc.”? or abbreviations thereof or any combination of the 
word ‘‘American”? constitutes a practice and method of 
competition covered by Section 411 and denied the use of 
such a name to petitioner in air transportation. This action 
was taken upon the basis of a finding that use of that name 
by petitioner would be likely to produce a substantial pub- 
lie confusion between petitioner and intervenor American 
Airlines, and that there is a strong public interest in elimi- 
nating such confusion. This basic finding was supported by 
subsidiary findings that (a) the similarity of names between 
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petitioner and American Airlines would be likely to produce 
public confusion (b) there has been substantial past public 
confusion between the two air carriers, and (c) the name 
‘¢ American Airlines’’ and the word ‘‘American’’ acquired 
a secondary meaning in domestic air transportation denot- 
ing intervenor prior to use and adoption of the name ‘‘ North 
American Airlines’’ by petitioner. 

The precedents clearly support the conclusion that the 
Board’s primary finding that substantial public confusion 
will be likely to flow from the continued use by petitioner 
of the name ‘‘North American’’ or any combination of the 
word ‘‘American”’ in air transportation is legally sufficient 
to make the use of such name an unfair or deceptive prac- 
tice or unfair method of competition in air transportation. 
Nor does petitioner contend otherwise. In addition, we be- 
lieve that the precedents establish that any one of the 
Board’s subsidiary findings is legally sufficient to sustain 
the primary finding of a likelihood of substantial public 
confusion. Consequently, petitioner’s argument that the 
Board did not make the necessary findings of fact to estab- 
lish one of the subsidiary findings, namely, that of sec- 
ondary meaning in the name ‘‘American Airlines’’ or the 
word ‘‘American’’ (Pet. Br. 6) is not of major signifi- 
cance. Moreover, we believe it to be clear that petitioner 
is mistaken in its argument that a factual finding of prior, 
exclusive, and continuous use by intervenor of the word 
‘¢ American’’ is a legal prerequisite to a conclusion that a 
secondary meaning has been established denoting Ameri- 
ean Airlines. The precedents establish that secondary 
meaning is a fact to be established upon all the evidence 
and is not determined exclusively by any arbitrary rule. 
The only question presented, therefore, with respect to the 
Board’s subsidiary finding as to secondary meaning is not 
one of the legal sufficiency of the finding but whether it is 
supported by substantial evidence. 


II 


The Board’s findings are amply supported by substan- 
tial evidence. 
The finding that the similarity of the names ‘‘ American 
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Airlines” and ‘‘North American Airlines” would per se be 
likely to produce substantial public confusion is a reasonable 
‘nference to draw. The legal test is whether the name 
‘éNorth American Airlines”’ is so like the name <¢ American 
Airlines’’ in form, spelling, or sound, that a person, without 
a very definite or clear recollection as to the real identifi- 
eation is likely to become confused or misled. The Board’s 
finding that such a likelihood is obvious in this situation is 
entirely reasonable. The Board is not here concerned with 
any name containing the word ‘‘American,’’ but with two 
air carriers in competition with each other and both using 
that word in their names. 

The reasonable inference to be drawn from the similarity 
of the names ‘‘American Airlines’’ and ‘¢North American 
Airlines” is further supported by actual evidence of sub- 
stantial public confusion between the two air carriers in 
the past. The substantiality of this evidence is fully dis- 
cussed in the argument, infra, pp. 15-18, and the lengthy ef- 
forts of petitioner to discredit it are not persuasive. Such 
evidence establishes frequent and extensive confusion be- 
tween petitioner and intervenor with respect to passengers, 
persons meeting passengers, persons making inquiry re- 
garding transportation, persons having business with peti- 
tioner, the Post Office, and the public press. 

In addition, the likelihood of substantial public confusion 
erowing out of continued use by petitioner of the name 
‘<North American”? or any combination of the word ‘‘ Amer- 
sean”? is buttressed by the evidence showing that the name 
‘¢ American Airlines’? and the word <¢ American’? acquired 
a secondary meaning denoting intervenor American Air- 
lines, Inc. prior to petitioner’s use or adoption of the name 
‘North American Airlines.’’ This secondary meaning is 
established by evidence of intervenor’s long continued and 
extensive operations as American Airlines prior to peti- 
tioner’s recent adoption of the name ‘‘North American Air- 
lines’’—operations which petitioner concedes make inter- 
venor the largest and probably best known of all airlines 
(Pet. Br. 19). This evidence is backed by additional evi- 
dence showing intervenor’s long continued and extensive 
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advertising program in connection with the name ‘¢ Ameri- 
can,’’ and the references in the public press to intervenor 
by that name. 

We believe such evidence to be ample to sustain the find- 
ing of a secondary meaning in the name ‘¢ American Air- 
lines”? and the word ‘‘American’’. Such finding is not ne- 
gated by the fact that Pan American World Airways, Inc., 
the largest and best known of the United States flag carriers 
engaged in foreign air transportation and clearly identified 
with its operations exclusively in that field, uses the word 
‘‘ American’? as a part of its name or by the fact that the 
word was so used at one time by All American Aviation, 
Inc., a small company engaged first only in the carriage of 
mail to isolated communities and later in limited local serv- 
ice operations in Maryland and adjacent states. 


ARGUMENT 
J. 


The Board’s Action in Prohibiting Petitioner From Using the 
Name “North American” or Any Combination of the Name 
“American” in Air Transportation Represents a Proper 
Exercise of the Board’s Authority Under Section 411 of the 
Civil Aeronautics Act and Is Supported by Adequate Findings. 


In this case the Board prohibited petitioner from using 
the name ‘‘North American”’ or any combination of <«¢ Amer- 
ican’’ upon the basis that such use constitutes an unfair or 
deceptive practice and an unfair method of competition 
within the meaning of section 411 of the Civil Aeronautics 
Act2 That section of the statute (49 U.S.C. 491) reads as 
follows: 


The Board may, upon its own initiative or upon 
complaint by any air carrier, foreign air carrier, or 
ticket agent, if it considers that such action by it would 
be in the interest of the public, investigate and deter- 
mine whether any air carrier, foreign air carrier, or 


3The Board pointed out that the issue under both petitioner’s 
application in Docket No. 5774 to use the name “North American” 
and the Board’s investigation in Docket No. 5928 to determine the 
lawfulness of such use was whether petitioner was violating section 
411 by use of that name in air transportation (Tr. 1050). 
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ticket agent has been or is engaged in unfair or decep- 
‘tive practices or unfair methods of competition in air 
transportation or the sale thereof. If the Board shall 
find, after notice and hearing, that such air carrier, 
foreign air carrier, or ticket agent is engaged in such 
‘unfair or deceptive practices or unfair methods of com- 
petition, it shall order such air carrier, pore air car- 
rier, or ticket agent to cease and desist from such 
practices or methods of competition. 


The Board’s conclusion that petitioner’s use of the name 
‘‘North American”’ or any combination of the word ‘‘ Amer- 
ican?’ is contrary to the requirements of section 411 was 
predicated upon a basic finding of a likelihood of continu- 
ing substantial public confusion between American Air- 
lines and North American Airlines and a strong public in- 
terest in the elimination of such confusion between air car- 
riers. Supra, p. 3. This primary finding is supported by 
subsidiary findings that (1) there is confusing similarity 
of the corporate names of the two air carriers as such; (2) 
the record showed substantial past public confusion between 
the two air carriers, and (3) the name ‘‘ American Airlines”’ 
and the term ‘‘ American”’ had, prior to petitioner’s use of 
the name ‘‘North American’’, acquired a secondary mean- 
ing denoting intervenor American Airlines, Inc., supra, p. 3. 
We submit that the Board’s basic finding of a likelihood of 
continuing substantial public confusion clearly is sufficient 
to establish a violation of section 411, and that any one of 
the subsidiary findings is adequate to support such primary 
finding. Schechter Corp. Vv. United States, 295 U.S. 495, 
531-533 (1935) ; American Foundries v. Robertson, 269 U.S. 
372, 381 (1926); Howe Scale Co. v. Wyckoff, Seamans & 
Benedict, 198 U.S. 118, 140 (1905) ; Adolph Kastor & Bros. 
v. F.T.C., 138 F. 2d 894, 825-6 (C.A. 2, 1943) ; Vogue Co. v. 
Thompson-Hudson Co., 300 Fed. 509, 512 (C.A. 6, 1924), 
cert. denied 273 U.S. 706; Juvenile Shoe Co. v. F.T.C., 289 
Fed. 57, 58-59 (C.A. 9, 1923), cert. denied 263 U.S. 705.* 


4 See also F.T.C. v. Royal Milling Co., 288 US. 212, 216 (1933). 
Since section 411 was modeled on section 5(b) of the Federal Trade 
Commission Act as amended by the Wheeler-Lea Act of March 21, 


1938, c. 49, 52 Stat. 111, 15 U.S.C. 45(b), cases involving Federal 
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Petitioner does not question the legal sufficiency of these 
findings, if supported by substantial evidence, to sustain 
the Board’s action under section 411. Its argument (Pet. 
Br. 8, 9) that the Board has made no finding that petitioner’s 
use of the name ‘‘North American Airlines’’ or of the word 
‘‘ American’? in its name was fraudulent® is irrelevant 
since a finding of fraudulent intent is not necessary for a 
cease and desist order under section 411.° Moreover, the 
Board did find that petitioner ‘“‘knowingly”’ adopted a name 
of such similarity to American’s that it was reasonably 
foreseeable that confusion would result (Tr. 1047). Such a 
finding, although not legally required, lends additional sup- 
port to the Board’s order.’ 

Petitioner does attack the Board’s finding that, prior to 
petitioner’s adoption of the name ‘‘North American Air- 
lines,’’ the name ‘‘ American Airlines’? and the term ‘‘ Amer- 
ican’? had acquired a secondary meaning denoting inter- 
venor American Airlines. It argues that secondary meaning 
ean be established only by findings of original, exclusive, and 
continuous use of the term ‘‘ American’’ by intervenor Amer- 
ican Airlines, and that the Board has not made such find- 
ings (Pet. Br. 6-8). We believe this argument to be erro- 
neous in that the ordinary principles of the law of evidence 
apply here, as in other fields, and that secondary meaning 
ean be established by any evidence and subsidiary findings 
reasonably leading to that conclusion. 

The term ‘‘secondary meaning”’ as used in the law of 
trade marks and unfair competition is a term of art. Where 
some symbol, pattern, word, or the like, used by a business 


Trade Commission orders are applicable as precedents, subject. to 
such distinctions as result from section 411 being placed in the con- 
text of a comprehensive regulatory statute. The Wheeler-Lea Act 
eliminated the requirement that “competition is involved.” Progress 
Tailoring Co. v. F.T.C., 153 F. 2d 103, 105 (C.A. 7, 1946). 

5 The carrier also argues that if such a finding is made it is 
unsupported by the evidence. (Pet. Br. 42.) 

6 Lane Bryant, Inc. v. Maternity Lane Ltd., 173 F. 2d 559, 564 
(C.A. 9, 1949) and cases there cited. Pep Boys v. F.TC., 122 F. 2d 
158, 161 (C.A. 3, 1941). 

7 Petitioner argues that this finding is unsupported by substantial 
evidence only if it means fraudulent intent. (Pet. Br. 42.) 
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enterprise, has become associated with such enterprise in 
the minds of a significant segment of the public, although 
the everyday (primary) meaning of such symbol or word 
may not be indicative of source at all, it has acquired a 
secondary meaning. Secondary meaning, therefore, is a 
fact—the state of mind of a large number of individual peo- 
ple® The reference to original, exclusive and long-con- 
tinued use in some cases states no more than a general 
‘rule of experience’’ by which the fact can be established.” 
Clearly, preponderant evidence that a trade name has ac- 
quired a secondary meaning cannot be disregarded merely 
because of other uses remote in time or small in scale. 
Radio Shack Corp. v. Radio Shack, 180 F. 2d 200, 206-7 (C.A. 
7, '1950) ; Cohen v. Nagle, 190 Mass. 4, 76 N.E. 276 (1906), 
cited in Nims, Unfair Competition and Trademarks (4th 
Ed., 1947) § 217; Havana Cigar and Tobacco Factories v. 
Oddenino, 41 RPC 47 (Court of Appeal, 1923), also cited 
by Nims, op. cit. § 38.7° 


8 Bayer Co. v. United Drug Co., 272 Fed. 505, 509, 513 (S.D.N.Y. 
1921, L. Hand, J.). See also Crescent Tool Co. v. Kilborn & Bishop 
Co., 247 Fed. 299, 300 (C.A. 2, 1917); Havana Cigar and Tobacco 
Factories Ltd. v. Oddenino, 41 RPC 47, 55, line 47, 56, line 29 (Court 
of Appeal, 1923); H. M. Attorney-General v. Barrett Proprietaries, 
Ltd., 50 RPC 45, 54, lines 11, 40 and 44 (Ch. Div. 1932). 

9 Barton v. Rex-Oil Co., 2 F. 2d 402, 405 (C.A. 3, 1924) , modified 
as to extent of relief, 29 F. 2d 474. 

20 None of the cases cited by petitioner is to the contrary. In 
McGraw-Hill Pub. Co. v. American Aviation Associates, 73 US. 
App. D.C. 131, 117 F. 2d 293 there was simply proved too much 
of a use of the term AVIATION by other magazines to permit infer- 
ence that plaintiffs’ use resulted in secondary meaning (p. 296). 
This Court made no statement that the law requires “exclusive” 
use, and the case is therefore miscited by petitioner. Actiengesell- 
schaft v. Amberg, 102 Fed. 551 (C.C.N.J. 1900) went off on the 
same ground, general use by the trade of the get-up used by plain- 
tiff (p. 552), and the Court’s statement of the “rule” for which 
plaintiff cites it was not put to the test. In Sterling Products Corp. 
v. Sterling Products, 45 F. Supp. 960 (S.D., N-Y. 1942), it is clear 
that the Court only meant to speak of relatively “exclusive” use of 
“Sterling” (p. 961) since it denied defendants’ motion for summary 
judgment and ordered a trial on the issue of secondary meaning 
although there were “undoubtedly” many customers to whom 
“Sterling” only meant the defendants (pp. 961-2). In Crowell Pub. 
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These cases involved private litigation. Their reasoning 
applies a fortiori to a case in which protection of the public 
from confusion is the principal aim. 


It is clear, therefore, that the Board’s finding of secon- 
dary meaning rests on a sound legal basis." But even if 
this finding were legally insufficient, the Board’s applica- 
tion of section 411 to the facts of this case is correct. The 
finding of secondary meaning is only one of the alternative 
supporting findings for the Board’s basic conclusion that 
there is a likelihood of continuing substantial public con- 
fusion between two air carriers which should be eliminated, 
and that conclusion is fully justified on the record without 
the subsidiary finding of secondary meaning. Supra, p. 8. 
As the Board pointed out (Tr. 1046), section 411 does not 
require that secondary meaning be established in order to 
protect the public against confusion, particularly where, 
as here, petitioner adopted a corporate name similar to the 
then existing name ‘‘American Airlines, Inc.’’ Galter v. 
F.T.C., 186 F. 2d 810, 814 (C.A. 7, 1951), cert. denied 
342 U.S. 818.” 


a 


Co. v. Italian Monthly Co., 28 F. 2d 613, case 2, also cited by peti- 
tioner, the same court spoke only of “continued use”. Thierfeld v. 
Cerreta, 174 Misc. 590, 21 N-Y.S. 2d 837, affd. without opinion, 263 
App. Div. 704, 31 N.Y.S. 2d 664, is miscited by petitioner since it 
only speaks of “long and wide usage”, and went off on simple failure 
of proof. Columbia Mill v. Alcorn, 150 U.S. 460 (1893) was a trade 
mark infringement case and was decided on the two grounds of 
“long” and widespread use of the word “Columbia” prior to plain- 
tiff’s and of ineligibility of that geographical term as a technical 
trade mark. The Court’s statement that a claimant of a trade mark 
must have been the first to use it was thus not put to a literal test. 

11 The evidentiary support for this finding is discussed in Point II, 
infra, pp. 18-21. 

12 Petitioner in its argument (Pet. Br. 40) treats secondary mean- 
ing as one of only two possible supporting findings for substantial 
public confusion—the other being a deceptive and fraudulent pass- 
ing off of itself as intervenor. In so arguing petitioner erroneously 
ignores the fact that the likelihood of substantial public confusion 
can be and was shown in this case by (a) the similarity of the names 
involved, and (b) evidence of actual public confusion as well as by 
secondary meaning. Infra, pages 12, 15. 
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The Board’s Findings Are Supported by Substantial Evidence. 


The greater part of petitioner’s brief is devoted to the 
contention that the Board’s findings are not supported by 
substantial evidence (Pet. Br. 9-43). As pointed out above, 
supra, p. 8, the Board’s primary finding is the likelihood 
of substantial public confusion between American Airlines 
and North American Airlines and the strong public interest 
in the elimination of such confusion. This finding is sup- 
ported by (1) the similarity of the names of the two car- 
riers, (2) evidence of record as to actual confusion, and 
(3) by evidence of a secondary meaning in the name ‘‘ Amer- 
ican Airlines’? and the term ‘‘American’’ denoting inter- 
venor American Airlines. Any one of these subsidiary find- 
ings is sufficient to sustain the Board’s basic conclusion of 
a likelihood of substantial public confusion from use of 
the name ‘‘North American’”’ by petitioners, and all of them 
are supported by substantial evidence. 


1. The names of the two carriers are sufficiently similar to 
cause a likelihood of substantial public confusion. 


The Board found that the names ‘‘American Airlines”’ 
and ‘“‘North American Airlines’’ were sufficiently similar to 
put petitioner on notice, even before it adopted the latter 
name, that such similarity would have the capacity to con- 
fuse the public (Tr. 1068). It pointed out that it was 
‘‘obvious that the similarity of names might well cause 
confusion’? under the circumstances of petitioner’s and 
intervenor’s operations and that such confusion was reason- 
ably foreseeable (Tr. 1047). This determination that the 
mere similarity of the names itself created a likelihood of 
substantial public confusion was plainly correct. 

_ Like the Federal Trade Commission, the Board is not 
required to adduce evidence of actual deception of the 
public in order to establish unfair or deceptive practices 
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or unfair methods of competition.” The primary purpose 
of evidence of actual- confusion is to show a tendency to 
confuse.* The same tendency can appear in the similarity 
of the names involved. rea 
The Board’s conclusion that the similarity of names be- 
tween ‘‘American Airlines’? and ‘“‘North American Air- 
lines’’ is likely to produce substantial public confusion was 
proper. The test is not whether purchasers of air trans- 
portation would be confused if they saw the two names 
side by side. ‘‘* * * it is sufficient if one adopt a trade- 
name * * * so like another in form, spelling or sound that 
one, with not a very definite or clear recollection as to the 
real trade-mark, is likely to become confused or misled”’.”® 
Such likelihood clearly exists from the similarity of names 
here. Petitioner’s name is differentiated from intervenor’s 
only by the addition of a one-syllable prefix. It has usually 
been held that the addition of a prefix or suffix is not suffi- 
cient to distinguish one name from another and prevent 


13 Charles of the Ritz Dist. Corp. v. F.T.C., 143 F. 2d 676 (C.A. 2, 


1944). To the same effect are Gold Tone Studios v. F.T.C., 183 F. 2d 
257, 259 (C.A. 2) (“probable tendency to deceive * * *® is 
enough”) ; Perloff v. F.T.C., 150 F. 2d 757, 759 (C.A. 3); Electro 
Thermal Co. v. F.T.C., 91 F. 2d 477, 480 (C.A. 9, 1937), cert. den. 
302 Kee 748; Bockenstette v. F.T.C., 134 F. 2d 369, 371 (C.A. 10, 
1943). 

149. S. Kresge Co. v. Champion Spark Plug Co., 3 F. 2d 415, 
419 (C.A. 6, 1925). To the same effect are Rice & Hutchins, Inc. v. 
Vera Shoe Co., 290 Fed. 124, 126 (C.A. 2, 1923) (“Vera” used as a 
trade mark on shoes and the corporate name “Vera Shoe Com- 
pany”) ; George W. Luft Co. v. Zande Cosmetic Co., 142 F. 2d 536, 
538 (C.A. 2, 1944), cert. den. 323 US. 756 (“Zande” and “Tangee”’) ; 
La Touraine Coffee Co. v. Lorraine Coffee Co., 157 F. 2d 115, 117 
(C.A. 2, 1946), cert. den. 329 US. 771 (“La Touraine” and “Lor- 
raine” for coffee) ; Speed Products Co. v. Timmerman. Products, 179 
F. 2d 778, 780 (C.A. 2, 1949) (“Speed” and “Speed Clip”) ; Mules 
Shoes Inc. v. R. H. Macy and Co., Inc., 199 F. 2d 602, 603 (C.A. 2, 
1952), cert. denied 345 U.S. 909 (“ GRO PALS” and “GRO SHOE” 
used on shoes); Admiral Corp. v. Penco, Inc., 203 F. 2d 517, 520 
(CA. 2, 1953) ; Independent Nai and Pack Co. v. Stronghold Screw 
Prod., 205 F. 2d 921, 925 (C.A. 7, 1953), cert. denied 74 Sup. Ct. 138. 

15 Independent Nail & Pack Co. v. Stronghold Screw Prod., 205 
F. 2d 921, 924 (C.A. 7, 1953) cert. denied 74 Sup. Ct. 138; Hem- 
meter Cigar Co. v. Congress Cigar Co., 118 F. 2d 64, 70 (C.A. 6, 
1941). 
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deception. Material M. M. Assn. v. New ¥ ork M.M.M. 
Assn., 169 App. Div. 843, 159 N.Y.S. 706, 710 (1st Dept., 
1915) and cases cited.° In American Thread Co. v. North 
American Thread Co., 33 F. Supp. 616 (S.D., N.Y. 1935) 
exactly the same distinctive words—‘‘ American’’ and the 
same prefix—‘‘North’’—were involved. In its opinion, 
which constituted its findings of fact (Para. VII at p. 618), 
the Court made the determination that “the incorporation 
of the defendant company as the North American Thread 
Company in the same business as the American Thread 
Company is an act of unfair competition”’ without any 
findings of actual confusion between these corporations. 

Petitioner contends that a likelihood of public confusion 
is not a reasonable inference to draw from the similarity 
of the names ‘‘ American Airlines’”’ and ‘North American 
Airlines,’’ because (a) there would exist the same similarity 
between any name containing the word ‘‘American”’ and 
American Airlines (Pet. Br. 16), and (b) petitioner has not 
created a confusing similarity through advertising (Pet. 
Br. 17). The answer to the first of these arguments is that 
we are not concerned with any name containing the word 
‘¢American,’’? but with two air carriers both with such a 
name and both of which are engaged in furnishing air trans- 
portation to the same major transcontinental traffic centers 
in competition with each other. As to the second conten- 
tion, the issue in this case is the likelihood of public con- 
fusion growing out of similarity of names, not whether 
petitioner has added to the likelihood of confusion by 
employing similar advertising. Clearly, there is nothing 
in petitioner’s advertising which shows any attempt to 
dispel the confusion. 


16 See, for instance, Speed Products Co. v. Timmerman Products, 
supra, note 14 (“Speed” and “Speed Clip”, no evidence of actual 
confusion in the past); American Home Benefit Ass’n. v. United 
American Benefit Ass’n., 63 Idaho 754, 125 P. 2d 1010 (1942) (com- 
plaint based on similarity of parties, corporate names held sufficient 
on demurrer); Northern Metal Co. v. Maier, 337 Pa. 257, 11 Atl. 
9d 140 (1940) (Northern Metal Company and Great Northern 
Metal Co.); Navy Club v. All-Navy Club, 8 F. Supp. 679, 682 
(D.C. R.I. 1949). | 
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2. Evidence of actual public confusion sustains the finding 
of a likelihood of continued substantial public con- 
fusion from the similarity of names. 


The Board’s conclusion as to the likelihood of public 
confusion growing out of the similarity between the names 
‘¢American Airlines’? and ‘‘North American Airlines’’ 
receives further support in the evidence of record as to 
actual public confusion between the two air carriers. This 
record discloses the existence of six groups of confused 
members of the public, namely: (1) ticket holding passen- 
gers,!7 (2) persons meeting passengers,* (3) persons 
making inquiry regarding transportation,” (4) persons 
having business with petitioner,” (5) the Post Office,” and 
(6) the public press.” 

Petitioner attacks this evidence generally upon the two 
principal grounds that (a) it was prepared and offered by 
intervenor’s employees (Pet. Br. 37), and (b) that it is of 
insufficient quantity to give rise to a conclusion of substan- 
tial public confusion (Pet. Br. 41). The fact that the evi- 
dence is that of intervenor’s employees obviously does not 
affect its substantiality if it is otherwise sufficient. Peti- 
tioner made the same de minimis argument to the Board 
that it is now making to the Court. The Board in its 
opinion fully considered and disposed of that argument 
(Tr. 1043-45). It is readily apparent from the Board’s dis- 
cussion that the specific incidents of confusion testified to 
in the record are merely representative of a much larger 
number of such incidents (Tr. 184-5, 217-8, 221-3, 302, 318, 
335, 365). One need go no further than the admissions of 
petitioner’s then president Mr. Edward McAndrews to ap- 
preciate the accuracy of this finding.** According to the 


17 Tr, 236-8, 261-2, 271-2, 273-5, 573, 582. 

18 Tr, 239, 288, 308-9, 336, 364-5, 573, 574, 582, 601. 
a Tr. 173-4, 238, 261, 284-7, 292, 342-4, 357-8, 365, 566-69, 573, 

, 592. 

20 Tr. 180, 241, 262, 383-4, 570, 682 (intervenor dunned for peti- 
tioner’s bills). 

21 Tr, 191-2, 240, 385, 680, 682 (misdelivered mail). 

22Tr. 190-1 (confusion in newspapers). 

23 Also see findings of the Examiner adopted by the Board at 
Tr. 1062-63, 1067. 
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uncontradicted testimony of witness Perry, she had a con- 
versation with Mr. McAndrews on December 3, 1952. 
At that time he also worked at the ticket counter of his 
airline at Burbank, and checked in passengers. Mr. Me- 
Andrews made the statement ‘‘that many times he had 
passengers coming up to his counter to purchase tickets 
* * * ond on further conversation, when they mentioned 
Dallas, Oklahoma City, or Tulsa, he would realize that 
they were in fact American Airlines’ passengers [and] if 
they were Chicago or New York passengers he would do 
everything he could to steal them’? (Tr. 266-7, emphasis 
added). Petitioner’s counsel did not cross-examine the 
witness on this point, and Mr. McAndrews did not take the 
stand. The evidence shows that cases of confusion were 
encountered so ‘‘many times’? by Mr. Andrews alone that 
he thought it worth-while to make it his policy to exploit 
passengers’ errors and to ‘‘steal’’ them. 

Petitioner also makes a lengthy analysis of the testimony 
in an attempt to discredit it (Pet. Br. 18-37). In substance, 
petitioner argues that there may have been reasons other 
than confusion which led members of the public to deal with 
intervenor as though it were petitioner, and that the Board 
should have adopted this conjectural explanation instead 
of the obvious interference that members of the public were 
in fact confused. In other words, petitioner seeks to have 
this Court substitute petitioner’s evaluation of the evidence 
for that made by the Board. 

| The test on review, however, is whether the Board’s find- 
ings are supported by substantial evidence, and we submit 
that the evidentiary support for the findings in this case 
plainly meets that standard. We believe that no good 
purpose would be served by a lengthy answer to petitioner’s 
attacks on the evidence. These same objections were made 
by petitioner before the Board on its exceptions to the 
examiner’s report, and the Board carefully considered and 
rejected them (Tr. 1038-1045). A brief reference to a few 
of petitioner’s typical examples will suffice to demonstrate 
the errors of its analysis. 

Witnesses Newkirk, Perry, Rowley and Avery (the latter 
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two being reservationists) testified to the confusion of 
persons meeting incoming passengers of petitioner (Tr. 239, 
573; 288, 582; 308-9, 574; 336, 601). Petitioner dismisses 
witness Newkirk’s testimony on the ground that ‘‘all inde- 
pendent [sic] airlines, including petitioner, serving the 
Los Angeles area arrive in Burbank in the morning”’ (Pet. 
Br. 18, 19), an irrelevant observation. Miss Perry’s testi- 
mony of confusion of persons meeting passengers is met by 
a discussion of flight numbers on which the witness said she 
relied (Pet. Br. 21, 22). Petitioner does not contradict her 
testimony that petitioner’s flights were in the ‘‘200’’ series 
but only says that United Airlines also had such flights ‘‘in 
the same area’’ (Pet. Br. 22). Miss Perry was employed at 
Burbank in the capacity here involved from October 1951 to 
the date of her testimony, March 19, 1953 (Tr. 260). The 
time-tables of United Airlines which are included in peti- 
tioner’s broad reference to Tr. 1110-1164, begin with that in 
the Official Airline Guide for October 1952 (a year after Miss 
Perry’s employment, Tr. 1116-7) and include those in the 
Guides for November 1952 (Tr. 1124-5), December 1952 
(Tr. 1132-3), January 1953 (Tr. 1140-3), February 1953 (Tr. 
1150-3) and March 1953 (Tr. 1161-4). Respondent’s coun- 
sel have carefully scrutinized these timetables and have 
not been able to find one single instance of a flight of United 
Air Lines scheduled to arrive at Burbank, bearing a num- 
ber in the ‘‘200” series. Petitioner’s lack of preciseness 
is further shown by its record reference of 55 pages of 
which only 18 relate to United Air Lines. Miss Perry’s tes- 
timony thus stands unshaken, even if it be conceded that 
flights scheduled to arrive at Los Angeles International 
Airport may, under emergency conditions, sometimes be 
routed to Burbank. 

Miss Rowley’s testimony expressly discloses that it was 
not, as petitioner asserts (Pet. Br. 27) by reference to 
Flight No. 628 that her caller showed confusion. In fact, 
the confusion shown was not the caller’s at all but that of 
her relations who wired her they were coming in on Amer- 
ican Airlines when actually they came on North American 
Airlines. That they so arrived was expressly stated by 
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the witness on cross-examination in such a context as to 
make it clear she had that information positively from her 
caller (Tr. 309). 

Miss Avery, who worked as intervenor’s reservations 
agent in New York City (Tr. 334-5) made affidavit of two 
telephone calls demonstrating confusion as to incoming 
flights (Tr. 601). She affirmed these statements on oral 
testimony (Tr. 336) and was not cross-examined as to them. 
Her testimony thus stands unshaken. 

‘The evidence in the record admits of only one reasonable 
conclusion—namely, that there has been substantial public 
confusion between petitioner and intervenor American 
Airlines. 


3. Prior to Petitioners use of the name “‘North American 
Airlines,’’ the name <¢ American Airlines’’ and the 
term “‘American’”’ had acquired a secondary meaning 
denoting Intervenor Americam Airlines. 


This finding is supported by the long and widespread use 
of intervenor’s name, of which ‘¢American’’ is the prin- 
cipal element. American Airlines is the largest of the 
so-called ‘“‘Big Four’’ of domestic air transportation, the 
other three being Trans World Airlines, United Airlines 
and Eastern Airlines. The basic route systems of these 
earriers date back to the time prior to the enactment of 
the Civil Aeronautics Act in 1938, and their then existing 
routes were permanently certificated pursuant to the man- 
date in section 401(e) of the Civil Aeronautics Act, (49 
U.S.C. 481(e)), the so-called grandfather provision. Amer- 
ican Airlines, Inc—Certificates of Public Convenience and 
Necessity, 1 C.A.A. Rep. 105 (May 9, 1939). American 
Airlines was first incorporated in 1930 under the name of 
‘American Airways, Inc., and assumed its present name in 
1934 (Tr. 662). In the years immediately preceding peti- 
tioner’s change of name American Airlines’ domestic route 
system extended over approximately 6500 miles and con- 
nected such points as Milwaukee, Chicago, Detroit, Cleve- 
Jand, Boston, New York, Philadelphia, Washington, St. 
Louis, Memphis, Dallas-Fort Worth, Los Angeles, San Fran- 
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cisco and others (Tr. 663, 1178). A presumption that the 
words ‘‘American Airlines’? and the term ‘‘American”’ 
must have acquired a secondary meaning among the travel- 
ing public, arises from these published facts alone. New 
England Awl Co. v. Marlborough Awl Co., 168 Mass. 154, 
46 N.E. 386, case 2, 387 (1897, Mr. Justice Holmes). * 

Further support for such a conclusion is found in evi- 
dence that American Airlines has long engaged in extensive 
advertising of its services in the name of ‘¢American.’’ At 
least since about 1936 or 1937, that air carrier has con- 
centrated its advertising on the names ‘‘American”’ and 
‘¢American Airlines’? for the purpose of creating in the 
public mind an identity between the name ‘¢ American’’ and 
the earrier’s services (Tr. 141, 546-7). 

The evidence shows such advertising as ‘‘Better by Air— 
Best by American,’’ ‘‘American to Detroit the Most Fre- 
quent Service,’’ ‘‘ American to New York 11 Nonstop Flag- 
ships,’”’ and ‘‘American’s Convairs are Coming.’”’ (Tr. 531, 
533, 534, 542, 544.) Advertisements of the ‘‘billboard”’ 
type alone appeared in 142 newspapers every week at a 
cost of about $600,000 a year (Tr. 143, 531). Intervenor’s 
evidence that it has been spending millions of dollars for 
such advertising has not been contradicted (Tr. 531). In 
addition, intervenor has been using outdoor billboards 
(Tr. 532) and brochures (Tr. 531, 544). In all these mate- 
rials the name of American Airlines was conspicuously dis- 
played. In many of them, there was special emphasis of 
the word ‘‘American’’ as such (Tr. 533-48). The materials 
in the record are representative of intervenor’s advertising 
(Tr. 140). 

Petitioner’s argument against this evidence as sufficient 
to support a reasonable inference of secondary meaning in 
the name ‘“‘American Airlines’’ and the term ‘¢ American”’ 
is twofold. 

First, petitioner contends that since Pan American World 
Airways, Inc. is a prior and concurrent user of the term 
‘¢ American’’ in air transportation, the term could not have 


2 Petitioner itself concedes (Pet. Br. 19) that intervenor is “the 
largest and probably best known of all airlines” (emphasis added). 
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acquired a secondary meaning denoting intervenor Amer- 
ican Airlines, Inc. (Pet. Br. 10). We have already demon- 
strated, supra, pages 9-11, that “first or prior user’’ of 
a word is not a legal prerequisite to the establishment of 
a secondary meaning where such may reasonably be found 
on all the evidence. Nor, as the Board found (Tr. 1045-46), 
is such evidence here negated by the fact that an air carrier 
engaged exclusively in international air operations has as 
a part of its name the word ‘‘American.’’ Pan American 
World Airways is. the oldest, largest and best known of 
the United States flag carriers operating abroad, and to- 
gether with its subsidiaries is the only United States cer- 
tificated air carrier engaged wholly in foreign operations. 
Since Pan American is so closely identified with these world 
wide operations extending across the Atlantic, Europe, 
Asia, Africa, the Pacific, South America and Alaska, it is 
unlikely that the public would confuse this carrier with 
American Airlines, whose operations are almost wholly 
domestic. The fact that American Airlines has a single seg- 
ment extending into Mexico does not, as petitioner contends 
(Br. 10), make such an inference unreasonable. *° 


Second, petitioner argues that the extensive advertising 
of American Airlines cannot legally serve alone to estab- 
lish a secondary meaning in the name (Pet. Br. 13, 14), and 
that in any event the carrier has not at all times emphasized 
the word ‘‘American”’ alone (Pet. Br. 9, 10). The Board 
has not, as petitioner assumes, relied exclusively on the 
advertising of American Airlines to find a secondary mean- 
ing in that name and the word ‘‘American.’’ Rather the 
Board has cited such advertising as an important item 
supporting the conclusions to be drawn from all the facts, 


25 Petitioner also refers to All American Aviation, Inc., a pred- 

ecessor of the present Allegheny Airlines. That carrier was until 

1948 engaged only in restricted operations picking up and dropping 

mail in flight at isolated points in Maryland, West Virginia and 

Pennsylvania (Tr. 1166). From 1949 until its change of name 

™ in 1952 to Allegheny the carrier was engaged solely in limited 

local service operations in Maryland and adjacent states (Tr. 1177). 

ts size, limited operations, and obscurity compared to American 

~~ Airlines are such as to make All American Airways of no signif- 
4 jcance in the picture. 
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including the long and widespread use of intervenor’s 
name in its extensive operations cited above. (Tr. 1045, 
1062, 1064-67). Although the intervenor may have at times 
advertised such words as ‘‘Flagship,’”’ it has always done 
so in connection with its corporate name so that such ad- 
vertising did not detract from the popularity of the word 
‘¢ American.’’? As the Board pointed out in its opinion, this 
fact is illustrated by the common reference in the public 
press to intervenor as ‘‘American’’ (Tr. 1045). Petition- 
er’s efforts to explain away this fact (Pet. Br. 14) are not 
persuasive. 

Finally, it should be noted that a reviewing court will 
not disturb an agency’s finding that a term has acquired 
a secondary meaning if supported by substantial evidence. 
Universal Camera Corp. v. Labor Bd., 340 U.S. 474, 488 
(1951) ; Lighthouse Rug Co. v. F.T.C., 35 F. 2d 163, 165-6 
(C.A. 7, 1929); F.T.C. v. Maisel Trading Co., 77 F. 2d 246, 
9248 (C.A. 10, 1935) modified 79 F. 2d 127. 


CONCLUSION 


Upon the basis of the foregoing reasons and authorities, 
the Board’s order should be affirmed. 


Respectfully submitted, 
Srantey N. BakneEs, 
Assistant Attorney General. 
DanteL M. FrrepMan, 
Swecial Assistant to the 
Attorney General. 
Joon H. WANNER, 
Associate General Counsel, 


Emory T. NunNELEY, JR., Civil Aeronautics Board. 


General Counsel, 
James L. Hicusaw, JR., 
Chief, Litigation and 
Research Division, 
Geratp F’. Krassa, 
Attorney, 
Civil Aeronautics Board. 


Dated: Marcu 17, 1954. 
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APPENDIX A 
Regulations 
Serial Number ER-178 
Unrrep States or America, Crvir AzRonavutics Boarp 
Washington, D. C. 
Economic Regulations 
Amendment No. 7 to Part 291 
Effective: September 23, 1952 
Adopted: August 19, 1952 


Business Name or Arm CaRRIER 


At the present time the Economic Regulations of the 
Board do not attempt to regulate the names under which air 
earriers do business. While a change in name by the holder 
of a certificate of public convenience and necessity has al- 
ways been regarded by the Board as requiring an amend- 


ment to such certificate, there is no express requirement that 
the carrier do business under the exact name in which its 
economic operating authority is issued. The Board pos- 
sesses the power, pursuant to section 411 of the Civil Aero- 
nauties Act to require a carrier, after notice and hearing, 
to cease and desist from the use of a given name in cases 
where it finds that such use by the carrier concerned 
amounts to an unfair or deceptive practice or an unfair 
method of competition. 

"Until the relatively recent past there has been no need to 
tnake specific provision relating to the use of business names 
by air carriers since most carriers were in fact doing busi- 
ness under their official name withont any compulsion to do 
so. However, there has been an increasing tendency, par- 
ticularly among some of the large irregular carriers, to use 
names different from those in which operating authority is 
granted by the Board, in some cases the name being used 
having no identifiable relation to the name in which the 
authority is held. This has resulted in confusion in the 
minds of the public, an increase in the administrative burden 
of the Board, and greater difficulty in achieving adequate 
enforcement of the Act and the regulations. The Board has 
received an increasingly large number of complaints from 
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the public indicating that the complainant did not know the 
true identity of the carrier against which the complaint was 
being made. In several instances, it has been necessary to 
undertake considerable correspondence and even field in- 
vestigations in order to identify the carrier responsible. 
Aircraft accidents have been reported in the press as having 
involved air carriers bearing names not registered with or 
even known to the Board. In at least one instance, a trade 
name of a carrier whose operating authority had been 
revoked for willful violation of the Act was assumed by 
another carrier operated by the same management per- 
sonnel as that of the carrier whose authority had been 
revoked. 

Most important, the foregoing practices, combined with 
equally unstable identities among ticket agencies, have made 
it difficult, and in many instances impossible, for members 
of the traveling public to know the identity with whom they 
are doing business. This has had serious consequences 
both with respect to the business relationships involved and 
with respect to liability for injury or death of a passenger 
or other members of the public, or the loss of or damage to 
property. 

The possibility of such abuse exists for every type of air 
carrier, irrespective of how its operations are authorized; 
and, even though the number of abuses has been relatively 
small, the Board believes that it should now take action to 
enable it to deal effectively with such abuses and to prevent 
their occurrence. For this reason it is adopting this regu- 
lation together with companion amendments to Parts 202, 
903, 292, 296, 297 and 298 of the Economic Regulations. In 
so doing it is the intention of the Board to permit the great- 
est managerial discretion possible in the use of business 
names consistent with the objective of the regulation. Ac- 
cordingly, the regulation permits use of abbreviations, 
initials, nicknames and other variations of the name on file 
with the Board without obtaining permission therefor and 
places no restrictions on the use of slogans. Moreover, in 
cases where the circumstances warrant such action, the 
Board may permit the use of two or more different names 
by one carrier upon a showing that such multiple use will 
not be contrary to the public interest. Permission granted 
under this Part will not effect a formal change in name, but 
will merely constitute authority to use a different name. 

It should also be noted that the restriction on the use of 
names does not become effective until 60 days after the effec- 
tive date of the regulation. This 60-day period is designed 
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to enable carriers which have developed goodwill in a name 
different from that in which their operating authority is 
held, to apply for and obtain permission to use such other 
name either exclusively or in conjunction with its certifi- 
cated name. In cases where goodwill has been established 
in a name by use thereof, the Board will deny permission to 
continue such name only in cases where it believes that a 
violation of section 411 may be involved and such fact has 
been established after notice and opportunity for a hearing. 

Interested persons have been afforded an opportunity to 
participate in the making of this rule and due consideration 
has been given to all relevant matter presented. 

‘In consideration of the foregoing, the Civil Aeronautics 
Board hereby amends Part 291 of the Economic Regulations 
(14 CFR 291) effective September 23, 1952, by adding 
thereto a new section 291.28 to read as follows: 


| 291.28 Business Name of Air Carrier. On and after No- 
vember 15, 1952 it shall be an express condition upon the 
operating authority granted by this Part and the letters of 
registration issued hereunder that the air carrier concerned, 
in holding out to the public and in performing air transpor- 
tation services shall do so only in a name the use of which is 
authorized under the provisions of this section. 

(a) Except as otherwise provided under paragraph (b) 
of this section, an air carrier may do business in the name 
in which its letter of registration is then issued and out- 
standing, including abbreviations, contractions, initial 
letters, or other minor variations of such name which are 
readily identifiable therewith. 

(b) An air carrier may do business in such other and 
different name or names as the Board may by order permit, 
upon a finding that the use of such other name or names is 
not contrary to the public interest. Any such permission 
may be made conditional upon the abandonment of the use 
of the name in which its letter of registration is issued and 
outstanding, in air transportation service by the air carrier 
concerned, or otherwise be made subject to such reasonable 
terms and conditions as the Board may find necessary to 
protect the public interest. 

' (¢) Slogans shall not be considered names for the pur- 
poses of this section, and their use is not restricted hereby. 
' (da) Neither the provisions of this section nor the grant 
of a permission hereunder shall be deemed to constitute a 
finding for purposes other than for this section, or to effect 
4 waiver of, or exemption from, any provisions of the Civil 
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Aeronautics Act, or any orders, rules, or regulations issued 
thereunder. 

(Section 205(a), 52 Stat. 984, 49 U.S.C. 425. Interpret or 
apply sections 411, 416(a), 416(b); 66 Stat. 628, 52 Stat. 
1004; 49 U.S.C. 491, 496.) 


By the Civil Aeronautics Board: 


(S.) M. C. Mutiican, 
[szax.] Secretary. 
Part 291 last printed June 1, 1950 
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STATEMENT OF QUESTIONS PRESENTED 
The Civil Aeronautics Board made the following 
findings, inter alia: 

Petitioner’s use of the North American name had 
caused, and was likely to cause, substantial public 
confusion by reason of its similarity to intervenor’s 
name. 

The words ‘‘American Airlines” and ‘‘American’’, 
used in air transportation, have acquired secondary 
meaning as signifying intervenor. 

Petitioner had used: the North American name 


knowing that it was confusingly similar to interven- 
or’s name. 


1. Do these findings, or any of them, establish an 
- unfair or deceptive practice or unfair method of 
competition in air transportation in violation of 
Section 411 of the Civil Aeronautics Act? 


2. Are these findings supported by substantial evi- 
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BRIEF FOR INTERVENOR 


COUNTER STATEMENT OF THE CASE 


Petitioner (North American Airlines, Inc. herein- 
after sometimes referred to as North American) and 
intervenor (American Airlines, Inc. hereinafter some- 
times referred to as American) are competitors in air 
transportation, serving, among other places, New York, 
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Chicago and Los Angeles. Intervenor, a scheduled 
earrier, is the largest domestic airline in the country, 
and is considered, in the words of petitioner’s counsel, 
“by a great part of the travelling public probably the 
top airline, the best known airline in the United 
States.” (Tr. 341). Since its incorporation in 1934, 
it has used the names ‘‘ American”? and ‘‘ American 
Airlines’’; its predecessor had the name ‘‘American 
Airways’’ for four years prior to that date. (Tr. 531- 
532, 662). In 1948 intervenor registered the words 
‘American Airlines” on the Patent Office’s Principal 
Register as a service mark used in air transportation. 
(Tr. 562-564, 662). 

Petitioner operates without a certificate of conven- 
ience and necessity by virtue of an exemption from the 
Civil Aeronautics Act, 52 Stat. 977, as amended, 49 
U.S.C. § 401 et seq., evidenced by a letter of regis- 
tration. This letter was issued to it by respondent 
Civil Aeronautics Board (hereinafter sometimes re- 
ferred to as the Board) as ‘‘Twentieth Century Air- 
lines” and remains in effect under that name. How- 
ever, petitioner remains subject to Section 411 of the 
Act which is modeled on Section 95 of the Federal 
Trade Commission Act, 38 Srat. 717, 719, 15 U.S.C. 
§§41, 45, and which proscribes “unfair or deceptive 
practices or unfair methods of competition” in air 
transportation. 

‘Petitioner commenced use of the names ‘North 
American” and ‘“‘North American Airlines’’ for the 
first time in April, 1951. (Tr. 662). And it was not 
until March, 1952 that it formally adopted the North 
American name by effecting a change in its articles of 
incorporation. (Tr. 662). 

‘Pursuant to respondent’s Business Name Regulation, 
Parts 202.8, 203.9, 291.28 of the Board’s Economic 
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Regulations, 17 Fen. Ree. 7809-7811 (1952), which 
requires that carriers secure Board authorization 
to use names other than those specified in their 
letters of registration or certificates, petitioner filed 
an application on October 6, 1952 for permission to 
do business in the North American name. The Busi- 
ness Name Regulation prohibits continued use of 
existing names only if such use contravenes Section 
411 of the Act. American objected to the application 
on the ground that the North American name was con- 
fusingly similar to that of its own. Respondent set 
petitioner’s application for hearing before an Exam- 
iner and simultaneously instituted an investigation to 
determine whether petitioner’s use of the North 
American name constituted a violation of Section 411. 
The two proceedings were consolidated and American 
was permitted to intervene. (Tr. 110). Respondent 
held that the only issue in the consolidated proceeding 
was whether petitioner had engaged in an unfair 
method of competition or unfair or deceptive practice 
in violation of Section 411. 

During the four-day hearing 16 witnesses testified 
and numerous exhibits were introduced. The case 
was extensively briefed to the Examiner. The Exam- 
iner issued a comprehensive report finding that peti- 
tioner’s use of the North American name violated 
Section 411. Petitioner filed elaborate and detailed 
exceptions to the report making substantially the same 
arguments contained in its brief to this Court. The 
case was then briefed to respondent and argued orally. 

Respondent’s decision on November 4, 1953 reflects 
full consideration of the evidence, the Examiner’s 
report, the exceptions to that report and the arguments 
addressed to the respondent itself. (Tr. 1036-1069). 
Respondent adopted most of the Examiner’s findings 
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and ‘made independent findings of its own. It held that 
petitioner’s use of the North American name was an 
unfair method of competition and unfair or deceptive 
practice in contravention of Section 411 of the Act. 
Accordingly, the Board denied petitioner’s application 
to use the name “‘North American Airlines, Inc.’ and 
ordered it to cease and desist from using that name or 
any other name employing the word ‘‘American’’. 
(Tr. 1070). 

The petition for review filed with this Court takes 
no exception to the form or scope of respondent’s 
order. Its objections are confined to contentions that 
the record discloses no violation of Section 411 by its 
use of the North American name. 


| STATUTE INVOLVED 
Section 411 of the Civil Aeronautics Act of 1938: 


“The Board may, upon its own initiative or 
upon complaint by any air earrier, foreign air 
 earrier, or ticket agent, if it considers that such 
action by it would be in the interest of the public, 

investigate and determine whether any air car- 
' rier, foreign air carrier, or ticket agent has been 
| or is engaged in unfair or deceptive practices or 
unfair methods of competition in air transporta- 

tion or the sale thereof. If the Board shall find, 
after notice and hearing, that such air carrier, 
" foreign air carrier, or ticket agent is engaged in 
such unfair or deceptive practices or unfair 
- methods of competition, it shall order such air 
 earrier, foreign air carrier, or ticket agent to cease 
and desist from such practices or methods of com- 

petition.”’ 

52 Stat. 1003, as amended, 49 U.S.C. § 491. 





H) 
SUMMARY OF ARGUMENT 


Respondents order should be affirmed. The findings 
establish a violation of Section 411 of the Civil Aero- 
nauties Act, which prohibits ‘“‘unfair or deceptive prac- 
tices or unfair methods of competition’’ in air trans- 
portation. The findings themselves are supported by 
evidence which is much more than substantial. 

Respondent found that petitioner’s use of the North 
American name was likely to cause confusion, that peti- 
tioner had used said name knowing it was confusingly 
similar to that of intervenor, and that the words 
‘‘ American Airlines’? and ‘‘American’”’, used in air 
transportation, had acquired secondary meaning as sig- 
nifying intervenor. The finding of likelihood of con- 
fusion was based on evidence of actual confusion on a 
large scale. This evidence dealt with a variety of in- 
cidents in a number of settings concerning individuals 
of widely divergent occupations. 

The findings of secondary meaning and of knowing 
use are equally correct. The former rested on surveys, 
letters, newspaper articles, extensive advertising and 
expert testimony. Also significant was intervenor’s 
registration of the words ‘‘ American Airlines’’ on the 
Patent Office’s Register some three years before peti- 
tioner adopted the North American name. In the light 
of these facts, it is wholly unreasonable to assert that 
the words ‘“‘ American Airlines” and ‘‘American’’ have 
no secondary meaning, and hence do not signify any 
one carrier but merely refer generally to airlines of 
this nation or continent. The finding of intentional 
use by petitioner of a confusingly similar name was 
based both on evidence of record and on the settled 
common law doctrine that one is deemed to have in- 
tended the reasonably foreseeable consequences of his 
actions. 
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Having failed to convert either the Examiner or 
respondent to its distinctly colored version of the evi- 
dence supporting the findings, petitioner urges this 
Court, in effect, to try the case de novo. It insists that 
the Court resolve testimonial conflicts in its favor, draw 
inferences other than those reasonably adopted by re- 
spondent, and disbelieve the testimony of certain wit- 
nesses who were credited by the respondent. Petitioner 
thus totally misconceives the role of an appellate court 
in' reviewing administrative findings. 


Moreover, under the circumstances of this case the 
finding of a likelihood of confusion is in itself sufficient 
to sustain respondent’s order. In arguing to the con- 
trary, petitioner treats this proceeding as though ‘t 
were a suit at common law for the protection of pri- 
vate interests. The fact is, however, that in Section 411 
proceedings, as in cases brought under Section 5 of 
the Federal Trade Commission Act, the public inter- 
est is paramount. <A cease and desist order will there- 
fore issue if the public suffers substantial confusion 
because a newcomer, such as petitioner, adopts a name 
which is very similar to that of a long-established, well- 
known concern, such as intervenor. The delays and in- 
conveniences inherent in such confusion are adverse 
to the public interest, and the respondent so held. 

“This emphasis on the public interest in a Section 411 
name ease renders unnecessary any showing of second- 
ary meaning. Such a finding establishes the existence 
of a property right in a particular name and therefore 
may be vital in a suit between private litigants. But 
it has no place in an administrative proceeding where 
the welfare of the public at large is controlling. Re- 
spondent’s finding as to petitioner’s intent is super- 
fuous for an additional reason: motive is immaterial 
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where, as here, the purpose is to prevent future con- 
fusion rather than to collect damages for past confu- 
sion. This principle prevails even at common law. 


ARGUMENT 
I 


RESPONDENT’S FINDINGS ESTABLISH A VIOLATION OF 
SECTION 411 OF THE CIVIL AERONAUTICS ACT BY 
PETITIONER. 


Respondent’s findings include the following. Peti- 
tioner’s use of the North American name had caused 
and was likely to cause substantial public confusion be- 
eause of its similarity to that of intervenor. (Tr. 1038, 
1049). The words ‘“‘American Airlines” and ‘‘Amer- 
ican’’, used in air transportation, have acquired sec- 
ondary meaning as denoting intervenor and had 
acquired such meaning prior to petitioner’s initial use 
of the North American name. (Tr. 1046, 1049). Peti- 
tioner used the North American name knowing that it 
was confusingly similar to that of intervenor. (Tr. 
1047). 

These findings establish a violation of Section 411 
of the Civil Aeronautics Act, 52 Srat. 1003, as 
amended, 49 U.S.C. § 491, which prohibits ‘“‘unfair or 
deceptive practices or unfair methods of competition’ 
in air transportation. In fact, the finding of likelihood 
of confusion, together with respondent’s conclusion 
that such confusion was injurious to the public and the 
prior use by intervenor of the word ‘‘American”’, is, in 
itself, sufficient to establish a violation. 

The findings of secondary meaning and an intent to 
mislead, although correct, are unnecessary in a Section 
411 proceeding. In arguing to the contrary in its 
brief and insisting that a showing of secondary mean- 
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ing or deceptive intent is essential to the validity of 
respondent’s order, petitioner misconceives the nature 
of this case. (pet. brief, 5). This is not private litiga- 
tion between intervenor and petitioner. Tt is neither 
a suit for trade mark infringement nor a case of unfair 
competition at common law. In short, it is not a pro- 
ceeding to adjudicate the extent of intervenor’s prop- 
erty interest in its name. 

This is a case brought by the Civil Aeronautics Board 
to protect the public—not the intervenor. The Board’s 
statutory duty under Section 411 is to defend the public 
against unfair or deceptive practices in air transporta- 
tion. Consequently, the application of this section does 
not require resort to the refinements of common law 
which may attend the definition of property rights in 
a name or mark. Rather, Section 411 is designed to 
prevent the countless inconveniences and injuries to 
the public which inevitably flow from name confusion. 

“Some of these consequences were described by re-_ 
spondent in its decision: name confusion impedes the 
prompt handling of complaints, subjects individuals 
meeting friends on incoming flights to “‘annoyance and 
worse’’, causes travellers to buy transportation on the 
wrong carrier, and may well diminish the speed of 
air travel. (Tr. 1047-1048). Because of its specialized 
knowledge and long experience respondent is peculiarly 
well qualified to make this appraisal of the impact of 
name confusion in the air transportation field. 

Although further elaboration of such self-evident 
propositions would ordinarily be unnecessary, peti- 
tioner’s extreme preoccupation with common law rules 
warrants a brief discussion of the statutory background 
of Section 411. | 

As petitioner concedes, Section 411 is modeled on 
Section 5 of the Federal Trade Commission Act. The 
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language of both sections is virtually identical and the 
legislative history of Section 411 makes it clear that 
it was aimed at the same evils which were proscribed 
by Section 5. (pet. brief, 38-39). 

It is equally clear that Section 5 of the Trade Com- 
mission Act outlaws a wider range of activities than 
were illegal at common law. The doctrine of common 
law unfair competition was considered too restrictive 
a concept to defend adequately the public against 
unfair trade practices. Accordingly, the phrase, ““un- 
fair methods of competition’’ was inserted in the Act 
instead of ‘unfair competition’’ because of the former’s 
wider sweep. F.T.C. Vv. Keppel and Bro., 291 U8. 
304, 310-312 (1934). As the Supreme Court recently 
observed: 


‘the ‘unfair methods of competition’ which are 
condemned by §5(a) of the Act, are not confined 
to those that were illegal at common law or that 
were condemned by the Sherman Act. ... Congress 
advisedly left the concept flexible to be defined 
with particularity by the myriad of cases from the 
field of business.’’ F.T.C. v. Motion Picture Ad- 
vertising Service Co., 344 U.S. 392, 394 (1953). 


And when, in 1938, Section 5 was amended to reach 
not only “unfair methods of competition”? but also 
‘cunfair or deceptive practices”’, additional protection 
was extended to the consumer.” 52 Srat. 111 (1938). 


*H. Rep. No. 1613, 75th Cong., Ist. Sess. 3 (1937). See also 
letter on behalf of the Federal Trade Commission from Acting 
Chairman Ferguson to Senator Wheeler, Chairman of the Senate 
Committee on Interstate Commerce, Hearings Before the Commit- 
tee on Interstate Commerce on 8. 3744, 74th Cong., 2d Sess. 5-6 
(1936), and explanation of the amendment by Representative 
Wolverton, 83 Cong. Rec. 395-896 (1938). 
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Thereafter, the Commission coul ‘Seenter its attention 
on the direct protection of the consumer where formerly 
it could protect him only indirectly through the protec- 
tion of the competitor.” Pep Boys—Manny, Moe and 
Jack v. F.T.C., 122 F. 2d 158, 161 (3d Cir. 1941). 

Because of paramount concern with the protection 
of the public, it is not surprising that cease and desist 
orders in name confusion cases arising under Section 
5 of the Trade Commission Act are not dependent upon 
the establishment of a property right, or secondary 
meaning, in the name of the prior user. Sucha showing 
would be superfluous where no private injury need be 
proven. For example, in Pep Boys—Manny, Moe and 
Jack v. F.1.C., 31 F.T.C. 973 (1940), aff'd, 122 F. 2d 
158 (3d Cir. 1941) and Juvenile Shoe Co. v. F.T.C., 
5 FEC. 105 (1922), aff’d., 289 Fed. 57 (9th Cir. 1923), 
cert. denied, 263 U.S. 705 (1923), neither the Commis- 
sion nor the courts even discussed secondary meaning 
much less made any finding with respect to it. 

And in Galter v. F.T.C., 186 F. 24810 (7th Cir. 1951), 
cert. denied, 342 U.S. 818 (1951), the petitioner con- 
tended that no one company had a property right in 
any of the names in question. In rejecting this argu- 
ment as irrelevant, the court stated: 


‘he evidence on which they rely revealed that the 
names ‘Elgin’, ‘Remington’, and ‘Underwood’ were 
used by companies other than the Elgin Watch 
Company and the Remington and Underwood 

ewriter Companies. This evidence, they say, 
indicates that the stipulation is incorrect in stat- 
ing that the names in question are the exclusive 
property of the aforementioned companies. <As- 
suming arguendo that the evidence did show that 
the stipulation was erroneous in this respect, we 
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cannot see that petitioners can be benefited there- 
by, for this is not am action for trademark viola- 
tion but a proceeding to protect the public against 
fraud and deception. ... Thus the Commission’s 
order would have substantial support im the evi- 
dence even though the statements that the names 
in question belonged exclusively to Eig, Reming- 
to and Underwood were wholly disregarded.”’ Id. 
at 814. (Emphasis added) 


Similarly, in a Section 5 proceeding no showing of 
a deliberate intent to confuse is necessary. This is 
a logical corollary of the Section’s emphasis on the 
public interest. The critical factor is the effect of a 
company’s activities upon the public; the motive behind 
those activities is immaterial. The classic statement of 
this principle was made in the Pep Boys case: 


‘$A deliberate effort to deceive is not necessary 
nor must the Commission find actual deception or 
that any competitor of petitioner has been dam- 
aged, but it must find a specific and substantial 
public interest.”” 122 F. 2d at 161. 


See also Jacob Siegel Co. v. F.T.C., 327 U.S. 608, 612 
(1946) (‘The fact that they [trade names] were 
adopted without fraudulent design - - . does not stay 
the Commission’s hand.’’). Moreover, no showing as 
to intent is required at common law when the requested 
relief is an injunction rather than damages. Stork Res- 
taurant v. Sahati, 166 F. 2d 348 (9th Cir. 1948). eS 
Tn short, the crucial element in Section 5 name cases 
is public confusion. Charles of the Ritz Corp. V. 
F.T.C., 143 F. 2d 676 (2d Cir. 1944); Parke, Austin 
& Lipscomb v. F.T.C., 142 F. 2d 487 (2d Cir. 1944). 
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And it is the likelihood of that confusion in the instant 
case—a likelihood based on substantial evidence of 
past confusion—which requires a ban on petitioner’s 
further use of the North American name. Such use is 
clearly adverse to the ‘substantial public interest”’ 
mentioned in the Pep Boys case, for as the Board 
stated in its decision: 
‘The maintenance of high standards in dealing 
with the public is expected of common carriers, 
and the public has a right to be free of the incon- 
veniences which flow from confusion between 
carriers engaging in the transportation of persons 
by air. The speed of air travel may well be 
- diminished when passengers check in for flights 
with the wrong carrier, or attempt to retrieve 
baggage from the wrong carrier, or attempt to 
purchase transportation from the wrong carrier 
or direct their inquiries to the wrong carrier. 
Friends, relatives or business associates planning 
to meet passengers or seeking information on 
' delayed arrivals are subject to annoyance or Worse 
when confused as to the carrier involved. The 
_ proper handling of complaints from members of 
the public is impeded by confusion as to the 
 earrier to whom the complaint should be pre- 
sented! ‘The transportation itself may differ from 
_ what the confused purchaser had anticipated (e.g., 
in terms of equipment), even though the time and 
place of arrival may be about the same. It is 
obvious that public confusion between air carriers 
_ operating between the same cities is adverse to 
the public interest .- . 2? (Tr. 1047-1048). 
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iH 


RESPONDENT’S FINDINGS ARE SUPPORTED BY SUBSTANTIAL 
EVIDENCE. 


A. THE WOEDS ‘‘ AMERICAN AIBLINES’’ AND ‘‘ AMERICAN”?, USED .. 


IN AIR TRANSPORTATION, HAVE ACQUIRED SECONDARY 

MEANING AS DENOTING INTERVENOB. 

As previously indicated, a finding of secondary | 
meaning in the words ‘‘American Airlines”? and 
<¢ American’? is not essential to the validity of respond- 
ent’s order in a Section 411 proceeding, and the Board 
so held. (Tr. 1046). However, the Board did make 
such a finding and that finding is patently correct. 
(Tr. 1046). 

The term “‘secondary meaning”’ simply signifies that 
the public associates a name with a specific company 
or its services or products. 1 Nims, Unfair Compett- 
tion, (4th ed. 1947) §§ 36, 37 and cases cited therein. 
In the instant case, this means that the public must 
associate the words ‘‘ American Airlines”’ and “‘Ameri- 
can’’, used in air transportation, with the intervenor. 
The Board specifically concluded that this was in fact 
the case. 3 

Any other conclusion would have bordered on the 
ridiculous. It would have required a finding that the 
words ‘“‘American Airlines” and ‘‘American”’ did not — 
denote any one carrier but merely referred generally 
to all the airlines of this continent or this nation. 
Mere statement of this proposition reveals its ab- 
surdity; yet this is precisely the position which peti- 
tioner would have this Court adopt. 

The plain fact of the matter is that the public does 
associate the words ‘‘ American Airlines’”’ and “‘Amer- 
ican”? with intervenor. However, the issue before 
this Court is not whether the respondent’s conclusion — 
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was correct. It is simply whether or not respondent 
could reasonably have made such a finding. Unwersal 
Camera Corp. v. N.L.R.B., 340 US. 474 (1951). In 
view of the overwhelming nature of the evidence, there 
is no basis for upsetting respondent’s resolution of 
this factual question. 

Evidence that the public identified the words ‘¢ Amer- 
jean Airlines” and ‘“‘American”’ with intervenor came 
- froma variety of sources. Newspaper reports used the 
single word ‘‘American”’ in both headlines and text 
when referring to American Airlines, Ine. (Tr. 550- 
553). Letters from air travellers indicated that the 
public linked the word ‘¢ American’? with intervenor.” 
(Tr. 145-146, 554-556, 558, 559). Surveys confirmed 
this same fact.** (Tr. 141-142, 144-145, 150, 165). The 
record also contains testimony of two of American’s 
sales personnel, individuals with approximately twenty 
years of sales experience, that the public equates the 
words ‘American Airlines” and ‘‘American” with 
a particular carrier, namely intervenor. (Tr. 144, 146, 
175-176). 

The foregoing evidence is particularly persuasive 
because it stands uncontroverted on the record. Not 
one of petitioner’s witnesses disputed the proposition 
that “American Airlines” or ‘‘American”, in air 
transportation, denotes the intervenor. 


* Petitioner’s suggestion that letters from intervenor stimulated 
use of the word ‘‘American’’ in the travellers’ letters has no sup- 
port in the record. Counsel for petitioner not only never asked 
American to produce such letters; he did not even ask witness 
Speers, who sponsored the exhibit, a single question concerning 
them. 

*® Petitioner’s attack on the testimony as to surveys is based on 
sheer speculation. (pet. brief, 11-12). Petitioner never asked that 
any of the surveys be produced and declined to cross examine wit- 
ness Speers concerning the one it now seeks to discredit. 
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Intervenor’s extensive advertising and promotion of 
its name is also significant. As early as 1937 the word 
‘‘American’’ was prominently lettered on the fuselage 
of its aircraft. (Tr. 532, 548). The same word, 
‘‘American”’, has long been featured in newspaper, 
magazine, billboard and brochure advertising. (Tr. 
141-143, 531-547, 661). The size of intervenor’s adver- 
tising efforts is shown by the fact that during the five 
years between 1948 and 1953 it spent over $6,000,000 for 
newspaper and magazine advertising alone. (Tr. 531). 

Such large-scale promotion and exploitation of the 
names ‘‘ American”? and ‘‘American Airlines’’ is fur- 
ther evidence that these words have acquired secondary 
meaning. A finding to the contrary would mean that 
American’s advertising merely indicates to the reader 
that some airline or airlines in the United States, but 
no particular one, flies between the points designated 
in the advertisement. It would signify that inter- 
venor’s advertising and promotional efforts over a 
period of years have been wholly unsuccessful and that 
the public does not identify intervenor by any word 
or combination of words. And it would mean that when 
people see the words ‘‘ American Airlines’’ in an adver- 
tisement they do not connect those words with any 
single carrier but merely think that the advertisement 
is on behalf of all the airlines in this country or this 
continent. Such a contention is, on its face, so inered- 
ible that it is unworthy of serious consideration. 

The legal significance of a large-scale advertising 
effort such as intervenor’s is well recognized. In 
Stork Restaurant v. Sahati, 166 F. 2d 348, 356 (9th 
Cir. 1948), it was observed that in determining whether 
a prior user of a name is entitled to relief against a 
junior user, courts will attach considerable weight 











16 


to the amount of advertising given the name by the 
prior user. The court cited as an example Lady 
Esther, Lid. v. Flanzbaum, 44 F. Supp. 666 (D. R. I. 
1942), where an important element was plaintiff’s 
expenditure in six years of over a million dollars a 
year in advertising. Id. at 667-668. 

Tf anything further is needed to establish the exist- 
ence of secondary meaning, intervenor’s 1948 registra- 
tion of the words “‘American Airlines’’ should suffice. 
These words were registered on the Principal Register 
in accordance with the provisions of the Federal Trade 
Mark Act, 15 U.S.C. § 1051 e¢ seq., as a service mark 
used in air transportation. 

Names containing words of a geographical nature 
such as “American” cannot be registered unless they 
have acquired distinctive or secondary meaning. And 
the recording of a registration on the Principal Regis- 
ter is no mere ministerial act. On the contrary, it 
represents the exercise of a quasi-judicial function by 
the Patent Office. An elaborate procedure is provided 
to assure that, insofar as possible, no application is 
approved which does not meet the statutory require- 
ments. See Rules 7-26, Rules of Practice in Trademark 
Cases, U. S. Department of Commerce, Patent Office. 

Registration of a mark such as ‘‘ American Airlines’”’ 
accordingly reflects the considered judgment of an 
expert administrative body that the name in question 
has acquired secondary meaning. Not unexpectedly, 
therefore, the registrant is entitled to a presumption 
that secondary meaning has been established and the 
courts have so held. American Lead Pencil Co. v. 
L. Gottlieb, 181 Fed. 178 (S.D. N-Y. 1910); Vick 
Chemical Co. v. Vick Medicine Co., 8 F. 2d 49 (S.D. 
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Ga. 1925) ; 2 Nims, Unfair Competition, (4th ed. 1947) 
p. 1076. Nothing on the record in this case contradicts _ 
that presumption. Indeed, petitioner introduced no 
evidence whatsoever to rebut it. 

Petitioner nevertheless insists that the Board’s find- 
ing of secondary meaning is erroneous because inter- 
venor was neither the first nor the exclusive user of the 
word “American”. (pet. brief, 6-8). In support of 
this contention, petitioner puts great store in the fact 
that this word has also appeared in the names of two 
other carriers, Pan American World Airways and All- 
American Airways (now Allegheny Airlines), although. 
there is no showing whatsoever that either of these 
carriers or any other carrier besides intervenor ever 
used the word ‘‘American” alone in its advertising 
or promotional efforts. : 

Petitioner neglects to point out that respondent 
found that intervenor had also established secondary 
meaning in the words ‘‘American Airlines’’.* (Tr. 
1046). Petitioner does not dispute the fact that neither 
before nor after intervenor’s incorporation in 1934 
has any other carrier ever used that name. Since 
secondary meaning is merely a test for determining 
whether a property right exists in a name, it is im- 
material whether such meaning was acquired in 
the words “American Airlines’? or whether it was 
acquired in the word ‘‘American”. In either case 
petitioner’s name would still be confusingly similar. 


* Petitioner’s objection that secondary meaning cannot be estab- 
lished in the word ‘‘ Airlines’’ alone is irrelevant. (pet. brief, 6-7). 
The point is that secondary meaning can be acquired in the com- 
bination ‘‘American Airlines’’. See Sterling Products Corp. v. 
Sterling Products, 45 F. Supp. 960, 961 (S.D. N-Y. 1942). 
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Thus, petitioner’s exclusive use theory, even if valid, 
would not bar the finding of secondary meaning which 
petitioner conceives to be necessary for the grant of 
relief. ) 

Moreover, petitioner’s theory itself is erroneous. 
Exclusive use is one of the factors which may establish 
the existence of secondary meaning, but it is not an 
indispensable factor. The crucial question is simply 
whether or not the public associates a name with its 
user, Schwartz v. Television Center, 89 App. D. C. 30, 
189 F. 2d 691 (1951); the manner in which the public 
may come to make that association is unimportant. 

As the Board recognized, Pan-American, unlike 
American, is engaged in the separate field of inter- 
national and overseas transportation. (Tr. 1046). 
Similarly, All-American Airways (now Allegheny 
Airlines) does not compete with American; it is a 
sectional, local service carrier. And petitioner failed 
¢o mention the fact that All-American did not become 
a passenger carrier until March 1949. (Tr. 1176-1177). 
Prior to that time it had been engaged only in a unique 
and very limited, experimental ‘pick-up’? operation, 
wherein its aircraft, without landing, picked up mail 
and express from wires strung between poles. 

As petitioner states in its brief, names in an unfair 
competition case cannot be viewed in the abstract. 
(pet. brief, 15-16). They must be viewed in the context 
in which they are used. Thus the presence of the 
word ‘American’? in the names of non-competitive 
carriers in distinctly different fields of air transporta- 
tion, as is true of both Pan-American and All-American 
(now Allegheny), ereated no obstacle to the acquisition 
by intervenor of secondary meaning in ‘‘American”. 
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In short, use of the word by those carriers did not 
preclude the public from connecting the names ‘¢ Ameri- 
can’? and ‘‘American Airlines’’ with intervenor. The 
existence or non-existence of this connection is a simple 
question of fact which respondent has resolved 
correctly. 

Other decisions have held that secondary meaning 
may be achieved in the absence of exclusive use.* In 
Thomas A. Edison, Inc. v. Shotkin, 69 F. Supp. 176 
(D. Colo. 1946), for example, an injunction was granted 
to a prior user of the name ‘‘Hdison’’ even though » 
other companies had used the word without author- 
ization. See also Radio Shack Corp. v. Radio Shack, 
180 F. 2d 200 (7th Cir. 1950); RestaTeMEntT, Torts 
§ 716, comment b (1938). 


* The decisions cited by petitioner do not establish the contrary 
proposition. (pet. brief, 7-8). In McGraw-Hill Pub. Co. v. Amer- 
ican Aviation Associates, Inc., 73 App. D.C. 131, 134, 117 F. 2d 
293, 296 (1940), this Court said it was ‘‘dubious’’ that secondary 
meaning had been acquired in the word ‘‘Aviation’’ because it 
had appeared in the titles of other magazines. If exclusive use 
were required, as petitioner asserts, there would have been no 
reason at all for any doubt; the absence of secondary meaning 
would have been axiomatic. Actually, the McGraw-Hill decision 
laid particular emphasis upon the unlikelihood of public confusion ; 
the two magazines involved had different format, appearance, and 
content and circulated among a sophisticated and discriminating 
trade group. In addition, there was evidence of only one incident 
which even suggested confusion. These facts clearly distinguish 
that case from the instant proceeding. Decisions in the other cited 
eases rested on one of two findings: no public association of name 
with user or no likelihood of confusion. See, e.g., Thierfeld v. 
Cerreta, 174 Mise. 590, 593, 21 N.Y.S. 2d 837, 840 (1940) (‘‘plain- 
tiffs’ volume of business was small .. . their advertising was meagre 
... they were barely known to the trade.’’). 
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This view is supported by the provisions of the 
Federal Trade Mark Act, 15 U.S.C., § 1051, e seq. 
Under this Act the acquisition of secondary meaning is 
required for the registration of trade names of a geo- 
graphical nature. However, it is clear that registration 
is not dependent upon exclusive use, for Section 2(f) 
of the Act makes ‘substantially exclusive’? use for 
five years prior to the application prima facie evidence 
of secondary meaning. (Emphasis added ) 


B. Petitioner Has Been, And Is Likely To Be, Con- 
fused With Intervenor Because Of Name Similarity. 


In finding a likelihood of confusion because of name 
similarity respondent relied upon proof of actual 
confusion. Testimony on this score eoncerned many 
and varied incidents involving individuals in widely 
divergent walks of life. The actual confusion thus 
established was widespread and substantial. 

However, the Board could have based its order on the 
intrinsic similarity of petitioner’s and intervenor’s 
names. Evidence of past confusion is not required to 
establish a probability of future confusion. In Perloff 
v. F.T.C., 150 F. 2d 757, 759 (3d Cir. 1945), the Court 
stated : 

- Phe petitioners stress the proposition that no 

actual purchaser of ‘Atlantic’ products testified 


as to being deceived, but it is enough that the name 
has both the capacity and tendency so to do.”’ 


See also Adolph Kastor & Bros. v. F.T.C., 138 F. 2d 
824, 825 (2d Cir. 1943) ; Pep Boys—Manny, Moe and 
Jack v. F.T.C., 122 F. 2d 158, 161 (1941). 

Certainly, if the names in question were both 
‘¢ American”? and “‘American Airlines”’ there could be 
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no doubt that confusion would result. The question 
then is whether or not the mere addition of the prefix 
‘‘North”’ sufficiently distinguishes the North American 
name to prevent likelihood of confusion with American. 
This precise question has already been adjudicated. 
In American Thread Co. v. North American Thread 
Co., 33 F. Supp. 616 (S.D. N.Y. 1935), the court en- 
joined as unfair competition use by defendant of any 
name embodying the word ‘‘American”’. Likewise, 
the prefix ‘‘United’’ has been held insufficient to dis- 
tinguish the name ‘‘United American” from ‘‘Ameri- 
ean’’, American Home Benefit Association, Inc. v. 
United American Benefit Association, Inc., 63 Idaho 
754, 125 P. 2d 1010 (1942). 

Other cases where the use of a prefix — been 
deemed insufficient to prevent confusion of the names 
in issue include: Navy Club v. All-Navy Club, 85 F. 
Supp. 679 (D. R.I. 1949); Household Finance Corp. 
v. General Household Credit Corp., 49 F. Supp. 541 
(D. N.J. 1943) ; Willys-Overland Co. v. Akron Over- 
land Tire Co., 268 Fed. 151 (D. Del. 1920), aff’d, 
273 Fed. 674 (3d Cir. 1921); Lever Bros. Lid. v. 
Pasfield, 88 Fed. 484 (C.C. E.D. N.Y. 1898) (‘‘Amer- 
ican Sunlight’? held to infringe ‘‘Sunlight’’); Hast- 
ern Columbia v. Waldman, 30 Cal. 2d 268, 181 P. 
2d 865 (1947) (‘‘Western Columbia’”’ enjoined on 
complaint of ‘‘Eastern Columbia’’) ; Universal Credit 
Co. v. Dearborn Universal Underwriters Credit 
Corp., 309 Mich. 608, 16 N.W. 2d 91 (1944); 
New Orleans Checker Cabs, Inc. v. Mumphrey, 205 La. 
1071, 18 So. 2d 629 (1944) (‘‘New Orleans Checker 
Cabs’’ enjoined as unfair competition with ‘‘Checker 
Cabs’’) ; Northern Metal Co. v. Maier, 337 Pa. 265, 11 
A. 2d 140 (1940) (“Great Northern Metal Co.” en 
joined as unfair competition with ‘“‘Northern Metal 
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Co.””); Mount Hope Cemetery Ass’n. v. New Mount 
Hope Cemetery Ass’n., 246 Ill. 416, 92 N.E. 912 (1910). 

Tn none of these cases would relief have been granted 
if the courts had not been convinced that the names 
were confusingly similar. And examination of the 
names involved in them makes it apparent that solely 
on the basis of inherent similarity the Board could 
reasonably have concluded that simultaneous use of 
the names ‘‘ American” and ‘‘North American” would 
be likely to create confusion. 

However, as previously indicated, the Board based 
its conclusion as to the likelihood of future confusion 
on its finding that confusion had existed in the past. 
Perhaps the most remarkable evidence of this char- 
acter was the testimony of one of intervenor’s em- 
ployees concerning an admission by petitioner’s Presi- 
dent McAndrews: 


| that many times he had passengers coming up to 
‘his counter [i.e. the North American ticket counter 
- in Burbank] to purchase tickets and on further 
conversation, when they mentioned Dallas, Okla- 
homa City or Tulsa, he would realize that they 
were in fact American Airlines’ passengers. 


‘He further went on to say that if they were 

- Chicago or New York passengers he would do 
everything he could to steal them.”? (Tr. 266-267). 
(Emphasis added) 


This admission was made December 3, 1952, long 
after intervenor had put in issue in this proceeding its 
contention that the North American name was likely 
to confuse the public. And President McAndrews un- 
doubtedly knew whereof he spoke; he works regularly 
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at the North American ticket counter at Burbank. 
(Tr. 265-266). Petitioner made not the slightest 
attempt to controvert this testimony. Its counsel did 
not ask a single question about the admission and did 
not produce President McAndrews to deny having 
made it.* 

Petitioner now seeks to discount its significance by 
offering explanations of President McAndrews’ choice 
of the word ‘“‘steal’’. (pet. brief, 24-25). This is a 
diversionary maneuver, pure and simple. The im- 
portance of the admission is not the use of the word 
““steal’’ but its indication that President McAndrews 
had personally encountered many individuals who had 
confused North American with American. 

The record also contains direct testimony as to 
numerous other instances of confusion concerning the 
names ‘‘American’’ and ‘‘North American”. These 
incidents, which came to the personal attention of the 
witnesses, include the following: 


1. An official of a Los Angeles labor union threatened 
to picket American because North American employed 
non-union labor. (Tr. 179-181, 570).** 


2: A San Bernardino attorney accused American of 
misleading advertising with regard to its fares. Later 
he found that he had heard radio advertisements by 


* Miss Perry testified to the McAndrews admission in the fore- 
noon on Thursday, March 19, 1953. Petitioner presented its case on 
Monday, March 23, 1953. There was thus ample time to have 
brought President McAndrews to the hearing, even without ask- 
ing adjournment for this purpose. 


** Witness Burg supervised and participated directly in the 
handling of this incident. He was, therefore, competent to testify 
to it. 











24 


North American which he had confused with American. 
(Tr. 173-174, 566-569) .* 


3. Passengers holding North American tickets in 
their hands attempt to check in for North American 
flights at the American ticket counter in Burbank. (Tr. 
236-238, 573, 260-262, 582). This is true both of indi- 
viduals whose trips originate at Burbank and of con- 
necting passengers who have just deplaned there and 
who hold tickets for onward transportation on North 
American. (Tr. 271-272). Many of these passengers 
are still confused after it is pointed out to them that 
their tickets read North American Airlines, while the 
sign at the counter reads simply American Airlines. 
Even after they compare the North American ticket 
with the American sign, further explanation is often 
necessary to convince them that the two airlines are 
not one. (Tr. 272-275). 

Petitioner argues that these episodes do not reflect 
confusion. To support this curious contention, peti- 
tioner claims that it is ‘‘usual”’ for passengers to check 
in at the wrong counter (pet. brief, 18), citing testi- 
mony by American’s witness Perry. But what Miss 
Perry actually said was that passengers of only one 
other carrier besides North American had attempted 
to check in at American’s counter—and that carrier 


*Burg was likewise competent to testify to these facts. The 
confusion was revealed in correspondence sent to him by the at- 
torney. Parenthetically, it may be noted that Burg’s testimony is 
not hearsay, S.C. Johnson & Son v. Johnson, 28 F. Supp. 744 
(W. D. N. Y. 1939) ; 6 Wigmore, Evidence (3d Ed. 1940) §§ 1729, 
1766, 1790. This is because the utterance is not used for the sake 
of inducing belief in any assertion it may contain, but to indicate 
the writer’s confused state of mind. Id. at §§ 1766, 1790. See 
also Landstrom v. Thorpe, 189 F. 2d 46, 53 (8th Cir. 1951), cert. 
denied, 342 U.S. 819 (1951). 
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was ‘Air America’? whose name is also confusingly 
similar to that of American. (Tr. 296). For this very 
reason a Section 411 proceeding against “‘Air Amer- 
ica’’ is now pending before respondent. (CAB Docket 
No. 6078). 


5. Passengers who have just deplaned from North 
American flights attempt to claim their baggage at 
the American counter at Burbank. (Tr. 239-240). 

In attempting to explain away incidents of this 
type, petitioner again presents a slanted version of 
the evidence. Petitioner ascribes these misplaced 
baggage claims to the allegedly central location of 
American’s ticket counter, asserting that passengers 
naturally gravitate towards it rather than towards 
those of other carriers. (pet. brief, 20). Petitioner 
neglects to mention the fact that its own counter, which 
was approximately the same size as American’s, was 


in an equally central location. (Tr. 248, 275). 


6. Mail intended for North American has been vari- 
ously (1) misaddressed by the sender (a) to American 
Airlines or (b) to the street address of an American 
office, or (2) misdelivered by the postman although 
correctly addressed. (Tr. 191-192, 680, 240, 385-386, 
682). For example, one hotel billed American for 
accommodating North American crews. (Tr. 241). 
Other hotels have inquired of American as to the 
proper billing procedure even while the North Ameri- 
ean crew was still in the hotel. (Tr. 262). 

Petitioner cannot avoid the impact of this evidence 
by going outside the record and blandly asserting that 
clerical errors are usually the cause of misaddressing 
and misdelivery. (pet. brief, 35). The point is that 
the Board was not unreasonable or arbitrary in con- 
eluding that this evidence was indicative of confusion. 
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Courts have frequently so held. E.g., Cazier v. Hcon- 
omy Cash Stores, 71 Idaho 178, 228 P. 2d 436 (1951) ; 
Personal Loan Co. v. Personal Finance Co. of St. Paul, 
212 Minn. 600, 5 N.W. 2d 61 (1942) ; American Radio 
Stores, Inc. v. American Radio & Television Stores, 
Corp., 150 Atl. 180 (Del. Ch. 1930). 


7. A potent source of injury to intervenor’s reputa- 
tion exists if the public press confuses its name with 
that of petitioner. This has oceurred. Three different 
newspapers—two in Los Angeles and one in Pasa- 
dena—erroneously reported that an American ticket 
office had been robbed when in fact the robbery occurred 
at'a North American office. (Tr. 190-191). 


8. Persons noting the difference between the names 
American and North American may still be confused 
and conclude that the two companies are affiliated. 
For example, one group of men telephoned American 


to determine the facts as to affiliation in order to settle 
abet. (Tr. 357-358). In another instance, a passenger 
checking with American on departure time read aloud 
tHe name “‘North American Airlines’’ from his ticket 
and then asked “‘Are you sure you are not affiliated 
with North American?’ (Tr. 365). Similarly, wit- 
ness Perry testified ‘“‘I have had a great many people 
say that they were under the impression that they 
[North American and American] were the same or 
affiliated companies.”’ (Tr. 275). 

‘The total amount of confusion disclosed by these and 
other incidents, such as misplaced telephone inquiries 
concerning discounts, flight arrivals and schedules, is of 
formidable proportions. (Tr. 177-178, 238-239, 573, 261, 
592, 281-282, 463-467, 597, 284-287, 288, 582, 601, 346- 
347, 607, 609, 623, 628, 364-366, 615, 382-384. For 
example, witnesses Newkirk and Perry testified to 
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daily check-ins at American’s Burbank counter by in- 
dividuals with North American tickets. (Tr. 237, 262). 
The same is true of North American passengers seek- 
ing to collect their baggage at American’s counter. 
(Tr. 239-240). Witness Rowley’s testimony indicated 
that over 200 telephone calls intended for North Amer- 
ican were received weekly by American’s reservations 
agents in Los Angeles. (Tr. 302, 303, 349). Miss Avery 
a New York reservations agent for intervenor, stated 
that she received 5-6 telephone calls for North Ameri- 
ean each week. (Tr. 339-340). Misses Houck and Reyn- 
olds, also of American’s New York office, testified 
to having received respectively 2 and 4 or 5 tele- 
phone calls per week which were intended for North 
American. (Tr. 359, 366). It is thus apparent that the 
confusion generated by name similarity is not sporadic 
and negligible but continuing and substantial. 
Likewise, when persons in such divergent walks of 
life as an attorney, mailman, labor union official and 
newspaper reporters are confused it is clear that con- 
fusion is not isolated but widespread. And for some 
of these victims of confusion—¢.g., the attorney, news- 
paper reporters, mailmen—accuracy is all-important. 
This fact is significant because the law of unfair compe- 
tition is not designed to prevent confusion of the pru- 
dent and the sophisticated. Its concern is rather with 
“the public—that vast multitude which includes the 
ignorant, the unthinking and the ecredulous, who, 
in making purchases, do not stop to analyze, but 
are governed by appearances and general impressions.’’ 
Florence Mfg. Co. v. J. C. Dowd & Co., 178 Fed. 73, 
75 (2d Cir. 1910). If this is true of the common law 
of unfair competition whose primary function is the 
protection of private property rights, it applies with 
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far greater force in a Section 411 proceeding where 
respondent is charged with protection of the public at 
large. Charles of the Ritz Distributors Corp. v. F.T. C., 
143 F. 2d 676, (2d Cir. 1944). . 

And when four of American’s 117 reservations and 
ticket personnel from Los Angeles (Tr. 172-173) and 
four of American’s 71 New York reservations agents 
(Tr. 305) each testify to so many instances of confu- 
sion, it is obvious that the calling of additional wit- 
nesses would have merely burdened the record with 
cumulative detail. In Perloff v. F. T. C., 150 F, 2d 757 
(3d Cir. 1945), there was no evidence at all of actual 
confusion. The only testimony supporting the Com- 
mission’s order in that case eonsisted of statements by 
Give out of ten witnesses to the effect that they would 
have been misled by @ particular name or that they 
thought the public would have been misled by that 
name. The other five witnesses contradicted this testi- 
mony. Nevertheless, the order was upheld. A fortiort, 
the evidence in this case which shows not merely poten- 
tial confusion but actual confusion on a large scale is 
sufficient to support the Board’s order. 

Tn view of this record no useful purpose would be 
served by burdening this Court with a detailed discus- 
sion of petitioner ’s sundry and picayune quarrels with 
the Board’s findings. It may be helpful, however, to 
review three of petitioner’s evidentiary objections as 
illustrative of the slanted presentation of the evidence 
which characterizes much of petitioner’s brief. 


1. American’s New York reservations agent Avery 
stated that she had received a eall from a woman who 
was “quite insistent”’ that American flew to Miami 
because she heard “Barry Gray’s [radio] program; 
he advertises American Airlines ‘to Miami.” : 
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354-355). In fact, North American flies from New 
York to Miami; American does not. Moreover, Mr. 
Gray advertises North American’s Miami flights. 
(Tr. 355). 


Petitioner contends that no inference of confusion 
should be drawn from this episode because there was 
no proof that the advertisement heard by the caller was 
not that of another carrier. But petitioner did not 
offer a shred of evidence that any other airline besides 
petitioner advertises on the Barry Gray program. 
Instead, petitioner makes the wholly irrelevant remark 
that ‘“‘Airlines other than petitioner advertise by 
radio.”” (pet. brief, 31). 

2. Petitioner’s claim of self-contradiction in the 
testimony of witness Perry is equally illogical. (pet. 
brief, 26). A fair reading of her testimony makes it 
abundantly clear that there was no contradiction at all. 
Miss Perry first testified that no customer ever came to 
the American counter seeking reservations on some air- 
line other than petitioner or intervenor. (Tr. 273-274). 
Later she testified that she sold tickets that called for 
‘part?’ of the transportation to be provided on other 
airlines. (Tr. 274). The plain import of her testi- 
mony is that customers seeking reservations on Ameri- 
ean had destinations which required or made advisable 
transfers to another carrier at some point en route. 
However, petitioner’s brief reads as though Miss Perry 
said: ‘“‘Passengers come to the American counter and 
ask for a ticket to New York on United Airlines.” 


3. Finally, petitioner takes issue with Miss Perry’s 
testimony as to confusion shown by inquiries relating 
to Burbank Airport arrivals and departures. Miss 
Perry had stated that individuals called American’s 
counter concerning flights in the 200 series, which she 
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knew to be those of North American. (Tr. 288-290). 
Petitioner cites the Official Airline Guides for October, 
1952 - March, 1953 to show that United Airlines had 
flights arriving and departing ‘‘the Los Angeles area’”’ 
with flight numbers in the same 200 series as petitioner. 
(pet. brief, 91-22, 37). It thus eoncludes that Miss 
Perry had no basis for knowing that these were 
North American flights and hence was merely assuming 
American and North American. 
testifying about flight 
where she worked and 


there is not a single 
United in the 200 
petitioner. : 

Essentially, petitioner is asking this Court to try 
the case de novo. Its attacks upon the eredibility of 
American’s witnesses, its insistence that eonflicts in 
testimony be resolved in its favor, its suggestions of 
alternative inferences other than those actually drawn 
by respondent pe it no other conclusion. These very 
contentions were properly presented to and rejected by 
the respondent. 

‘But to now press them upon this Court is to dis- 
regard the substantial evidence rule as set forth in such 
eases as Universal Camera Corp. v. N.L.R.B., 340 US. 
474 (1951), where in a decision recognized as broaden- 
ing the scope of review the Supreme Court cautioned 
that the rule did not mean 


‘that even as to matters not requiring expertise 
a court may displace the Board’s choice between 
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two fairly conflicting views, even though the court 
would justifiably have made a different choice had 
the matter been before it de novo.”’ Id. at 488. 


Similarly in point is N.L.R.B. v. Poultry Enterprises, 
9207 F. 2d 522 (5th Cir. 1953), where, unlike the instant 
ease, the testimony of the few witnesses eredited by 
the examiner and the administrative agency was flatly 
contradicted by the testimony of witnesses in the ratio 
of nearly four to one. The Court upheld the adminis- 
trative order stating: 


‘‘We therefore reject that contention, that we 
should and ean in effect review the record de novo, 
determining for ourselves the credibility of the 
witnesses and the preponderance therefore of the 
credible testimony.’’ Jd. at 524. 


IIT. 


RESPONDENT’S FINDING OF KNOWING USE BY PETITIONER 
OF A CONFUSINGLY SIMILAR NAME IS CORRECT BUT 
UNNECESSARY. 


Respondent found that petitioner had used the 
North American name, knowing that it was confus- 
ingly similar to that of intervenor. This finding is 
valid. Itis based, in part, on the familiar common law 
doctrine that a person “‘is held to intend the foresee- 
able consequences of his conduct.” Radio Officers’ 
Union v. N.L.R.B., 74 Sup. Ct. 323, 338 (1954). 
As the Board stated, petitioner adopted its name at a 
time (1951) when intervenor was ‘‘universally known 
in air transportation circles and when operations be- 
tween major cities served by American must have 
loomed large in [North American’s] contemplation of 
its future activities.”’? (Tr. 1047). This is especially 
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significant in the light of petitioner’s failure to offer 
any explanation whatever as to its reasons for selecting 
the North American name out of the many others 
available to it. 

In addition, the record discloses a patent attempt by 
petitioner to trade on the similarity of its name to that 
of intervenor. As the Board stated, petitioner’s regu- 
lar radio advertising conveyed the impression that it 
was one of this country’s four largest airlines, a de- 
scription which fits intervenor but not petitioner. (Tr. 
476, 477, 1047-1048). 

‘In view of these facts and the admission of peti- 
tioner’s President McAndrews that, on occasion, he 
would try to ‘‘steal”’ intervenor’s passengers (Tr. 266- 
267), petitioner’s profession of inability to comprehend 
this finding has a distinctly hollow ring. Certainly, re- 
spondent’s language is clear—‘We find that petition- 
er’s use of a confusingly similar name was not acci- 
dental or inadvertent but rather was knowing.”’ (Tr. 
1047). And to question whether this finding establishes 
fraudulent intent is to play on words. 

Although correct, respondent’s conclusion as to 
petitioner’s intent was unnecessary. Such a finding is 
not required in private litigation where the suit is for 
an injunction rather than for damages. Stork Res- 
taurant v. Sahati, 166 F. 2d 348 (9th Cir. 1948). The 
same is true of name cases arising under Section 5 of 
the Trade Commission Act. Jacob Siegel v. F.T.C., 
397 U.S. 608 (1946). 

‘The reason for this principle is obvious. Motive 
underlying past conduct lacks significance where the 
requested relief—an injunction or a cease and desist 
order—looks solely to the future. After all, proof of 
complete innocence in the adoption and employment of 
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a particular name by a junior user will not dissipate 
the confusion which stems from such use. And intent is 
even less important in an administrative proceeding 
such as this where the public interest is paramount. 


CONCLUSION 


Respondent’s findings, which are supported by sub- 
stantial evidence, establish a violation by petitioner of 
Section 411 of the Civil Aeronautics Act. Therefore, 
respondent’s Order No. E-7870, (Tr. 1070), should be 
affirmed. 


Respectfully submitted, 


Howarp C. WESTWOOD, 
JoHN W. Dovcuas, 
JEROME ACKERMAN, 
701 Union Trust Building 
Washington 5, D. C. 
Attorneys for Intervenor, 
American Airlines, Inc. 
Of Counsel: 
Covineton & BURLING 
701 Union Trust Building 
Washington 5, D. C. 
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IN THE 


United States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


Case No. 12041 


NORTH AMERICAN AIRLINES, INC., 
Petitioner, 
v. 


CIVIL AERONAUTICS BOARD, 
Respondent. 


On Petition to Review Order of the Civil Aeronautics 
Board 


Petitioner’s reply brief is not an attempt to reargue its 
position, but is submitted merely to clarify issues clouded 
by respondent and intervenor, and to answer certain new 


matter. 
I 


To strengthen their weak position that a secondary mean- 
ing in ‘‘American’”’ has been established identifying in- 
tervenor, respondent and intervenor assert certain facts 
and propose particular arguments which cloud rather than 
clarify this issue. In order to keep the issue pertaining to 
secondary meaning in sharp focus some comment is neces- 
sary. 
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Both respondent and intervenor contend that a decision 
as to secondary meaning is not essential in this proceeding, 
Res. Br. 11; Int. Br. 10-11, citing the Galter case, 186 F. 
2d 810 (7th Cir. 1951). This case merely stated that the 
question of exclusive property rights was irrelevant. Res. 
Br. 11; Int. Br. 10. Now, a determination that a secondary 
meaning has been established simply settles a question of 
identity, nothing more, 2.¢., whether the public associates a 
particular name with a specific company in a particular 
market as the source of the services offered under that 
name. Res. Br. 10; Int. Br. 13; Avrick v. Rockmont En- 
velope Co., 155 F. 2d 568 (10th Cir. 1946). ‘Therefore, in 
order for respondent to find that the public has confused 
petitioner with intervenor, Tr. 1047-1049, a finding that 
respondent has acquired a secondary meaning is essential." 


That the existence of a secondary meaning establishes 
identity by the public is clear. Res. Br. 10; Int. Br. 13. 
Petitioner has stated the established method of proving 


that a secondary meaning exists—prior, continuous and not 
experimental use, and exclusive use of the term during the 
period that such a meaning is being established—as well 
as the precedents for this proposition. Pet. Br. 7-8. Seem- 
ingly, in an attempt to refute the fact that exclusive use 
of a tradename is essential in order to establish a secondary 
meaning during said period, intervenor cites Schwartz v. 
Television Center, 89 App. D. C. 30, 189 F. 2d 691 (U.S. 
App. D. C. 1951). Int. Br. 18. Following the precedent laid 
down by McGraw-Hill Pub. Co. v. American Aviation Asso- 


iThe Pep Boys case, 31 F. T., C. 973 (1940), aff’d, 122 F. 2d 158 (3d 
Cir. 1941) and the Juvenile Shoe case, 5 F.T.C. 105 (1922), aff'd, 289 
Fed. 57 (9th Cir. 1923), are cases apparently cited by intervenor as ex- 
amples of similar cases where @ secondary meaning was not found. Int. 
Br. 10. In both cases, the Commission and the Court found facts estab- 
lishing that a secondary meaning exists. Pep Boys—Manny, Moe & Jack 
v. FT.C., supra at 981, aff'd, supra at 160, 161; Juvenile Shoe Co. V. 
F.T.C., supra at 110, aff'd, supra at 59. 
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ciates, Inc., 73 U.S. App. D. C. 131, 117 F. 2d 293 (U.S. App. 
D. C. 1940), and supporting petitioner’s position, the 
Schwartz case, supra, at page 692 stated: 


‘‘We quite agree with the lower court that the appel- 
lant ‘did not use said words [Television Center] in such 
a manner as to acquire a secondary meaning, but used 
same only in a subordinate manner, and such was not 
consistent, continuous nor exclusive over a sufficient 
period of time to create a secondary meaning to the 
general public.’ 

‘<[T]he use of the tradename was not exclusive by 
the first user but on the contrary was openly employed 
by others. . . .”’ (emphasis added). 


Petitioner has never contended that the establishment of 
a secondary meaning is controlled by a particular length 
of time for its establishment, although respondent infers 
as much. Res. Br. 10. The Barton case, 2 F. 2d 402, 405, 
cited by respondent, applies a so-called ‘‘ ‘rule of experi- 
ence’ ’’? merely to the length of time required to establish a 
secondary meaning. A prior, continuous and exclusive use 
of the term in the particular market is necessary during 
the period of time that the secondary meaning is being es- 
tablished, however long that may be depends solely upon the 
circumstances. Pet. Br. 7-8. Respondent also directly at- 
tacks the cases cited by petitioner in support of the proposi- 
tion that proof of a prior, exclusive and continuous use of a 
tradename by a claimant during the period that the second- 
ary meaning is being established is required. Res. Br. 10-11. 
Therefore comment is essential.’ 

In the Actiengesellschaft case, 102 Fed. 551 (C. C. N. J. 
1900), the claimant claimed a secondary meaning in its style 


2 That the McGraw-Hill case, supra, supports the exclusive use require- 
ment has been recognized by this Court in the Schwartz case, supra, and 
therefore that case needs no further comment. Res. Br. 10; Int. Br. 18. 
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of packaging a bluing. The court in denying that such a 
meaning had been proven said at page 552: 


‘<To entitle the complainant to a decree, the court 
should be satisfied that complainant .. . was the first 
to adopt this particular style of dressing for ultra- 
marine wash blue, and that since such adoption its 
usage by them has been general and continuous and ez- 
clusive.’? (emphasis added). 


The court applied the rule to the evidence, and since the 
evidence did not conform to the rule, found that a secondary 
meaning had not been established. 

In the Sterling Products case, 49 F. Supp. 960 (S.D. 
NY. 1942), the court was not speaking of ‘relatively ‘ex- 
elusive’ use”? as stated by respondent. Res. Br. 10. This 
is made clear by the court’s statement at page 961: 


‘Plaintiff must demonstrate that these words have been 

used exclusively for many years and to such an extent 
that they are commonly associated with the plaintiff 
and plaintiff’s business.”’ (emphasis added). 


This case substantiates the proposition as expounded by 
petitioner. Pet. Br. 7. The fact that the Court found that 
the issue as to secondary meaning in that case could not be 
decided without a trial and thereby denied defendant’s mo- 
tion does not in any way dilute the potency of the Sterling 
Products case, supra, as a precedent. ~ 

Nor do the other cases cited by respondent, Res. Br. 10, 
and intervenor, Int. Br. 19, presumably to contradict peti- 
tioner’s position as to the requirement of proving exclu- 
sive use in establishing a secondary meaning, weaken the 
precedents cited by petitioner. In fact, these citations 


—— 

8 The Thierfeld case, 174 Misc. 590, N.Y.S. 2d 837 (1940), aff’d, 263 N. Y. 
App. Div. 704, 31 N.Y.S. 2d 664 (1941), clearly establishes that the use 
of the controverted word by others in the same type of business is evi- 
dence which tends to negate the possibility of a secondary meaning 
despite respondent's equivocal statement to the contrary. 
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merely bolster petitioner’s position. Pet. Br. 7-8. The 
Radio Shack case, 180 F. 2d 200 (7th Cir. 1950) cited by 
respondent, Res. Br. 10, and intervenor, Int. Br. 19, estab- 
lished that the plaintiff had been the prior, continuous and 
exclusive user of the disputed term and therefore a second- 
ary meaning in ‘‘Radio Shack’’ had been established by 
which the public in that particular market identified the 
plaintiff before defendant or anyone else started using the 
term. 

The Edison case, 69 F. Supp. 176 (D. Colo. 1946), cited 
by intervenor, Int. Br. 19, generally speaking, differs with 
the Radio Shack case, swpra, only in that plaintiff per- 
mitted use of the term ‘‘Edison’’ by certain business bodies 
‘which actually belong to the so-called ‘Edison family’ 
[plaintiff].”’ Such use of the term by related business 
bodies, whether used before or after a secondary meaning 
has been established, is the use of the term by the claimant 
and is therefore an exclusive use. 

In the Cohen case, 190 Mass. 4, 76 N.E. 276 (1906), Int. 
Br. 10, there was no evidence that plaintiff had not had 
exclusive use of the term during the period secondary mean- 
ing was being established in the New England area. The 
evidence showed that the term ‘‘Keystone’’ had not been 
used by anyone other than the plaintiff as a method of 
identification on cigars. Others had used the word only as 
a part of an ornamental design, not as a designation. The 
design containing the word was sold by a lithographer to 
anyone desiring to buy the label, which label was dis- 
seminated in the central and western part of the United 
States, but not in the area in which plaintiff sold his cigars. 
The court held that the plaintiff had a secondary meaning 
of the word ‘‘Keystone’”’ in the New England area, the 
area in which plaintiff sold his goods. These cases sup- 
port, they do not weaken petitioner’s position. 


Intervenor states that in order to register words of a 
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geographical nature on the Principal Register under -the 
Federal Trade Mark Act of 1946, 15 U.S.C. § 1051, et seq., 
it is necessary to have acquired a secondary meaning in 
that term. Int. Br. 16, 20. This statement by intervenor 
is wholly unsupported by precedent and petitioner believes 
that the statement cannot be supported by precedent. That 
a secondary meaning is not necessary is exemplified by the 
fact that said registration does no more than provide cer- 
tain procedural benefits; said registration does not enlarge 
the registrant’s substantive rights in the mark, Kellogg Co. 
vy. National Biscuit Co., 305 U.S. 111 (1938) ; Best & Co. v. 
Miller, 167 F. 2d 374 (2d Cir. 1948), cert. demed, 335 U.S. 
818 (1948) ; Kitty Kelly Shoe Corp. v. Stallings, 84 F. Supp. 
816 (B.D. Mich. 1949); nor does registration confer sub- 
stantive rights to the component words of the service mark 
so registered, Fawcett Publications v. Bronze Publications, 
173 F. 2d 778 (5th Cir. 1949), rehearing demed, 174 F. 2d 
646 (5th Cir. 1949), cert. denied, 338 U.S. 869 (1949) ; Pure 
Oil Co. v. The Pep Boys—Manny, Moe & Jack, 76 US. 
App. D. ©. 19, 128 F. 2d 34 (U.S. App. D. C. 1942) ; Palmer 
v. Gulf Pub. Co., 79 F. Supp. 731 (S.D. Calif. 1948); and 
such registration does not prevent air carriers other than in- 
tervenor from using the same words registered as a dom- 
inant part of their tradename provided that the words are 
displayed by the other air carriers in a distinctive manner. 
Pure Oil Co. v. The Pep Boys—Mamny, Moe & Jack, supra; 
see McGraw-Hill Pub. Co. v. American Aviation Asso- 
ciates, Inc., supra. 

Endeavoring to refute the fact established by petitioner, 
Pet. Br. 9-10, that intervenor did not use ‘‘American”’ 
continuously but in fact experimented, using other words 
such as ‘‘Mercury”’ and ‘‘Flagship”’ to identify its service 
to the public, Tr. 141, 143-144, respondent states that such 
words were used only in connection with intervenor’s cor- 
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porate name. Res. Br. 21. No citation to the transcript 
was made in support of respondent’s said statement of fact 
and petitioner believes that none can be made. 

In an attempt to diminish the potency of the fact that 
Pan American World Airways, Inc., is the first user of the 
word ‘‘American”’ in air transportation, and further that 
that airline as well as All-American Airways, Inc., have 
been using ‘‘ American’’ concurrently with intervenor, prior 
to intervenor’s registration of ‘‘ American Airlines’’ on the 
Principal Register, which thereby clearly prevents inter- 
venor from ever establishing a secondary meaning in 
‘¢ American’’, intervenor states that All-American and Pan 
American do not compete with intervenor. Int. Br. 18-19. 
This is a false statement. Transcript pages 1155, 1165-1170 
and 1176 clearly illustrate that from 1941 to 1949 inter- 
venor and All-American were in competition in so far as 
the air transportation of mail was concerned. From 1949 
until 1952, All-American competed with intervenor using 
the word ‘‘American’’ as a dominant part of its name in 
the carriage of passengers. Tr. 1155, 1165-1170, 1176- 
1177; Res. Br. 20. That Pan American and intervenor are 
in competition with one another is known to this Honorable 
Court by virtue of the proceeding presently before it in- 
volving service to Mexico City, Mexico, and needs, there- 
fore, no further comment. C.A. No. 12072. Further, re- 
spondent infers that intervenor has merely one segment 
extending internationally. Res. Br. 20. If that is what 
respondent means, it is quite erroneous. Tr. 1155; Pet. 
Br. 10. 

II 


It is contended by both respondent, Res. Br. 12-13, and 
intervenor, Int. Br. 20, that evidence of actual confusion 
is not necessary. Without exception in each case cited by 
them in support of this contention either the fact that the 
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controverted advertising was deceptive or misleading was 
proved, or, that a particular tradename had acquired a 
secondary meaning was definitely established. Then in 
each case, evidence of the surrounding circumstances was 
also introduced which proved that deception, or confusion 
was probable. Obviously, all the circumstances existing 
when the tradenames are displayed in advertising in the 
particular market must be considered when making a de- 
cision as to whether a confusing similarity exists. Pet. 
Br. 16. However, respondent’s compliance attorney did 
not introduce one shred of evidence of any sort, but the 
evidence produced by petitioner and intervenor conclu- 
sively proved that petitioner was not creating a confusing 
similarity by its method of advertising. Pet. Br. 17. As- 
suming that intervenor has established a secondary mean- 
ing, that there was no substantial public confusion is clear. 
Pet. Br. 18-37. Respondent, Res. Br. 12-14, and intervenor, 
Int. Br. 20-22, are apparently contending that without the 
aid of any evidence other than the mere existence of the 
name of petitioner and intervenor, that petitioner’s name 
is per se confusingly similar to the name of intervenor. * 
Such a contention is singularly absurd and if sustained 
would make hearings before an administrative body a sheer 
mockery. 

The American Thread case, 33 F. Supp. 616 (S.D. N. Y. 
1935), is specific only as to the Court’s final decision, and 
the facts involved—the design of the two trademarks and 

s the style of packaging the products by the parties upon 
oe which the trademarks were placed. The defendant contrived 
§ a colorable imitation of plaintiff’s trademark and packaged 
“its thread in the same fashion as did the plaintiff. There- 


” 


D4 This position finds no support in the cases cited by respondent and 
“i@itervenor as supporting precedent. 
" WECited by respondent, Res. Br. 14, and intervenor, Int. Br. 20-21, in 


¥ 
my 


srt of said dubious contention. 





9 


fore, the Court in that case must have reached its final de- 
cision on at least one of two grounds: Hither, that the de- 
fendant was fraudulently passing itself off as the plaintiff, 
or, that the plaintiff had acquired a secondary meaning in 
‘¢ American’’ and that the defendant by its method of mark- 
ing and packaging its product had created a confusing 
similarity. 

It is obvious that the Court in the American Thread case, 
supra, took into consideration more than merely the names 
of the two competing companies. All the surrounding cir- 
cumstances were analyzed. However, that case is not a 
precedent for a decision in this present proceeding for 
other reasons. First, if the Court in the American Thread 
case, swpra, decided the case on the first ground stated 
above, then it is clearly no precedent since petitioner has 
not fraudulently passed itself off as intervenor. Tr. 157- 
160, 172, 194-195, 718, 814; NAA-1. Second, if the American 
Thread case, supra, was decided on the second ground, 
then it is not in point, for it is patent that the plaintiff in 
order to establish a secondary meaning must prove ex- 
elusive use of the term during the period that a secondary 
meaning is being established in that Court’s jurisdiction. 
Sterling Products Corp. v. Sterling Products, supra; Thier- 
feld v. Cerreta, 174 Mise. 590, 21 N.Y.S. 2d 837 (1941). In- 
tervenor has never had exclusive use of the word ‘‘ Amer- 
ican’’ in air transportation, and therefore cannot establish 
that it has acquired a secondary meaning in that word. 
Third, even if it be assumed that intervenor has acquired 
a secondary meaning, it is clear that there was no confus- 
ing similiarity between petitioner’s and intervenor’s name. 
Pet. Br. 15-42. 

In any event, the American Thread case, supra, has been 
inferentially overruled by Eastern Wine Corp. v. Winslow- 
Warren, Ltd., 137 F. 2d 955 (2d Cir. 1943), cert. denied, 320. 
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4 This position finds no support in the cases cited by respondent and 
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5 Cited by respondent, Res. Br. 14, and intervenor, Int. Br. 20-21, in 
support of said dubious contention. 
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U.S. 758 (1943), and Durable Toy & Novelty Corp. v. J. 
Chein & Co., 133 F. 2d 853 (2d Cir. 1943). See Crowell 
Pub. Co. v. Italian Monthly Co., 28 F. 2a 613 (S.D. N.Y. 
1928) (‘The American Magazine”’ and ‘‘The New Amer- 
ican’’). 

All that the American Home case,* 63 Idaho 794, 125 
P. 2d 1010 (1942), decided was that plaintiff’s complaint 
stated a cause of action and the defendant’s general de- 
murrer was erroneously sustained. This merely means, 
of course, that the case will go to trial. No substantive 
questions were finally determined. 

That Material M. M. Assn. v. New York M. M. M. Assn., 
169 App. Div. 843, 155 N.Y.S 706 (1915), cited by respond- 
ent,” Res. Br. 14, is no precedent for the proposition for 
which it is cited is clearly manifested by that Court’s state- 
ment: : 


‘¢ Although the name ‘New York’ was not in the corpo- 
rate name of the plaintiff, it is manifested that, since 
it conducted its business in New York City, it became 
known as the New York Material Men’s Mercantile As- 
sociation.’’ 7d at 709. 


In the Material Men’s case, supra, the surrounding cir- 
cumstances in which the names were used were carefully 
considered by the Court. 


Of course, the cases in which a pre-fix or suffix have been 
held to create distinctiveness, preventing a confusing simi- 


6 Res. Br. 14; Int. Br. 21. 

7 Other cases cited by respondent were: Speed Products Co. V. Timmer- 
man Products, 179 F. 2d 778 (2d Cir. 1949) (no pre-fix involved) ; 
Northern Metal Co. v. Maier, 337 Pa. 257, 11 A. 2d 140 (1940) (per 
curiam decision without stated reasons); Navy Club v. All-Navy Club, 85 
F. Supp. 679 (D.C. R.I. 1949) (“Navy Club of the United States of 
America,” and “All-Navy Club of the United States of America”). Gen- 
erally, all of the cases cited by intervenor, Int. Br. 21, not discussed above 
can be distinguished from this case by virtue of the circumstances in- 
volved in each case. 
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larity, are impressive. EF. 9.; Best & Co. v. Miller, supra; 
Pure Oil Co. v. The Pep Boys—Manny, Moe & Jack, supra; 
McGraw-Hill Pub. Co. v. American Aviation Associates, 
Inc., supra; Thomas Kerfoot ¢ Co. v. Louis K. Liggett Co., 
67 F. 2d 214 (1st Cir. 1983); Hart, Schaffner & Marz v. 
Empire Mfg. Co., 197 F. 2d 558 (C. C. P. A. 1952) ; Palmer 
v. Gulf Pub. Co., supra; Pennzoil Co. v. Crown Central 
Petroleum Corp., 50 F. Supp. 891 (D. Md. 1943), aff’d, 140 
F. 2d 387 (4th Cir. 1944), cert. dented, 322 U.S. 850 (1944) ; 
Crowell Pub. Co. v. Italian Monthly Co., supra. And it is 
also true that registration does not prevent air carriers 
other than intervenor from using the same words registered 
provided that the words are displayed by the other carriers 
in a distinctive manner. Pure Oil Co. v. The Pep Boys— 
Manny, Moe & Jack, supra. 

Even apart from air transportation, the words «¢ Amer- 
ican’ and ‘‘North American”’ are generally treated as two 
distinct terms which have separate and distinct defini- 
tions. The average dictionary treats them distinctly. Web- 
ster’s Collegiate Dictionary (2d Ed. 1953). It is not as if 
petitioner had added an arbitrary adjective which can 
easily be forgotten to create distinctiveness. Instead, it has 
used what amounts to a totally different word which is 
accepted as being obviously distinctive from ‘¢ American”’. 


Tit 


In contradiction to Section III of the Stipulation filed 
with this Honorable Court and approved by it, February 
16, 1954, intervenor introduced testimony purportedly to 
depict an instance of confusion by a witness in the employ 
of intervenor who did not have knowledge of all the facts 
pertaining to the alleged incident: a purported threat to 
picket intervenor by a union leader due to the painting of a 
certain sign by non union painters. Int. Br. 23. Mr. Burg, 


Ye 
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District Sales Manager for intervenor in Los Angeles, testi- 
fied as to this incident. Tr. 172, 173, 180-181. A Mr. Nicholls 
made an affidavit with respect to this situation which was 
sponsored by Mr. Burg. Tr. 173, 570. Mr. Burg knew 
nothing about the transaction stated in the affidavit by Mr. 
Nicholls other than the fact that Mr. Meeks, a union painter, 
made a complaint to Mr. Burg and Mr. Burg referred Mr. 
Meeks to Mr. Nicholls. Tr. 180. According to Mr. Burg’s 
testimony, Mr. Nicholls was ‘<informed”’, presumably by 
Mr. Meeks, that the sign involved was petitioner’s not in- 
tervenor’s. Tr. 180. In the affidavit, however, it is stated 
that Mr. Nicholls ‘‘explained’’ to Mr. Meeks that the sign 
was petitioner’s. Tr. 570. There was no evidence sub- 
mitted as to the exact address of the office involved, whether 
the office was petitioner’s, or whether petitioner in fact was 
having the particular sign repainted. Petitioner had no op- 
portunity to cross-examine either Mr. Nicholls or Mr. Meeks 
in order to determine the facts. It is interesting to note, 
however, that upon those facts which Mr. Burg has actual 
knowledge he cannot find anything confusing or deceptive 
in petitioner’s use of its name. Tr. 172, 194-195. 
Reference must be made to the comment by respondent 
and intervenor with respect to petitioner’s discussion con- 
cerning the reliability of a witness’ testimony who assumes 
confusion exists in the mind of inquirers, not because they 
refer to a particular carrier by name, but for the reason 
that the inquirer requests information pertaining to a flight 
in a particular hundred series without specifically identi- 
fying any carrier. Pet. Br. 21-22, 37; Res. Br. 17; Int. 
Br. 29-30. To produce the time tables for the whole year 
and a half that Miss Perry was employed at Burbank, 
Tr. 260, would be merely repetitious evidence, needlessly 
add to a now lengthy record, and be quite expensive. In- 
stead petitioner decided to take only the time tables be- 
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ginning with the month that intervenor presumably started 
preparing for this case through the month in which the 
hearing was held. Tr. 192-193. Miss Perry, without quali- 
fication, stated that when an inquiry is made as to a flight 
in the one hundred series she would know that it is the 
flight of an air carrier known as North Star. It seems clear 
from the evidence that this witness could not identify an air 
earrier by the series number of its flight since not only 
North Star but intervenor, Miss Perry’s employer, has 
flights in the one hundred series. Tr. 1110-1113, 1118-1121, 
1126-1129, 1134-1137, 1144-1147, 1154, 1156-1158. If wit- 
ness has no knowledge of her employer’s flight number 
series, certainly it is hard to believe that she can accurately 
identify other air carriers serving Los Angeles by their 
flight series numbers. Tr. 289. The Official Airline Guide 
proves that not only does intervenor, United Air Lines, 
Inc., and Trans World Airlines, Inc., have flights arriving 
and departing in the Los Angeles area with flight numbers 
in the one hundred series. Tr. 1110-1114, 1117-1122, 1124 
1130, 1132-1138, 1140-1148, 1150-1154, 1156-1159, 1161-1164, 
but that Trans World Airlines has a flight in the one hun- 
dred series which arrives at Burbank. Tr. 1110, 1114, 1118, 
1122, 1126, 1130, 1134, 1138, 1144, 1148, 1154, 1159. There- 
fore these facts alone make doubtful witness’ conclusion 
that she knows the identity of a earrier simply by flight 
series numbers. 


IV 


Petitioner does not request this Court to try this case 
de novo, Res. Br. 16; Int. Br. 30-31, but rather petitioner 
is merely fairly presenting the record of the proceeding 
below so that this Honorable Court may properly review 
respondent’s contested order in conformity with the stand- 
ard as manifested in Section 10 of the Administrative 
Procedure Act, 60 Stat. 243, 5 U.S.C. § 1009, and expounded 
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upon in Universal Camera Corp. v. N.L.RB., 340 US. 
474 (1951) : 


‘Whether or not it was ever permissible for courts to 

- determine the substantiality of evidence supporting a 

_... decision merely on the basis of evidence which in 

and of itself justified it, without taking into account 

' contradictory evidence or evidence from which con- 

 flicting inferences could be drawn, the new legislation 

- definitely precludes such a theory of review and bars 

its practice. The substantiality of evidence must take 

nto account whatever in the record fairly detracts from 
its weight.’’ id 487-488 (emphasis added). 


See also Pittsburgh S.S. Co. v. N.L.RB., 180 F. 2d 731 (6th 
Cir. 1950), aff’d, 340 U.S. 498 (1951). 


Respectfully submitted, 


Harpy K. Mactay, 
Watrer D. Hansen, 
1317 F Street, N. W., 
Washington 4, D. C., 
Attorneys for Petitioner. 
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Crvm. AERONAUTICS BoarD, Respondent, 
AMERICAN AIRLINES, INnc., Intervenor. 
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PETITION OF INTERVENOR AMERICAN AIRLINES, INC. 
FOR RECONSIDERATION 

Intervenor “American Airlines, Inc., petitions the 

Court to reconsider its decision of July 12, 1956, in the 

above-entitled proceeding and to vacate so much of the 

decision as would set aside a portion of the order of the 
Civil Aeronautics Board under review. 


RESUME OF THE PROCEEDING 
This ease arose because the petitioner adopted, in 
1951, the trade name ‘‘North American Airlines’”’ for 
its operations between New York, Chicago and Los 
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Angeles in direct competition with intervenor, which 
had then used for more than 15 years the name 
‘¢ American Airlines” for operations between, among 
other points, New York, Chicago and Los Angeles. 


The Civil Aeronautics Board found that use by 
petitioner of the “(North American” name produced 
‘substantial public confusion’’ to the detriment of the 
public interest. Accordingly, for the protection of the 
public, it ordered petitioner to cease and desist from 
“engaging in air transportation under the names 
North American Airlines, Inc., North American 
Airlines [and] North American.’”? This was upheld 
by the Supreme Court as a lawful exercise of the 
Board’s statutory powers under Section 411 of the 
Civil Aeronautics Act, and by this Court as sustained 
by the evidence. 3 


The Board also undertook to protect the public 


against future confusion “‘by eliminating what we find 
to be the cause of such confusion.” (R. 1049). To this 
end, it directed petitioner not to use ‘‘any other name 
which includes the word American.”’ This portion of 
the Board’s order was not questioned by the Supreme 
Court, but would be set aside under this Court’s 
decision of July 12, 1956, on the ground that ‘“‘the evi- 
dence does not support the finding of the Board that 
the term ‘American’ had acquired a secondary meaning 
... or... that such secondary meaning continues 
to exist.”’ 

Meanwhile, on or about May 14, 1956—some weeks 
subsequent to the Supreme Court decision upholding 
the Board’s order—the name in’ which petitioner’s 
operations are held out to the public was changed from 
‘North American Airlines” to ‘‘Trans American 
Airlines.” : 
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The Court took notice of this change in petitioner’s 
name and would remand the case to the Board “‘for 


such further proceedings as it oe be advised, andias — : 


are consistent with this opinion.”’ 


These proceedings have consumed some three and 
one-half years, the action before the Board having 
been instituted January 28, 1953. (R. 81). It is 
respectfully submitted that continued litigation of 
this ease is unnecessary and that, upon reconsideration, 
the Board’s order should be affirmed for one or more 
of the following reasons: 

1. The scope of the order was not challenged by 
the petitioner and has never been before this 
Court. 

. The remedy pedocod is appropriate and well 
- within the Board’s discretion. 
. “Secondary meaning” is irrelevant to the 
question of scope of remedy. 
. The record supports | the Board’s finding of 
‘‘secondary meaning”’. 


L THE SCOPE OF THE ORDER WAS NOT CHALLENGED BY 
THE PETITIONER AND HAS NEVER THIS 


BEEN BEFORE 

COURT 

The petitioner has never challenged, either before: 
the Board or before this Court, the scope of the 
remedy ordered by the Board. Petitioner’s pleadings 
to the Board, as to this Court, asserted a right to use 
the ‘‘“North American’’ name, but never even suggested 
that, if finally ordered to cease using that name, it 
should nevertheless be free to take any other name 
including the word ‘‘American’’, or argued that the. 
Board’s order was erroneous insofar as it sought to: 
foreclose petitioner’s turning to another variation of. 
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the ‘“‘American’’ name if the order was sustained as 
to the ‘“‘North American’’ name. 


The initial decision of the Board’s Examiner found 
that petitioner should be ordered to cease and desist 
‘doing business in air transportation under . . . any 
variation of the name ‘American’.”’ (R. 816). 
Petitioner took no exception to the scope of this 
finding, and it did not object thereto either in brief 
or in oral argument to the Board. 


Nor did petitioner seek reconsideration of the 
Board’s order, which adopted the Examiner’s remedy 
and proscribed use by this petitioner of ‘‘any other 
name which includes the word American.” (R. 1069). 


No objection to this remedy having been pressed to 
the Board, the matter was not open to this Court on 
review. Section 1006(e) of the Civil Aeronautics 
Act, 49 U.S.C. 646(e), expressly provides that, upon 
judicial review, 

“No objection to an order of the Board shall be 
considered by the court unless such objection 
shall have been urged before the Board or, if it 
was not so urged, unless there were reasonable 
grounds for failure to do so.”” 


See Seaboard & Western Airlines v. Civil Aeronautics 
Board, 183 F.2d 975, 87 U.S. App. D.C. 78 (1950) ; 
New England Air Express v. Civil Aeronautics Board, 
194 F.2d 894, 90 U.S. App. D.C. 215 (1952). 


Far from there being any “‘reasonable grounds”’ for 
failure to urge this objection before the Board, 
petitioner has never raised it before this Court. Its 
petition for review did not challenge the appro- 
priateness of the scope of the remedy; it challenged 
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only whether use of the “‘North American” name 
violated Section 411. No such question was raised in 
the prehearing conference stipulation of issues. 
(R. 1184-1186). The point was not argued in 
petitioner’s brief to this Court, nor in any of its 
subsequent pleadings. 


Under these circumstances, it is respectfully sub- 
mitted that the question of scope of remedy has never 
been before this Court, and that the Court should 
vacate so much of its opinion as would set aside the 
portion of the Board’s order prohibiting use by peti- 
tioner of any name including the word ‘‘American”’. 


Il. THE REMEDY ORDERED IS APPROPRIATE AND WELL 
WITHIN THE BOARD’S DISCRETION 


The provision of the Board’s order directing 
petitioner to cease using any name which includes the 


word ‘‘American’’ presents only a question of scope 
of remedy, and should be affirmed as appropriate. 


It is settled law that in a proceeding of this nature 
the remedy is a matter for the agency’s discretion. 
This is the principle governing trade-name cases 
arising under Section 5 of the Federal Trade Act, 
15 U.S.C. 45—which are, as the Supreme Court’s 
decision in this very proceeding shows, weighty 
precedents for Section 411 cases. ‘“‘Such tribunals 
possess competence in their special fields which forbids 
us to disturb the measure of relief which they think 
necessary. In striking that balance between the con- 
flicting interests involved which the remedy measures, 
they are for all practical purposes supreme.” 
Herzfeld v. Federal Trade Commission, 140 F.2d 207, 
209 (2d Cir. 1944). The agency’s selection of remedy 
will be reviewed only where there is abuse of discretion. 
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Gold Tone Studios v. Federal Trade Commission, 
183 F.2d 257, 259 (2d Cir. 1950). 


The Board found ‘‘substantial public confusion”’ 
between the names ‘‘American” and ‘‘North Ameri- 
ean’’ used by competing airlines. The Supreme Court 
held that the Board’s findings, if supported by the evi- 
dence, ‘concerned confusion of the type which can 
support a finding of violation of § 411.” 351 US. at 
86. This Court held that the finding of ‘‘substantial 
public confusion . . . is supported by the evidence.” 


The Board’s stated purpose—and, indeed, its duty 
under Section 411 of the Act—was to eliminate ‘‘the 
cause of such confusion.” (R. 1049). That cause was, 
of course, the common word ‘‘ American’’ in the trade 
names of competing airlines. As petitioner itself has 
stated, ‘‘The entire case of violation of Section 411 was 
pased on the alleged similarity between the names of 


Petitioner and Intervenor because of the presence in 
both names of the word ‘American’.”’? (Petitioner’s 
Response of June 6, 1956, p. 3). “The sole question 
at issue has been, and continues to be, whether use of 
the word ‘American’ in combination with other words, 
violates Section 411 of the Act.” (Id., p. 9). 


The petitioner in any event had to change its name. 
Certainly the Board did not abuse its discretion in 
ordering further that petitioner not use the word 
‘¢ American’’ in the future name. The source of public 
confusion being the common word ‘¢ American’’, the 
Board applied the simple and direct remedy of pro- 
hibiting the junior user from continuing to use that 
word. This is, we submit, a reasonable and appropriate 
remedy, patently related to the evil sought to be 
terminated. It accomplishes, at a single stroke, 
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protection of the public against continued -confusion 
of these two competing airlines, and obviates further 
litigation of essentially the same issue. Had the Board 
merely proscribed the ‘‘North American” name, it 
would have left open the possibility of a series of pro- 
ceedings, involving these same two airlines, in which 
could have been presented a series of mono-syllabie 
changes of prefix, or other minor variations, of the 
junior user’s name. Such successive proceedings 
would not only have imposed an unwarranted burden 
on the Board and its staff, but would have exposed 
the public to continued confusion during their 
pendency. The remedy chosen by the Board is simple 
and appropriate. 


Exactly comparable remedies have repeatedly been 
applied by the Federal Trade Commission in Section 5 
eases. Thus, in the Juvenile Shoe Company case, 


5 F.T.C. 105, 111 (1922), the Commission’s order 
proscribed use 


‘Cas a part of the corporate name of the respondent 
the word J-U-V-E-N-I-L-E, or any word or com- 
bination of words, likely to be confused with the 
name of the Juvenile Shoe Corporation of . 
America.”’ 


The reviewing court refused to disturb this order even 
though it was of the opinion that ‘‘it may be that the 
word ‘Juvenile’ is not susceptible of appropriation as 
a trademark’. Juvenile Shoe Co. v. Federal Trade 
Commission, 289 Fed. 57, 59 (9th Cir. 1923), cert. 
denied, 263 U.S. 705 (1923). Similarly, the Com- 
mission found that use on sewing machines of the 
trade name ‘‘Admiral Crescent’? generated public 
confusion with ‘‘the well known American company 
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which sells household appliances under the trade name 
‘Admiral’.”” It accordingly ordered the respondent to 
cease and desist ‘using the word ‘Admiral’ or any . 
simulation thereof, either alone or in connection with 
any other word or words.” Sewing Machine Sales 
Corp., et al., Docket No. 6419, August 3, 1954, finalizing 
initial decision of Examiner Pack, June 24, 1954. To 
forestall further public confusion with the established 
Champion Spark Plug Company, the Commission 
ordered another respondent to cease and desist using 
the word Champion ‘“‘alone or in connection or 
conjunction with any word or wor ”? Real Products 
Corp., et al., 21 F.T.C. 714, 721 (1935), aff’d Federal 
Trade Commission v. Real Products Corp., 90 F.2d 
617 (2d Cir. 1937). And the Commission’s order 
affirmed in Galter v. Federal Trade Commission, 186 
F2d 810 (7th Cir. 1951), cert. dented 342 US. 818 
(1951) likewise prohibited further use of the confusing 
word “or any simulation thereof, as a part of the 
corporate or trade name.”’ Elgin Razor Corp., et al., 
44 F.T.C. 80, 103-104 (1947). 


The courts in granting injunctive relief in common 
law unfair competition cases frequently apply the 
same simple remedy. A notable example is American 
Thread Co. v. North American Thread Co., 33 F. Supp. 
616 (S.D.N.Y. 1935), where the court enjoined further 
use by defendant of any name embodying the word 
‘s American’. And see Willys-Overland Co. v. Akron- 
Overland Tire Co., 268 Fed. 151 (D. Del. 1920), aff’d 
273 Fed. 674 (3d Cir. 1921); Household Finance 
Corp. v. General Household Credit Corp., 49 F. Supp. 
541 (D.N.J. 1943) ; Universal Credit Co. v. Dearborn 
Universal Underwriters Credit Corp., 16 N.W. 2d 91, 
309 Mich. 608 (1944); American Radio Stores v. 
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American Radio & Television Stores Corp., 150 AtL 
180, 17 Del. Ch. 127 (1930) ; Delaware, L. & W. RB. Co. 
vy. Lackawanna Motor Freight Lines, 175 Atl. 905, 117 
N.J. Eq. 385 (1934). 


The Board has the same latitude to adopt a remedy 
which gets at the root of the public confusion found. 
Having found that petitioner’s use of the “North 
American’? name generates ‘‘substantial public con- 
fusion’’, it should be able by a single action to preclude 
further public confusion attributable to use by this 
petitioner of any similar name. 


It may be suggested that the Board’s order is too 
broad because petitioner might devise or desire to 
adopt some name including the word ‘‘American”’ in 
so incidental a fashion as not to be likely to generate 
public confusion. Assuming this were a practical 
possibility. as a business matter, petitioner could 


readily apply for, and receive, appropriate modifica- 
tion of the Board’s order, just as the respondent to an 
equity injunction can secure modification of the decree 
to permit activity not contrary to the fundamental 
purpose thereof. Cf. New Jersey v. New York City, 
596 U.S. 259 (1935). But it is appropriate for the 
Board to put on the petitioner the burden of seeking 
‘such modification and presenting to the Board a 
_specific proposed name, before actual use of the name, 
rather than leaving to the Board the burden of 
instituting further proceedings after a modified name 
has come into use. 
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Ill. “SECONDARY MEANING” IS IRRELEVANT TO THE 
QUESTION OF REMEDY 


The basis of the Board’s action, as sustained by the 
Supreme Court, was substantial public confusion. We 
have shown that the remedy adopted by the Board is 
appropriate to prevent continuation of the public 
confusion it found had arisen. 


These grounds entail no consideration of intervenor’s 
legal rights— whether attributable to “secondary 
meaning”’, to registration under the Lanham Act, or 
otherwise—to be free from competitive use of a 
confusingly similar name by a subsequently-named 
airline. The question whether the record does, or does 
not, establish ‘‘secondary meaning’’ in the name 
‘¢ American”? and ‘‘American Airlines’? as used by 
American Airlines, Inc., is irrelevant to the Board’s 
decision that petitioner should cease using the name 
‘‘North American’. It is at least equally irrelevant 
to the scope of the relief ordered. 


This view is confirmed by cases arising under 
Section 5 of the Federal Trade Act. Where the 
Federal Trade Commission predicates action on pro- 
tection of the public against confusion with an 
established and well-known company, it is not 
essential that the Commission establish ‘‘secondary 
meaning” or other ‘‘exclusive”’ or proprietary right 
to the name on the part of the prior user. As noted 
supra, p. 7, in the Juvenile Shoe case, the court 
refused to disturb an order prohibiting any further 
use of the word ‘‘Juvenile’’ by the junior user, even 
though it doubted that the word ‘‘Juvenile” was 
susceptible to appropriation as a trade mark. See 289 
Fed: at 59. This holding is patently irreconcilable 
with the idea that ‘“‘secondary meaning”’ is a necessary 
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element to the remedy adopted by the Federal Trade 
Commission under Section 5—or by the Board under 
Section 41J—even though that remedy entails flat 
prohibition of use of the key word. Similarly, in the 
Galter case, cited supra, p. 8, the court, in sustaining 
the Commission’s order that ‘‘Elgin’’, ‘“Remington’”’ 
and other words no longer be used in any way by the 
respondents, ruled that it was immaterial whether 
these words were ‘‘the exclusive property”’ of the prior 
users, saying in part 
"| | this is not an action for trademark violation 
but a proceeding to protect the public against 
fraud and deception . . . Thus, the Commission’s 
order would have substantial support in the 
evidence even though the statements that the 
names in question belonged exclusively to Elgin, 
Remington and Underwood were wholly dis- 
regarded.”’ 186 F.2d at 814. 


The question of ‘‘secondary meaning’’ may well be 
decisive in some cases arising under Section 411; but 
this does not mean that it is relevant here. As the 
eourt observed in the Real Products case, discussed 
supra, p. 8. 


‘The existence of a public interest here may rest 
either on the deception suffered by the public 
(citing cases) or the prejudice occasioned to com- 
petitors. (Case cited). On either ground the 
public is entitled to be protected against unfair 
practices and its interest in such protection is_ 
specific and substantial.”’ 90 F.2d at 619. 


Here, the Board’s decision has been sustained on the 
basis of the first of these alternatives—the deception 
suffered by the public. Only if the Supreme Court 
had held here that prejudice occasioned to competitors: 
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is essential to this violation of Section 411 would it 
have been necessary, in considering the scope of relief, 
to determine to what extent the Board’s finding of 
“secondary meaning”? in the American name is 
supported by the evidence.” 


Section 411, as the Supreme Court has made clear, 
‘cis concerned not with punishment of wrongdoing or 
protection of injured competitors, but rather with 
protection of the public interest.” 351 US. at 85. It 
would be a strange paradox if “‘secondary meaning”’, 
while immaterial to the basic cause of action, could 
become decisive on the scope of relief’ If this were 
true, despite the existence of confusion, the relief 
required to protect the public interest by preventing 
the continuation of confusion would be wholly 
dependent upon the existence of a eompetitor’s private 
rights. Any such conclusion is incompatible with the 


Supreme Court’s decision herein. As the Supreme 


i The present irrelevance of ‘‘secondary meaning’? may also be 
shown by contrasting the cause of action in 2 common Jaw name 
infringement suit with the basis for the Board’s action here. Since 
the common law action is solely to adjudicate private rights as be- 
tween the parties, the plaintiff must establish a property right, or 
something in the nature of a property right, by showing that his 
trade name has acquired ‘“‘secondary meaning’’. See 1 Nims, 
Unfair Competition (4th ed. 1947), p. 691. 


2 Indeed, this Court’s application of the “secondary meaning”” 
concept to the question of scope of remedy illustrates the incon- 
gruity of equating Board action under Section 411 with the cause 
of action in a private law suit. This Court’s decision, read liter- 
ally, might be construed as saying that petitioner cannot use the 
name ‘‘North American Airlines’? because of confusion with 
<< American Airlines”, but that petitioner can use the identical 
name ‘‘ American Airlines” if there has been a failure of proof as 
to private property rights in that name. Manifestly, this Court 
intended no such result—but nevertheless that is a literal construc- 
tion of its decision. ; 
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Court’s decision makes clear, the Board’s concern 
need only be with public confusion; having found that 
confusion, it can invoke Section 411 and prohibit use 
of the confusing name. Nowhere does the Supreme 
Court even suggest that a finding of private right, as 
well as public interest, is required. : : 


It is respectfully submitted that the Supreme Court 
left open to this Court only one question: whether the 
Board’s findings of “substantial public confusion”’ 
were supported by the evidence. Having found such 
evidentiary support, this Court’s function was to 
affirm the Board’s order. The ‘‘secondary meaning”’ 
question is now irrelevant. Therefore, this Court 
should vacate its conclusion as to ‘“‘secondary 
meaning”? and so much of its decision as purport to 
rest thereon. 


IV. THE RECORD SUPPORTS THE BOARD’S FINDING OF 
“SECONDARY MEANING” 


For reasons previously set forth, the Board’s order 
should be affirmed on grounds independent of 
‘“‘secondary meaning’’, and the Court should now 
vacate its holding on this point. But if the Court 
regards the “‘secondary meaning’’ question as one 
which must be determined herein, intervenor respect- 
fully maintains that the Court should, on reconsidera- 
tion, affirm the Board’s finding that ‘secondary 
meaning”? attach to the names ‘‘American’’ and 
‘¢ American Airlines’’ as used. by intervenor in domestic 
air transportation. 


A. THE BOARD’S FINDINGS 


It may be helpful, at the outset, to emphasize the 
precise thrust of the Board’s findings as to “secondary 
meaning”’ in this case. 
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A finding of ‘secondary meaning” is simply an 
affirmative answer to the question ‘“‘whether or not in 
fact a substantial number of present or prospective 
purchasers understand the designation, when used in 
connection with goods, services or a business, not in 
its primary lexicographical sense, but as referring to 
a particular person or association.” Restatement, 
Torts, Sec. 716, comment b. 


The Board gave just such an affirmative answer 
here. It found that intervenor’s long use and adver- 
tising of its trade name “‘has helped to instill in the 
minds of the public the notion that the word 
‘American’ when used in domestic air transportation 
denotes American Airlines.’’ (R. 1045). It also found 


_ “There is no doubt that the word American, used 
in connection with domestic air transportation, is 

_ widely known as meaning the intervenor, and that 
the phrase American Airlines is also understood 
to refer to intervenor and not to denote the air- 

fines of this nation or continent generally.” 
(R. 1046). 


These findings are fully supported by the evidence. 


_ B. THE BOAEBD’S ROLE AS ADMINISTRATIVE TRIER OF 
FACT AND AS EXPERT 

The Board is uniquely qualified to determine 
whether, as a matter of fact, the trade name used by 
a given airline identifies it to a substantial number of 
the traveling public, and so has acquired secondary 
meaning. The Board has administered the Civil Aero- 
nautics Act since 1938. Its functions require close and 
daily contact with the detailed operations of the airline 
industry. The Board thus stands in a significantly 
different position than a court trying a common law 
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name infringement case. The court presumptively 
knows no more about the parties than what is in the 
record before it; the Board applies its own experience 
and knowledge of airline affairs to the formal record. 
Indeed, the Board stands in significantly different 
position than even the Federal Trade Commission, 
which under Section 5 exercises jurisdiction over 
myriad industries. 3 
For these reasons, a court should give especial 
weight to the Board’s findings of “secondary meaning”’ 
in an airline’s trade name. Here—even more than in 
the normal review of administrative action—modifica- 
tion of the agency’s findings on evidentiary grounds 
may constitute substitution of the eourt’s judgment 
for the agency’s in a matter properly entrus 
primarily to the latter. 


In any event, this being a proceeding to review 
administrative action, the Court’s function is not to 
weigh the evidence and determine whether, had it been 
the trier of fact, it would have reached the same 
conclusion as did the Board. The-Court’s function is 
simply to determine whether the Board’s findings have 
the support of substantial evidence, on the record as 
a whole, Universal Camera Corp. v. National Labor 
Relations Board, 340 U.S. 474 (1951) ; Public Utilities 
Commission v. Pollak, 343 U.S. 451, 460, n. 6 (1952), 
giving the agency due scope “‘to draw on [its] 
experience”’ in appraising the evidence and ‘‘to draw 
reasonable inferences’. Radio Officers Union Vv. 
National Labor Relations Board, 347 U.S. 17, 49, 50 
(1954). As shown below, there is no basis for upsetting 
the Board’s finding on ‘‘secondary meaning”’. : 
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C. THE SUPPORTING EVIDENCE 


The record contains ample evidence to support the 
Board’s finding of ‘secondary meaning”? in inter- 
venor’s name. The record shows that newspaper 
reports used the single word ‘‘American’’, as well as 
the two words ‘‘ American Airlines’’, in both headlines 
and text to identify intervenor. (R. 550-553). Letters 
from travellers indicated that the public identified 
intervenor as ‘‘American’’. (R. 145-146, 554-556, 558, 
559). Surveys confirmed this same fact. (R. 141-142, 
144-145, 150, 165). The record contains testimony of 
two of American’s sales personnel—each with approx- 
imately twenty years of airline sales experience—that 
the public equates the words ‘“‘American Airlines’’ 
and ‘‘ American”? with a particular air carrier, namely 
intervenor. (R. 144, 146, 17 5-176). Intervenor’s 
extensive advertising and promotion of its name— 
which involved, for example, expenditures of over 
$6,000,000 for newspaper and magazine advertising 
alone during the years 1948-1953 (R. 531)—is also 
significant evidence of the development of secondary 
meaning in that name. The courts recognize that 
substantial advertising expenditures may be deemed— 
at least in the absence of concrete evidence to the 
contrary, which is here lacking—to create secondary 
meaning. Stork Restaurant V. Sahati, 166 F.2d 348, 
356 (9th Cir. 1948) ; Lady Esther, Lid. v. Flanzbaum, 
44 F. Supp. 666 (D.R.I. 1942). And see Intervenor’s 
Brief, pp. 13-16, incorporated herein by reference. 


Indeed, any conclusion other than that reached by 
the Board would be untenable. It would entail the 
holding that, on this record, ‘‘American <Airlines’’ 


does not identify intervenor but is a generic term 
meaning either all the air carriers of the United 
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States or all air carriers operating within the 
United States. On this record, petitioner’s own 
counsel described ‘‘American Airlines [as] being 
considered, I think, by a great part of the traveling 
public probably the top airline, the best known airline, 
in the United States.’’ (R. 341). It is inconceivable 
that an airline so described is so little known that its 
name merely connotes the nation’s airlines generally. 


D. THE PAUCITY OF CONTEAVENING EVIDENCE 


This record is devoid of significant evidence contra- 
vening the Board’s findings of ‘“‘secondary meaning”’ 
in intervenor’s name. 


Petitioner’s entire case on this point, stripped to 
its essentials, consisted of the argument that certain 
other airlines use, or have used, in their trade names 
the word ‘‘American’’, in conjunction with other 


words, and therefore there is no ‘‘secondary meaning”’ 
in the words ‘‘Ameriecan’’ and ‘‘ American Airlines’’.” 


1 Petitioner’s observation, at page 9 of its brief, that prior to 
1949 or 1950 intervenor featured in its advertising such words as 
‘<Mercury”’ or ‘‘Flagship’’ is irrelevant to the ‘‘secondary mean- 
ing’’ question. As the record shows, intervenor has, from time, 
publicized only in conjunction with its trade name ‘‘American’’ 
or ‘‘American <Airlines’’ such subsidiary catchwords as ‘‘Flag- 
ship’’ (for its aircraft) and ‘‘Mercury’’ (for its ‘‘name”’ flights). 
(See R. 535, 544, 538-539, 546-547, 548, 144). This is a common 
advertising device which in no way militates against development 
of secondary meaning in the primary trade name ‘‘ American Air- 
lines’’. Any conceivable inference that intervenor, prior to 1950 
or at any time, held itself out as ‘‘Flagship’’ or ‘‘Mercury”’ rather 
than as ‘‘American”’ is completely negatived by the fact that peti- 
tioner never attempted to introduce a single advertisement, tele- 
phone book listing, newspaper story, or other item of evidence to 
that effect—evidence which, had American at any time held out 
in’some name other than American, would have been extremely 
easy to obtain. 
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States or all air carriers operating within the 
United States. On this record, petitioner’s own 
counsel described ‘‘American Airlines [as] being 
considered, I think, by a great part of the traveling 
publie probably the top airline, the best known airline, 
in the United States.” (R. 341). It is inconceivable 
that an airline so described is so little known that its 
name merely connotes the nation’s airlines generally. 


D. THE PAUCITY OF CONTRAVENING EVIDENCE 


This record is devoid of significant evidence eontra- 
vening the Board’s findings of “secondary meaning”’ 
in intervenor’s name. 


Petitioner’s entire case on this point, stripped to 
its essentials, consisted of the argument that certain 
other airlines use, or have used, in their trade names 
the word ‘‘American’’, in conjunction with other 


words, and therefore there is no ‘“secondary meaning”’ 
in the words ‘“‘American’”’ and “‘American Airlines’’.* 


1 Petitioner’s observation, at page 9 of its brief, that prior to 
1949 or 1950 intervenor featured in its advertising such words as 
<‘Mereury’’ or ‘‘Flagship”’ is irrelevant to the ‘‘secondary mean- 
ing’’ question. As the record shows, intervenor has, from time, 
publicized only in conjunction with its trade name ‘<< American”’ 
or ‘‘American Airlines’’ such subsidiary eatechwords as ‘‘Filag- 
ship’’ (for its aircraft) and ‘‘Mercury’’ (for its ‘‘name’’ flights). 
(See R. 535, 544, 538-539, 546-547, 548, 144). This is a common 
advertising device which in no way militates against development 
of secondary meaning in the primary trade name ‘‘ American Air- 
lines’’. Any conceivable inference that intervenor, prior to 1950 
or at any time, held itself out as ‘<P lagship’’ or ‘‘Mereury’’ rather 
than as ‘‘ American’’ is completely negatived by the fact that peti- 
tioner never attempted to introduce a single advertisement, tele- 
phone book listing, newspaper story, or other item of evidence to 
that effect—evidence which, had American at any time held out 
in’some name other than American, would have been extremely 
easy to obtain. 
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The Board, in its opinion (R. 1045-1046), noted these 
instances—three in number—and correctly concluded 
they had no bearing on the question of secondary 
meaning in the name ‘¢ American”? or ‘‘ American 
Airlines’’ used in domestic air transportation. 


Thus, unlike petitioner, the international air carrier, 
‘Pan American World Airways’’, does not compete 
with intervenor between a single pair of points. For 
many years its operations have been entirely between 
domestic terminals and points outside the continental 
United States. Intervenor has always operated almost 
entirely within the continental United States. It is 
certainly understandable that the names «¢ American 
Airlines’? and ‘“‘ American” on the one hand and ‘“‘Pan 
American” on the other have public acceptance and 
recognition, each within its user’s own well-known 
and distinctly different sphere of operations. Cf. 
Hanover Milling Co. v. Metcalf, 240 U.S. 403 (1916).* 
The sole question here is whether the public has come 
to recognize the names “‘American’’ and ‘‘ American 
Airlines” in domestic air transportation as referring 
to intervenor. The Board so found on the evidence. 


Of even less weight is the fact that the trade name 
<¢ Ay} American Airways’’ was used, for a few years, 
by a local service or ‘“‘feeder”’ carrier, operating over 
short-haul routes, in a limited region, and not in 


1In the Hanover Milling case, plaintiff was held to have *“sec- 
ondary meaning’’ in the name ‘Tea Rose’’ for flour sold in Ala- 
bama and other southeastern states, even though the identical name 
had been used, from an earlier date, by an Ohio company market- 
ing flour in other states. Accordingly, plaintiff was entitled to 
injunctive relief against unfair competition by a third user of the 
name. On the other hand, plaintiff’s use of the name could not 
be enjoined, as to the southeastern markets, by the Ohio company, 
despite its prior appropriation of the name in @ different territory. 





19 


significant direct competition with intervenor. More- 
over, this local service carrier had officially changed 
its name to “Allegheny Airlines’”’ before the instant 
proceeding was instituted. See Board Order No. 
E-7144, February 6, 1953. 


Likewise immaterial is the fact that an irregular 
air carrier formerly used the name ‘‘Air America’’. 
At the time the Board issued the order under review, 
there was pending—as the instant opinion noted 
(R. 1046)—a Section 411 proceeding directed to this 
name. Subsequently, the Board’s Order No. E-8470, 
June 24, 1954, directed ““Air America’’ to cease using 
that name—or any other name including the words 
“‘American’’ or ‘‘America’’—on grounds similar to 
those which led to the instant order. 


The fact that the word ‘‘American’’ has been in- 
eluded in the trade names of two—now one— 


non-competitive air carriers in distinctly different 
fields of air transportation, and in the name of an 
irregular air carrier, which usage has now terminated 
pursuant to Board order, poses no obstacle to the 
finding that intervenor’s trade name ‘American 
Airlines’? or ‘‘American’’ has acquired secondary 
meaning as identifying it. The real question is 
whether a particular name is associated with its user. 
This is a question of fact which the Board has decided 
here in favor of intervenor. Exclusive use is not 
essential to a finding of secondary meaning. Secondary 
meaning may be achieved even though others— 
particularly non-competitors—have made some use of 
similar names. Hanover Milling Co. v. Metcalf, 240 
U.S. 403 (1916), discussed supra, p. 18; Thomas A. 
Edison, Inc. v. Shotkin, 69 F. Supp. 176 (D. Colo. 
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1946) ; Radio Shack Corp. V. Radio Shack, 180 F.2d 
200 (Tth Cir. 1950); see also Intervenor’s Brief, 
p. 19, n. 


E. LANHAM ACT CONSIDEBATIONS 


Intervenor’s trade name ‘‘American’’ and <¢ Ameri- 
can Airlines’? has been registered on the Principal 
Register of the Patent Office, as a service mark under 
the Lanham Act, 15 U.S.C. 1051, e¢ seq. (R. 562-564). 
Intervenor’s registration, filed July 27, 1948, was 
granted August 23, 1949. (Id.) The five-year period 
of continuous use after registration required by 
Section 15 of the Act, 15 U.S.C. 1065, has now expired, 
and public documents at the Patent Office show that 
intervenor on January 14, 1955, complied with the 
necessary filing requirements of Sections 8 and 15 of 
the Act which bring the incontestability provisions into 
effect. Section 33(b) of the Act, 15 U.S.C. 1115(b), 
provides that where, as here, a mark has become 
incontestable under Section 16, the certificate of 
registration ‘‘shall be conclusive evidence of the 
registrant’s exclusive right to use the registered 
mark’. Thus, petitioner would now be foreclosed 
from any contention that intervenor’s name lacks 
secondary meaning, insofar as secondary meaning 
may be germane to the lawfulness of petitioner’s use 
of any other name including the word ‘‘ American’”’. 


‘But, quite apart from the incontestability pro- 
visions of Lanham Act registration, Section 33(a) of 
the Act, 15 U.S.C. 1115(a), makes the registration 
certificate, upon issuance, ‘‘prima facie evidence of 
registrant’s exclusive right” to the mark and thereby 
puts the burden of proof on the one who denies the 
validity of the mark, even though all “legal or 
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equitable” defenses are not foreclosed during the first 
five years. Thus, at the time of hearing in 1953, 
intervenor was entitled to a presumption of secondary 
meaning, and the burden was on petitioner to show 
the absence of such meaning in intervenor’s trade 
name—a burden which petitioner failed to carry. The 
Lanham Act accordingly affords further grounds on 
which the Board’s findings should be sustained. 


CONCLUSION 


WHEREFORE, intervenor American Airlines, Inc., 
respectfully prays the Court to reconsider its decision 
of July 12, 1956 in this proceeding; upon such 
reconsideration, to vacate so much of the decision as 
would set aside a portion of the Civil Aeronautics 
Board’s order under review and modify its decision 
so as to affirm said order; to grant oral argument, if 
convenient to the Court; and for such other and 
different relief as may be appropriate in view of the 
matters hereinabove set forth. 


CERTIFICATION 
The foregoing petition for reconsideration is 
presented in good faith and not for delay. 
Respectfully submitted, 


/s/ Howarp C. WESTWOOD 
Howard C. Westwood 


/s/ ERNEST W. JENNES 
Ernest.W. Jennes 


/s/ CLIFTON J. STRATTON, JR. 
Clifton J. Stratton, Jr. 


Attorneys for 
American Airlines, Inc. 


Juny 27, 1956 
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CIVIL AERONAUTICS BOARD 


PETITIONER’S ANSWER TO PETITIONS FOR 
‘ REHEARING AND RECONSIDERATION 

In proscribing the use of “American” in petitioner’s 
business name, respondent ignored the well established 
and prevailing law. The Supreme Court in Federal Trade 
Commission cases has repeatedly expounded the principle 
that “complete excision” of an established trademark or 
trade name should not be ordered if a less drastic remedy 
would suffice to safeguard the public against confusion. 
The dissenting Board Member in the present proceeding 
felt strongly that the majority went too far in issuing an 
absolute prohibition which would prohibit petitioner “from 
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using the name ‘American’ in any way in its business 
name.” Concerning Federal Trade Commission cases, the 
Court of Appeals for the Second Cireuit held as long ago 
as 1938 in Bear Mill Mfg. Co. v. F.TC., 98 F. 2d 67 (2d 
Cir. 1938), that corporate and trade names should not be 
destroyed when a lesser remedy would suffice. The Su- 
preme Court in F.T.C. v. Royal Millong Co., 288 US. 212 
(1933), in a decision which was left undisturbed in this 
regard by the Supreme Court’s more recent decision in 
Jacob H. Siegel Co. v. F.T.C., 327 U.S. 608 (1946), said 
at page 217: 


“The orders should go no further than is reasonably 
necessary to correct the evil and preserve the rights 
‘of competitors and the public; and this can be done, 
in the respect under consideration, by requiring 
proper qualifying words to be used in immediate con- 


nection with the names.” 


In the Siegel case, supra, the Supreme Court reaffirmed 
the ruling of the Royal Milling case, supra, by emphasiz- 
ing that under the express words of Section 5(c) of the 
Federal Trade Commission Act, 38 Stat. 719, as amended, 
15 U.S.C. §45(c), the reviewing court had the power to 
modify the order of the Commission. In the Siegel case, 
supra, as in this case, one of the members of the adminis- 
trative agency wrote a dissenting opinion in which the 
majority order was criticized as being too harsh. In the 
Siegel case, supra, as in the present case, the reviewing 
eourt had express statutory authority to modify the order 


- 


N.LRBB., 340 US. 4 

court to examine the recor 

whether the evidence sup 

agency is substantial. “[WJe think 
conclusion [of the 

substantial when it fails to persuade 
the Commission who dissents from its 
Minneapolis-Honeywell Reg. v- F.T.C., 1 
1951). 
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of the administrative agency.? Petitioner submits that 
under the factual circumstances and under the law, this 
Court has the power and duty to modify the order of 
respondent by setting aside said order insofar as it orders 
petitioner to cease and desist engaging in air transporta- 
tion under any other name which includes the word 
“American.” 


Both the respondent and intervenor question the power 
of this Honorable Court to modify respondent’s order. 
Neither the law nor the facts support such a contention. 


An accurate statement of the facts discloses that the 
hearing examiner in his initial decision proposed a sanc- 
tion upon petitioner prohibiting it from using “American” 
in its business name, to which petitioner excepted* The 
Board itself recognized and considered the issue, impos- 
ing a sanction upon petitioner so grave that it caused one 
Board Member to indicate in his dissent strong disap- 
proval of the sanction which absolutely prohibited peti- 
tioner from using “American” in any way in its business 
name.‘ Upon such facts, the law is clear that this Court 
has the power to modify the scope of respondent’s order.* 


2 Section 1006 (d) of the Civil Aeronautics Act, 52 Stat. 1024, 
49 U.S.C. § 646 (d); Section 5 (c) of the Federal Trade Commis- 
sion Act, 38 Stat. 719, as amended, 15 U.S.C. § 45 (c). 


> =R. 816; Tr. 852-855. 


+R. 1048, 1050-1051, 1058. 


5 Hormel v. Helvering, 312 U.S. 552 (1941); Mulligan v. An- 
drews, 98 U.S. App. D.C. 375, 211 F. 2d 28 (1954); Phillips v. 
S.E.C., 156 F. 2d 606 (2d Cir. 1946) (provision essentially identi- 
cal to Section 1006 (e) of the Civil Aeronautics Act, 52 Stat. 
1024, 49 U.S.C. § 646). 

In all of the cases cited by respondent and intervenor support- 
ing a contrary view, the factual circumstances were radically dif- 
ferent, making the rule stated in those cases clearly inapplicable. 
In each case so cited by respondent and intervenor, the issue was 
raised for the first time at the time of appeal. The administrative 
agency below had never had the issue raised before it for its 
consideration. In the present case, the respondent had notice of 
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Therefore, petitioner respectfully prays that the peti- 
tions for rehearing and. reconsideration be. denied. 


Respectfally submitted, 


WaxTER J. DERENBERG 

Harpy K. Maciay 

Waurer D. Hansen 
Attorneys for Respondent. 


ALEXANDER, MatrIrz, 
Derenserc & DANIELS, 
Of Counsel. 


August 6, 1956 


: tibility provision of 
ham Act, 60 Stat. 433, 15 U.S.C. § 1065. It 
ing Section 15 of the Lanham Act, supra, that 
foreclosed from contending that intervenor’s name lacks secondary 
meaning. Section 15 (2) of the Lanham Act, supra. 
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